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THE GOVERNMENT’S CLASSIFICATION OF
PRIVATE IDEAS

THURSDAY, FEBRUARY 28, 1980

Housk oF REPRESENTATIVES,
GOVERNMENT INFORMATION
AND INDIVIDUAL RiGHTS SUBCOMMITTEE
OF THE COMMITTEE ON GOVERNMENT OPERATIONS,
Washington, D.C.

The subcommittee met, pursuant to notice, at 9:40 a.m., in room
2247, Rayburn House Office Building, Hon. Richardson Preyer
(chairman of the subcommittee) presiding.

Present: Representatives Richard Preyer, Robert F. Drinan,
David W. Evans, Ted Weiss, Thomas N. Kindness, and John N.
Erlenborn.

Also present: Timothy H. Ingram, staff director; Donna Spra-
dling, secretary; Thomas G. Morr, minority professional staff, Com-
mittee on Government Operations; and Gerald Sturges, Congres-
sional Research Service, Library of Congress.

Mr. PreEvER. The subcommittee will come to order.

We begin today the first of 2 days of hearings on the question of
the Government’s ability to classify, restrict, or assert ownership
rights over privately generated data.

We will focus on the Invention Secrecy Act today. The 1952 law
authorizes the Commissioner of Patents and Trademarks to with-
hold a patent and order that an invention be kept secret “for such
period as the national interest requires.” To violate a secrecy order
could bring a $10,000 fine and 2 years’ imprisonment.

We will examine the administration of that law and the impor-
tant constitutional questions highlighted by its provisions.

Our first witness is Assistant Commissioner for Patents, Mr.
Rene Tegtmeyer.

Mr. Tegtmeyer, it is the custom of the committee to swear in
witnesses in factfinding hearings. If you and anyone accompanying
you who will be answering questions will stand, I will administer
the oath.

Do you solemnly swear that the testimony you are about to give
before this subcommittee will be the truth, the whole truth, and
nothing but the truth, so help you God?

Mr. TEGTMEYER. I do.

Mr. QuarrorTH. I do.

Mr. PreYEr. Thank you.

We appreicate your being here and will ask you to proceed in
any manner you see fit. If you wish to summarize some of your
statement, that would be fine.

¢Y)
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STATEMENT OF RENE D. TEGTMEYER, ASSISTANT COMMIS-
SIONER FOR PATENTS, PATENTS AND TRADEMARK OFFICE,
DEPARTMENT OF COMMERCE; ACCOMPANIED BY C. D. QUAR-
FORTH, DIRECTOR, SPECIAL LAWS ADMINISTRATION GROUPS
Mr. TeeT™EYER. Thank you, Mr. Chairman.

I have with me today Mr. C. D. Quarforth, who is the Director of
our Special Laws Administration Group and who is most specifical-
ly charged with the administration of chapter 17 of title 35, which
is the subject of the hearing today. Mr. Quarforth will assist me in
answering any questions that the committee may have.

Mr. PreEYER. We are glad to have you with us.

Mr. TEGTMEYER. Thank you.

The statutory authority for processing and examining security-
related applications is found in patent law sections 181-188, which
comprise chapter 17 of the law. However, broad statutory authority
is not detained enough for the day-to-day procedures that security
precautions inherently demand. Accordingly, the procedures uti-
lized by the Office are prescribed in detail in title 37, parts 5 and 7

- of the Code of Federal Regulations. These CFR provisions also
implement Executive Order 9424, establishing a register for record-
ing governmental interests in patents.

In administering these security provisions, the Office has, of
course, developed and put into use various forms, secrecy orders,
permits, licenses, notices, and so on. I will discuss the most impor-
tant of these, but the written testimony includes a complete set
and an explanation of each.

Let me begin by explaining the Patent and Trademark Office’s
screening process for identifying security-related information in
patent applications.

The Licensing and Review Branch in our Special Laws Adminis-
tration Group screens all patent applications filed in the Office to
determine whether any application contains material involving na-
tional security—35 U.S.C. 18, 42 U.S.C. 2181—the production or
utilization of nuclear material or atomic energy—42 U.S.C. 2182—

or has slgmﬁ' cant utility for space or aeronautical activities—42
U.S.C. 2457 4 y

. The vast majority of patent applications filed in the
Office do not contain security-related technology.

Applications affecting national security are placed under a secre-
cy order at the request of a defense agency. This order prohibits
any disclosure of the technical contents of the patent application.
Sections 182 and 186 prescribe legal and criminal penalties for
violating a secrecy order.

During fiscal year 1979 the Office received 107,409 patent appli-
cations. Of these, 4,829 were thought to contain security-related
information and were therefore made available to the defense

ag(e)ncies for review. Only 243 secrecy orders were issued, of which
.f‘Z_lledapphcatlons contained security classification markings when

. The Office, as I mentioned, has established an extensive screen-
ing system to assure the identification of all patent applications
actually or possibly bearing on our Nation’s security. Each patent
application filed in the Office is processed through the Licensing
and Review Branch in the Special Laws Administration Group.
Here, patent applications are separated on the basis of their con-

3
tents into three broad technological categories~chemlcal, electri-
jcal inventions. ) Logi-
ca%) ca '?ﬁisa'ﬁtah appropriate security clegraélices %g% :f:ng}
cal ’lt)z?kgrounds inspect each of these ai;pphca og;u e
they contain national security informa 19n. e } o Go{’
ernment agency or Government contractor prior to filing the appll-
caton inig}tletg?coeﬁice in determining the_existerg;ef ;ﬁe c;agzsrllf(‘:ii;ee%
te’cr}?n:lisgy that must be ket];t from :hgeﬁagbg}c,' thgw elists genoie
i i 0 o 3 [ (3
It?xnﬁgd%dx;’;ixg :cax-e(eganach patent application with these
lis%%}ixn maiand;atent application involving suc}} a_ﬁeld 'i(ﬂief(::ltédc;ﬁes
i e;!ll aIl)ld Review Branch puts the apphcatloil dasf!ense N ey,
{‘t';wt?)nﬁlegattention of each intp;estfed{}g:gr&t;lﬁs 3 atle e otion of
either provides Iaclli '
thzt;i)l?lg:—l:gotxt‘%;r a Government agency repx;lestgr:lt:;n;zefc ;e(rilgtse lz‘a_
copy of the applicati?in " tﬁltedagf?)?c%f 'glethee :gency requests its
i i er 1S ¢ . If 8o, A _
ig;{;:;é(fe a:li%?\ghozhe' Office actually issues the order, its role is
. ° . . . 1. . .
bas\#ﬁ%l? ;lflelcrtl'gt;r:;ders a(xl'e ret(;l}?esmg% Bgetkmapasztr!‘xfliigg f’i tle):t-:
i it is done throu N ent
ﬁgfr?éoi;n ]13%}:;(;1 (v)vtﬁ’lcllt is a coordinating authority for that particu
1%2&%2?2223@ representatives inspecting grb af %i—c-arglglslt 181: g;h:
Office or at the agency—as required by 35 USs. e Kol
datiad acknowledgement of access to the applica ehor} T e eting
edgement assures thafi; {:)};e ig(fi'ogr;a:;(;np?lbtam othlt;r D
ication will no us rpose
thiraiglg’lﬁﬁe lisecurity provisions of the patent lawsi_ on order in an
lsThe ultimate decision concerning issuance e(:i oo order encies.
lication must and does lie with the concern 1e S et
?f%vlgger the Office also takes precautions to hefp %‘;gm e hat
ur(x)justiﬁéd secrecy orders. If the (t):rf;l:z I1)51;) ﬁ;ﬁ:ﬁ ﬁ;s alreacy’ poat
S . . 3 . a a )
;ﬁ%ﬁ}éﬁmﬁﬁnﬁﬁ?&g ;rslbr(?ught to the attention of the efense
eki order. . .
o ur 'Sef?chlggala::gxzcs{s to reconsider the imposition (ﬁfessecvx‘;zz
orfi)élrg }I:Ias had some succ?sts}.‘ Dpr%agm ﬁzgﬁ lsros%c;ecyb;rthe ohere
i basis of the In ro) e (
glngl%%}vglu: rtlhi:ah;pplicant having to file a petition for rescission or
i i der. .
mo(t)ii}ﬁé:oa;;c;g oa;c: es::)xlreening process also enables an s:c}:xarlirtl:;ngzlatg
identify patént applications obviously not containing ity re
1etfninformation. These are forward to the pr'Ith:r oxamine
for ordinary processing and examination. %’ons sub
grciupto the Office’s ordinary copﬁdent_1ahty2prfgct;u latent r ol
onnyding applications, as specified in section 122 o t a: gxamination
peSecurity related applications are s_ubJect to regu R ioe's
procedutes, 2¢ Jeast 8 faioast}tl:etti;?nkemg gi"):.ixéeag allowance would
u . . .
g%mlaﬁg ag)epe:;;tozo tl;)he applicant. However, these applications




cannot be patented i : .
application declassiﬁe‘:lr.ltﬂ the secrecy order is rescinded and the
ination of security related applicati i
4 A C applications is conduc -
aminers I the Specta Lo Admiisraton Grous n exacly e
S ames 1o ot lissls e&)r other applications. However, a notice of
includes patentable s:llbjeg;) nfggte?-p%lﬁigi %ﬁen if lfhe application
3 e . y e i i
noice o allovabiliy. Any furiher procssng 1 the spplcatio
is ]l_,;:e moved. no patent is granted until the secrecy order
or appealed applications, the a ;
. . 3 p al pr 1
311: gomt ai)ffsettmg the hearing. Tl?: aplx))l?cc::i liz iggsil:-gdedt up to
bty el;peto thee bar_ld file a brief, and the examiner must fil% p}?l)s'
howeve e brief. Further processing by the board of appeal
ik rt, must await removal of the secrecy order Ppeass,
patentn A ilt)gl}cants are naturally often interested in obtaini
fnternational pa foreign countries. There is no such thing as an
every count palt;ent and applications must generally be filed n
of an inter "3;.‘” :lre a patent is sought. Because of the provisi n
major indulsltarilgln o tr?;aj;y, the Paris Convention, adhered to b;o:ﬁ
b filod within  veer o all foreign patent applications ar
Th)i,s > within a year of filing in the United States ¢ nor-
prioritypdaocteedufl“e }fnables the applicant to take advantage of th
those countri eg ct fdgéS: application. Otherwise, patent rights i:
cannot be legallymfl‘iled iﬁ]e:%‘gf'g;zed;: Hovtvever, a patent application
co%t;.ilsnsd?lecurity related informa%ﬁmfmn ry by a US. resident if it
: emma is resolved and the Nation’s ity i
e By 1h provlons o sctn 15 o T, Bt
for foreign fill : .S. applicant to obtain a licen
licztlllse.lgn ing and prescribes two procedures for obtaining t:hsiinsa
_An applicant can apply di . .
his PlICE A y directly for a foreign fil i
his appitcation wil be'revioved ‘and evalusted by the Licensing
filing the pate oup. The applicant may merely wait 6 months fteg
not been pﬂ):cegto;pgécatm? in this country. If a secrecy orde:‘ ha:
ly Igrgg;bed_ application by this fime a license is implied-
n both cases application
subject matter is withi s are referred to defense agencies if th
g‘ré(a)nfted. is within their field of interest before a license i:
. Of course, the patent law’s securit isi ;
Bplication in & Foreign countey withy Y phtent vighte, for Pling. an
licIense. eign country without either an actual or implied
n past years, an inventor i
¢ . s in order to file a forei icati
aljgae!rllsc?leg gﬁta C%broad was re%uired to obtaix? rfi::gerrilgplfl: atm? or
T adomanrk %ffi cg}ma(:ll;icet }?;“i& totat_e Departments; the Patzlrl:t :xﬁ
Deﬁ.l’tmgnt qf Ep’erg'y' mic Energy CommiSSion’ now the
recog;ﬁug?ztge méd time-consuming screening procedures w
i ot nd v o smplned, Tody o sopl
atent : only obtain a li ’
nt and Trademark Office. The other Government sgencies a

knowledge the completeness of this review and accept it as satisfy-
ing their security requirements. o _
Governmental interests in patents and patent applications 18
another area in which the subcommittee expressed an interest.
These are recorded in the Office’s Government .Register. Executive

Order 9424 provides the legal basis for establishing the register.
Use of the register and procedures and requirements for rgcord-
ing therein are prescribed in part 7 of title 387, CFR. The register’s
basic purpose, of course, is to inform each agency _and the public,

when appropriate, of a governmental interest in an invention.

The Governmént register makes the Government’s interests easy
to determine. A royalty-free license to any Government agency
allows all other agencies to use the invention royalty-free. There-
fore, it is important to have an easily usable record of governmen-
tal patent rights. Recordation in the statutory register will not
suffice, as it can be used only for recording assignments. Licenses,
for instance, cannot be recorded in it.

The Government register is maintained apart from the statutory
register established under 35 U.S.C. 261, although some assign-
ments can be recorded in both. The register for recording licenses,
assignments, technical data agreements, contracts, or other legal
documents conveying interests to the Government in patents and
patent applications, has been set up in three parts——-departmental
interests, public interests and secret interests. Each part has its
own card index and, of course, the instruments recorded are includ-
ed in that part.

The departmental part is not available to the public except when
the agency responsible for a recording authorizes access. However,

the index cards for recording are publiclliy available in the depart-
mental part but not the document itself. The index card, in this
case, is only available where a patent has actually issued.

The public part, on the other hand, is open to the public. Its
recordings often duplicate those in the statutory register, but the
statutory register of assignments is relied upon to establish the
legal rights available under patent law section 261. The secret part
is used for recordings when neither the record itself or an index
card can be made public without jeopardizing national security.
The agency seeking registration, not the Office, decides in which
part a governmental interest will be recorded.

The following are questions specifically raised by the subcommit-
tee and our answers to them. There are seven questions and an-
swers set out in the following paragraphs.

First, your question asks about the effect of the 1976 National
Emergencies Act on the Office’s implementation of the Invention
Secrecy Act.

With enactment of the National Emergencies Act, all existing
emergencies were considered terminated for the purposes of the
patent law’s secrecy order provisions. The Office was accordingly
required to apply the peacetime provigions of gection 181 in Lieu of

the national emergencies provisions. Of course, the wartime provi-
sions did not apply at that time.

During a national emergency, or war, section 181 requires secre-
cy orders to be issued for their duration and for a specified period




thereafter. Exactly the opposite is true under the section’s peace-
time provisions.

Under the peacetime provisions each secrecy order must be re-
viewed annually to assure that the national interest justifies it.
The annual review determines whether or not the order is to be
renewed.

The National Emergencies Act became effective on September
14, 1978, and terminated the national emergency declared by Presi-
dent Truman in 1950. The transitional provisions of section 181
implementing the act required the defense agencies to affirmative-
ly determine for éach patent application subject to a secrecy order
the need for continuing that order. The Office received a written
notice of each determination by the defense agencies and in turn
issued any needed notices of renewal,

e review of the outstanding secrecy orders during the transi-
tional period, from September 14, 1978, to March 14, 1979, resulted
in 3,300 renewals. '

A national emergency was in effect from December 1950 to
March 1979 and secrecy orders for patent applications did not need
annual reviewing for that entire period. Otherwise, each secrecy
order would have been subject to annual review.

Patent applicants, however, are not forced to await the results of
an annual review to have their applications declassified and secre-
cy orders removed or modified. If an applicant requests the rescind-
ing of a secrecy order in his application, a review is automatically
initiated. In July of 1974 our Office requested each defense agency
to review secrecy orders in effect for more than 12 years. The
review program lasted until the National Emergencies Act took
effect in 1979,

Second, your question asks about the security operations of the
De’F}?rtment of Justice as a “defense agency.”

e Degartment was designated a defense agency for the pur-
poses of 35 U.S.C. 181 under Executive Order 104%7 of May 27,
1958. To date, the Department of Justice has not informed us of
any fields of national security interest in connection with patent
applications. We would, of course, make any application available
to the Department on its request without imposing criteria of our
own for doing it. The Justice Department would be treated like any
other defense agency.

ird, your question asks about the relationship between secrecy
orders and our a;l?;eal procedures for finally rejected patent appli-
cations. You specifically refer to section 5.3(a) of chapter 37, Code
of Federal Regulations.

section states that appeals will not be set for hearing by the

Board of Appeals until the secrecy order is removed or unless
otherwise specifically ordered by the Commissioner.

. Although there is no specific statutory authority for this regula-

tion, it has been promulgated under the Commissioner’s general

Inistrative authority, 35 U.S.C. 6, for several important rea-
sons. Until recently, few members of the Office’s Board of Appeals
and its supporting staff possessed the requisite security clearances
for handlmg the appealed cases. The same is true of the judges,

officers, and staffs of courts that review decisions of the Office’s
Board of Appeals.

ost applications under secrecy orders are related to Gov-
en?x{ns:ﬁgn prope?'gr interests. The Government is generally reluctant
to disseminate classified information to a wide range of perS(l)ns,
even if they have security clearances, nor can a patent issue 1;)111 ess
the secrecy order is rescinded. Thus, it was not deemed desira %1 to
expend further efforts ﬁnd fund: in pursulif:‘ ofl'):te;:;ocedure that

Iminate in the prompt issuance of a . ]

col(l)lt(‘1 cr:::ltrg: 37 CFR 5.3(a)pis worded so that a sufficiently impor-
tant appeal hearing can be ordered by the Commissioner 11f the
applicant petitions for it. For instance, a delay in the appeal pro-
ceeding may prejudice c1ihe right to compensation. In such a case,

1 may be heard.
th%: l;xl;(;aknovgiledge, however, the only requests for these appeals
have been filed by defense agencies for Government owned and
prosecuted cases. If an appeal hearing were ordered by the Com-
missioner and the invention found unpatentable, the application,
absent further appeal to the appropriate court, would be considered
abandoned. Each secrecy order however, remains, in effect until
rescinded or lapsed whether or not the application is abandoned.

Fourth, your question asks about the seeming inconsistency be-
tween the statutory authority to apx,xea} a secrecy order to the
Secretary of Commerce and the CFR’s 1mglementmg regulations
interposing the condition that the applicant’s appeal must be first
taken to the Commissioner of Patents and Trademarks.

There is really no inconsistency. The right of appeal to the
Secretary of Commerce, as provided by statute, must be made
under procedures prescribed by the Secretary. The Secretary has
prescribed the intermediate step of review by the the Commission-
er. _

It certainly is in the best interests of national defense and the
applicant hi¥nself to have an appeal heard and decided at the
lowest qualified administrative level. The applicant is assured that
a decision on his petition for removal of secrecy order will be
decided by persons most knowledgeable in a prompt, efficient, and
economical manner. The Secretary of Commerce will then have
their advice if he later must decide the matter.

Fifth, your question asks about the form of the secrecy order and
why it does not identify the agency requesting it. The question goes
on to ask how and when the applicant learns the identity of the
agency requesting the ordex}'l and whether or not we are considering

ised form identifying the agency. )

2 l’.I?l‘:éssast majority ({;¥1 pgtent applications subject to secrecy orders
already contain classification marking when filed in the Office.
These are ordinarily filed by the Government or Government con-
tractors. The applicant, contractor assignee, and attorney prosceut-
ing the patent application all know the identity of the Government
agency requiring cla:sification markings and subsequently request-
ing issuance of the s. srecy order. . ) o

In a few cases the Office issues secrecy orders in applications
which when filed did not contain security classification markings.
In 1979, for example, 43 such secrecy orders were issued. At the
time of filing, the Office cannot knpw, of course, if the application
should have been filed with security classification markings or if
any Government agency has an interest in the application.



Several years ago, the Office and the defense agencies began
developing a more informative and understandable secrecy order.
We were successful and the new secrecy order will be utilized soon.
Among its improvements, it will identify the agency requesting the
secrecy order.

Sixth, your sixth question asks about the compensation of appli-
cants whose applications are subject to secrecy orders. It goes on to
ask whether the statutory right to compensation is illusory or real
and whether practical benefits have in fact been obtained.

Rights under 35 U.S.C. 183 for securing “just compensation” for
Government use or damages resulting from a secrecy order are
provided in the same section. The applicant on receiving a notice of
allowability may administratively claim compensation for money
damages caused by the order.

Claims for compensation are directed to the head of the agency
responsible for the secrecy order. If full settlement is not effected,
the applicant may sue the United States in the Court of Claims or
an appropriate district court. Alternatively, the applicant, on issue
of the patent, may sue the United States in the Court of Claims for

- damages the order caused.

I regret that I cannot answer from firsthand knowledge your
question about the effectiveness of these remedies. Nevertheless, I
understand that 29 administrative claims for compensation have
been filed since 1945 with the Defense Department. Of these, 5 are
the subjects of pending litigation, 3 were settled by the Defense
Department before litigation, 5 were settled during litigation, 1 was
the subject of a private relief bill, 10 were terminated by denial,
and the remainder are pending in the Defense Department.

Seventh, your question asks about the placing of classification
markings on applications, the procedures applicable to these classi-
fied applications, and the restraining effect of security classifica-
tions on applicants.

I have mentioned before, the great majority of patent applica-
tions under secrec{ order are filed by the Government of Govern-
ment contractors. In most of these cases the security classification
18 put on the patent application by the owner when it is filed.
Government agencies and their contractors ordinarily know exact-
ly what technology is classified and act accordingly.

Security classification markings for any document, including
patent applications, are imposed by virtue of Executive Order
12065 or earlier Executive orders or the Atomic Energy Act. Under
Executive Order 12065 security classification markings can only be
placed on documents in which the Government has a proprietary
interest. The Executive order is qualified, however, by the Atomic
Energy Act. Under that act a security classificcation marking may

placed on a document involving nuclear technology, even

through the Government does not have a proprietary interest.

édpphcatmps containing security classification markings when

f are reviewed to determine whether such markings are author-

ized. This authorization is usually found in documents accompany-

ing the application. If the authority appears proper the application
18 subjected to the secrecy order process.

Nevertheless, the time for issuing the secrecy order may vary
depending upon agency practice. Some agencies request secrecy

d t Athe time of filing. Other agencies do not request a secrecy
gidgslfntil later notified that the application has actually been
filed. In substantially all applications, however, a secrecy order is
issued before the application is examined. L
lmlf the authority to apply a security classification marking is not

apparent the Office asks the appropriate party if it has such au-
t}eggty. If no authority exists the Office requires the party to
delete the markings and the application, of course, is not subjected
he secrecy order process. ) . )
o fgp%licatiogs bearigg valid security classification marking but not
yet subjected to a secrecy order are nevertheless safeguarded in the
same manner as those already subjected. As I mentioned, an appli-
cation may bear a valid security classification markings before
being subjected to a secrecy order. Before a secrecy order is im-
posed the classification markings still restrain the applicant from
disclosing his invention. The extent of his restraint, as well as any
penalty for disregarding such restraint, is provided under the secu-
rity classification system by which the application was marked in
the first place. . ) ] ) bioct
The penalties for unauthorized disclosure of an invention subjec
to a secrecy order may differ from those provided under the secu-
rity classification system. Until such secrecy order has been placed
on the application, however, its specific provisions for restraint and
penalties cannot be invoked against the applicant. .
Attached to my written statement are various exhibits tha}t
should help the subcommittee understand and evaluate the Office’s
part in protecting national security. These are a compilation of
forms used for security cases, including a soon-to-be-utilized secrecy
order, the more important parts of the legislative history of the
patent law’s security provisions, and a functions-and-information
chart of our processing procedures for security-related applications.
This, Mr. Chairman, concludes my oral testimony. Mr. Quarforth
and I would be happy to answer any additional questions you many
hal‘\,f. Pr Thank Mr. Tegtmeyer
r. PREYER. Thank you, Mr. . )
Without objection, tﬁose supplemental documents with your pre-
pared statement will be make a part of the record at this pomt_.
[Mr. Tegtmeyer’s prepared statement, with attachments, follows:]

o ¢~



STATEMENT OF RENE D. TEGTMEYER,
ASSISTANT COMMISSIONER FOR PATENTS,
-BEFORE THE HOUSE INFORMATION AND INDIVIDUAL RIGHTS SUBCOMMITTEE
OF THE COMMITTEE ON GOVERNMENT OPERATIONS
THURSDAY, FEBRUARY 28, 1980

Mr. Chairman, I am pleased to appear before your Subcommittee
today, to testify on the Patent and Trademark Office's implemen-
tation of the Invention Secrecy Act of 1951. Accompanying me is
C. D. Quarforth, the Director of our Special Laws Admini;tration
Group eharéed with the processing and examination of security—

related patent applications.

The statutory authority for processing and examining security;
‘rélated applications is found in patent law sections 181—188,
which- comprise chapter 17 of this law. But broad statutory
autﬁority is not detailed enough for the day-to~day procedures
that security precautions inherently demand. Accordingiy, the
procedures utilized by the Office are prescribed in detail in
‘Pitle 37, parts 5 and 7 of the Code of Federal Regulations. These
CFR provisions also implement Executive Order 9424, establishing

a Register for recording Governmental interests in patents.

In administering these security provisions, the Office has, of
course, developed and put into use various forms, secrecy orders,
permits, licenses, notices and so on. I will discuss the most
important of these, but the written testimony includes a complete

set and an explanation of each.

Security Review Procedures

Let me begin by explaining the Patent and Trademark Office's
screening process for identifying security-related information

in patent applications.

The Licensing and Review Branch in our Special Lawé Administration
Group screens all patent applications filed inlfhe Office to
determine whether any application contains material involving
national security (35 U.S.C. 181, 42 U.S.C. 2181), the production

or utilization of nuclear material or atomic enérgy (42 u.s.cC.

2182) or has significant utility for space or aeronautical activities
(42 U.5.C. 2457). The vast majority of patent applications

filed in the Office do not contain security-related technology.

Applications affecting national security are placed under a
secrecy order at the request of a defense agency. This order
prohibits any disclosure of the technical contents of the patent
application. Sections 182 and 186 prescribe legal and criminal

penalties for violating a secrecy order.
buring fiscal year 1979, the Office received 107,409 patent

applications. Of these, 4,829 were thought to contain security-

related information and were, therefore, made available to defense



agencies. Only 243 secrecy orders were issued, however, of

which 200 applications contained security classification markings

when filed.

The Office, as I mentioned, has established an extensive screening
system to assure the identification of all patent applicat%qns
actually or possibly bearing on our nation's security. Each
patent application filed in the Office is processed through the
Licensing and Review Branch.r Here, patent applications are
-separated on the basis of their contents into three broad techno-
logical categories-~chemical, électrical Oor mechanical inventions.
Examiners-with appropriate security clearances and technoldgical
backgrounds inspect each of these épplications to determine if
they contain national security information. Of course, most
security~related applications have already been classified b}
the Government agency or government contractor prior to filing

the application in the Office.

To assist the Office in determining the existence of classified
technology that must bé kept from the public, the defense agencies
have provided us with category or “"field of interest" lists of

such technology. Examiners screen each paten; application with
these lists in mind. When a patent application involving such a
field is found, the Licensing and Review Branch puts the application

aside and calls it to the attention of each interested government

defense agency.
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The Office then either provides facilities for visual inspection
of the application by a government agency representative or

sends a copy of the application to that agency. The defense

‘agency determines if a secrecy order is called for. If so,

the agengy requests its issuance. Although the Office actually

issues the order, its role is basically ministerial.

bDefense agency representatives inspecting an appiicatipn whether
in tﬁe Office or ‘at the agency (as required by 35 U.S.C. 181}
must sign a dated acknowledgement df.access to the appliqation.
This acknowledgement assures that the inforﬁation obtained from
inspecting the application will not be used for any purpose
other than administering the security provisions of the patent

laws.

The ultimate decisiop concerning issuance of an order in an
application must and does lie with the concerned defense agencies.
But the Office also takes precautions to help guard against
unjustified secrecy orders. If the Office is aware, for example,
that the £echnica1 information in a patent application has already
been published, this knowledge is brought to the attention of

the defense agency seeking a secrecy order. Our informal requests
to reconsider the imposing of secrecy orders has had some success.
During 1979, fifteen secrecy orders were withdrawn on the basis

of the information provided.



Of course, the screening process aiso enables an examiner to
identify patent applications obviously not containing security
related information. These are forwarded to the proper examining
group for ordinarywprocessing and examination. They are subject
only to the Office's ordinary confidentiality bPrecautions for

pending applications, as specified in section 122 of the patent

laws.

Security-related applications are subject to regular examination
procedures, at least as far as the taking of an appeal to the
Offlce s Board of Appeals or up to the time a Notice of Allowance
would be sent. These applications, however, cannot be patented

untll the secrecy order is rescinded and the application declassified

Examination of security-related applications is conducted by
examiners in the Special Laws Administration Group in exactly
the same manner as it is for other applications A notice of
allowance is not issued to the applicant, however, even if the
application includes patentable subject matter. Rather, the
applicant receives a Notice of Allowability. Any further processing
of the application remains suspended, and no patent is granted

until the secrecy order is removed.

For appealed applications, the appeal process is continued up to

the point of setting the hearing. The applicant is required to
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pay the appeal fee and file a brief and the examiner must file
his answer to the brief. Further processing, however, must await

removal of the secrecy order.

Foreign Filing

Patent applicants are naturally often interested in obtaining
paeent rights in foreign countries. There is ﬂoAsuch thing as
an international patent, and applications must generally be
filed in every country where a patent is sought. Beceuse of the
provision of an international treaty, the Paris Convention,
adhered to by all major industrial countries, all foreign patent

applications are normally filed within a year of filing in the

- United States. This enables the applicant to take advantage of

the priority date of the United States application. Otherwise,
patent rights in those countries could be jeopardized. But a
patent application cannot be legally filed in a foreign country
by a United States resident if it contains security-related

information.

This dilemma is resolved and the nation's security interests
protected by the provisions of section 184 of the patent laws.
Basically, section 184 requires each United States applicant to
obtain a license for foreign filing and prescribes two procedures

for obtaining this license.
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An applicant can apply directly for a foreign filing license,

and his application will be reviewed and evaluated by the Licensing
and Review Group. Or the applicant may merely wait six months
after filing the patent application in' this country. 1If a secrecy

order has not been placed on the application by this time, a

license is impliedly granted. Of course, the patent law's security

provisions prescribe penalties (both criminal and loss of United
‘States patent rights) for filing an application in a foreign

country without either an actual or implied license.

In past years, an inventor in order to file a foreign application
Oor transmit data abroad was required to obtain licenses from

four agencies; the Commerce and State Departments, the Patent

and Trédemark Office and the Atomic Energy Commission {(now the
Department of Energy). These duplicative and time-consuming
screening procedures were recognized as such, and have since

been simplified. Today, an applicant (with a few exceptions)
need only obtain a license from the Patent and Trademark Office.

The other government agencies acknowledge the completeness of

this review and accept it as satisfying their security requirements.

Government Interests in Patents
——————— - >CUIESLS 1n Patents

Governmental interests in patents and patent applications are
recorded in the Office's Government Register. Executive Order
9424 provides the legal basis for establishing this Register.

Use of the register and brocedures and requirements for recording

therein are prescribed ) Part 7 of Title 37, CFR. The Register's
basic purpose, of course, is to inform each agency and the public

(when appropriate) of a governmental interest in an invention.

The Government Register makes these governmental interests easy
to determine. A royalty-free license tovanylgovernment agency
allows all other agencies to use the in&ention royalfy—free.
Therefore, it is important to have an easily—usaple record of

governmental patent rights. Recordatiqn in the statutory register

" will not suffice, as it can be used only for recording assignments.

Licenses cannot be recorded in it.

Thehé;Qer;ﬁ;nt Register is maintained apart from the statutory
register (established under 35 UsC 261), althqugh some assignments
can be recorded in both. The Government.Regisfer has been set

up in three parts; departmental assignments, public assignments
and secret assignments. Each part has its own card index and,

of course, the instruments recorded in that part.

The Deparﬁmental part is not available to the public, except
when the agency responsible for a recording authorizes access.
The index cards for recording are publicly available, however.
The Public part, on the other hand, is open_to the public. 1Its
recordings often duplicate those in the statutory register, but

the statutory register is relied upon to establish the legal



rights available under patent law section 26]. The secret part

is used for recardings when neither the record itself or an

index card can be made public without jeopardizing national
security. The agency seeking registration, not the Office, decides

in which part a governmental interest will be recorded.

Questions Raised by the Subcommittee
S5 ==5C DY the Subcommittee

(1) The first question asks about the effect of the 1976 National
Emergencies Act on the Office's implementation of the Invention

Secrecy Act.

With enactment of the National Emergencies Act, al1l existing
emergencies weré considered terminated for the purposes of the
patent law's Secrecy order provisions. The Office was accordingly
required to apply the "peacetime" provisions of section 181 in

lieu of the national emergency provisions. OFf course, the "wartime"

provisions did not apply at that time.

During a national emergency, or war, section 181 requires secrecy
orders to be issued for their duration ang for a specified period
thereafter. Exactly the opposite is true under the section's

"peacetime™ Provisions.

Under the "peacetime" provisions, each secrecy order must be
reviewed annually to assure that the national interest justifies

it. This annual review determines whether or not the order is

,_9.
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to be renewed. The National Emergenc;és Act became_effective on
September 14, 1978 and terminated the national emergency declared
by President Truman in 1950. fThe transitional provisions of
section 181 implementing this Act required the defense agencies
to affirmatively determine for each patent application subject

to a secrecy order the need for continuing that order. The
Office received a written notice of each determination by the

defense agencies and, in turn, issued-any needed notices of

-renewal. The review of these outstanding secrecy orders during

this transitional period (from September 14, 1978 to March 14,

1979) resulted in 3,300 renewals,

A national emergency was in effect from December of 1950 to
MaréhAofﬂi979, and secrecy orders for patent applications did
not need annual reviewing for that enti;e period. Otherwise,

each secrecy order would have been subject to annual review.

Patent applicants, however, are not forced to ‘await the results

of an annual review to have their applications declassified ang
secrecy orders removed or modified. If an applicant requests

the rescinding of a secrecy order in his application, a review

is automatically initiated. TIn July of 1974, our Office requested
each defense agency to review Ssecrecy orders .in effect for more
than twelve years. This review progfam lasted until the National

Emergencies Act took effect in 1979.

(2) The second question asks about the security operations of

" t
the Department of Justice as a "defense agency". That Departmen
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was designated a defense agency for the purposes of 35 U.S.C.

181 under Executive Order 10457, of May 27, 1953. To dafe, the
Department of Justice has not informed us of any fields of national
security interest in connection with patent applications. We
would, of course, make any application available to that Department
on its request, without imposing criteria of our éwn for doing
this. The Justice Department would be treated like any other

defense agency.

(3) Your third question asks about the relationship between
secrecy orders and our appeai procedures for finally-rejected
patent applications. You specifically refer to section 5.3 (a)

of Chapter 37, Code of Federal Regulations. This section states
that appealé will not be set for hearing by the Board of Appeals
until the secrécy order is removed or unless otherwise specifically

ordered by the Commissioner.

Although there is no specific statutory authority for this requ-
lation, it has been promulgated under the Commissioner's general
administrétive authority (35 U.S.C. 6) for several important
reasons. Until recently, few members of the Office's Board of
Appeals and its supporting staff possessed the requisite security
clearances for handling these appealed cases. The same is true

of the judges, officers and staffs of courts that review decisions

of the Office's Board of Appeals.
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Also, most applications under secrecy orders are related to
Government property interests. The Government is generally
reluctant to disseminate classified information to a wide range

of persons, even if they have security clearances.

Nor can a patent issue unless the: secrecy order is rescinded.
Thus, it was not deemed desirable to expendAfurther efforts and
funds in pursuit of a procedure that could not culminate in the

prompt issuance of a patent.

Of course, 37 CFR 5.3(a) is worded so that a sufficiently important
appeal hearing can be ordered by the Commissioner, if the appli-
cant petitions for it. For instance, a delay in the appeal
proceeding may prejudice the right to compensation. 1In such

azcase, the appeal may.be heard. To my knowledge, however, the

‘only requests for these appeals have been filed by defense agencies

for Government~ owned and prosecuted cases. If an appeal hearing

were ordered by the Commissioner and the invention found unpatentable,
the application, absent further appeal to the appropriate court,

would be éonsidered abandoned. Each secrecy order, however,

remains in effect until rescinded or lapsed whether or not the

application is abandoned.

(4) Question four asks about the seeming inconsistency between

the statutory authority to appeal a secrecy order to the Secretary



of Commerce and the CFR's implementing regulations interposing

the condition that the applicant's appeal must be first taken to

the Commissioner of Patents and Trademarks.

There is really no inconsistency. The right of appeal to the
Secretary of Commerce, as provided by statute, must be made
under ‘Procedures prescribed by the Secretary. The Secretary has

Prescribed the 1ntermed1ate’step of review by the Commissioner.

It certainly is in the best interests of national defense and

the applicant himself to have an appeal heard and decided at the
1°WE$FAan;}fiEd administrative level, The applicant is assured
that a decision on his petition for removal of secrecy order

will be decided by persons most knowledgeable 1n a prompt, efficient,
and economical manner. The Secretary of Commerce will then have

their advice if he later must decide the matter.

(5) The fifth Question asks about the form of the secrecy order
and why it does not identify the agency requesting it. The
question goes on to ask how and when the applicant learns the
identity of the agency requesting the order, and whether or not

We are considering a revised form iaentifying the agency.

The vast majority of patent applications subject to secrecy

orders already contain classification markings when filed in the

¥
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Office. These are ordinarily filed by the Government or Government
contractors. The applicant, contractor assignee ang attorney
prosecuting the patent application all know the identity of the .
Government agency requiring classification markings and subsequently

requesting issuance of the secrecy order.

In a few cases, the Office issues secrecy orders in applications
which when filed did not contain security classification markings.
In 1979, for example, 43 such secrecy orders were issued. At

the time of filing, the Office cannot know, of course, if the
application should have been filed with security classification
markings or if any government agency has an interest in the

application.

Several years ago, the Office and the defense agencies began
developing a more informative and underétandable éecrecy order.

We were successful and the new secrecy order will be utilized

soon. Among its improvements, it will identify the agency requesting

the secrecy order.

The sixth question asks about the compensation of applicants
whose applications are subject to secrecy orders. It goes on to
ask whether the statutory right to compensation is illusory or

real, and whether practical benefits have, in fact, been obtained.

Rights under 35 U.S.C. 183 for securing "just compensation" for

governmental use or damages resulting from a Secrecy order are
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provided in the same section. The applicant on receiving a

Notice of Allowability may administratively claim compensation

for money damages caused by the order. Claims for compensation
are directed to the head of the agency responsible for the secrecy
order. If full settlement is not effected, the applicant may

sue the United States in the Court of Claims Oor an appropriate
District Court. Alternatively, the applicant, on issue of the
patent, may sue the United States in the Court of Claims for

damages the order caused.

I regret that I cannot answer from first~hand knowledge your
questions about the effectiveness of these remedies, Nevertheless,
I understand that twenty-nine administrative claims for compensation
have been filed since 1945 with the Defense Department. Of

these, five are the subject of pending litigation, three were
settled by the Defense Department before litigation, five were
settled during litigation, one was the subject of a private

relief bill, ten were terminated by denial and the remainder are

pending in the Defense Department.

(7) The seventh question asks about the placing of classification
markings on applications, the procedures applicable to these
classified applications and the restraining effect of security

classifications on applicants.

As I have mentioned before, the great majority of patent applications
under secrecy order are filed by the Government or Government

contractors. In most of these cases, the security classification

-16~

is put on the patent application by the owner when it is filed.
Government agencies and their contractors ordinarily know exactly

what technology is classified, and act accordingly.

Security classification markings for any document, including

patent applications, are imposed by virtue of Executive Order

12065 (or earlier Executive Orders) or the Atomic Enérgy Act.

Under Executive Order 12065, security classifigation markings

can only be placed on documents in wh;ch the Government has»a
pfoprietary interest. This Executive.Otaer is'éﬁalified, however,
by the Atomic Energy Act. Under that Act, a security classification
marking may be placed on a document involving nuclear technology,

even though the Government does not have a proprietary interest.

Applications containing security classification markings when

filed are reviewed to detefmine whether such markings are authorized.
This authorization is usually found in documents accompanying

the application. 1If the authoriﬁy appears proper, the application

is subjected to a secrecy order.

Nevertheless, the time for issuing the secrecy order may vary,
depending upon agency practice. Some agencies request secrecy
orders at the time of filing. Other agencies do not request a
secrecy order until later notified that the application has
actually been filed. In substantially all applications, however,

a secrecy order is issued before the application is examined.
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If the authority to apply a security classification marking, is
not apparent, the Office asks the appropriate agency if it has
the authority. If no authority exists, the Office deletes the
marking, and the application, of course, is not subjected to a

secrecy order.

Applications bearing valid security classification markings but
not yet subjected to a secrecy order are nevertheless safeguarded
in the same manner as'those already subjected. As I mentioned,

an application may bear a valid security classification marking
before being subjected to a secrecy order. Before a secrecy
ordér-iéri$éosed, the classification markings still restrain the
applicant from disclosing his invention. The extent of his
restraint, as well as any penalty for disregarding such restraint,
is provided under the security classification system by which

the application was marked in the first place.

The penalties for unauthorized disclosure of an invention subject
to a secrecy order may differ from those provided under the
security clussification system. Until such secrecy order has
been placed on the application, however, its specific provisions

for restraint and penalties cannot be invoked against the applicant.

Attached to my written statement are various exhibits that should

help the Subcommittee 'understand and evaluate the Office's part

in protecting national security. These are a compilation of
forms used for security cases (including a soon-to-be~utilized
secrecy order), the more important parts of the legislative
history of the patent law's security provisions and a functions
and information chart of our processing procedures for security-

related applications.

This, Mr. Chairman, concludes my oral testimony. Mr. Quarforth

and I would be happy to answer any additional questions you may

have.
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$2n CoNenEss } TIOUSE OF REPRESENTATIVES { Rrvorr -

. No. 1028

CPROVIDING . FOR THE  WITHIIOLDING:: OF . CERTAIN'

PATENTS THAT MIGHT BE DETRIMENTAL TO TIE

NATIONAL SECURITY

" Skrresmer 24, 1951, —Committed to the Commil-tcé of ihé_\Vh()le Housc on't.,he.

Stata of the Union and ordered to be printed

Mr. Rocens, from the Committee éﬁ ‘the JLidicihfy,'subniitféd the

following

REPORT

[TL; accompany H. R, 4687} E v

The Committee on the Judiciary, to whom was referred the bill
(1. R. 4687) to provide for-the withholding of ceitain patents that
might be detrimental to the national security, aud for other purposcs,

. having considered the same, repert favorably thereon with amendment

and recommend that the bill, as amended, do pass.

The amendment is as follows:

Strike out all after the enaeting clanse and insert in lieu thereof the -

following:

That _\\'hcncvo‘r publication or dixclosure by the grant of & patent on an invention
in which the Government has a property interest might, in the opinion of the head

of the interested Govermment agcuey,

be detrimental to the national security,

the Secretary of Commeree upou being 5o notitied shall order that the fuvention
be kept seeret and shall withhold the grant of a-patent therefor under the condi-

tions vet forth hereinafter.

Whenever the publication or disclosure of an invention by the granting of a
patent, in which the Covernment docs not have » property interest, might, in the

onivion of the Se
he shell make the

ary of Comnmerer, be detrimental 0 the notional seeurity,
plicatton for patent in which such invention is disclosed

available for inspeetion to the Atowic Eunergy Cotnmission, the Secerclary, of
Defense, and the chief ofticer of any other department or asency of the Govern-
ment designated by the President as a defense ageney of the Viited States,

Each imdividusl to whom the spplication is disclosed shall sigoa dated acknowl-
edctoent thercof, which ackuowledwiment shall be entered in the file of the applica-
tion. If, in the opinion of the Atomie Energy Commission, Lhe Seerctary of a
Defense Deprtinent, or the chief oflicer of snother department or ageney so
designated, (he publication or dizclosure of the invention by the granting of 8
prtent therefor woulid be detrimwal to the nationsl seeurity, the Atomic Buergy

omntisston, the Seeretary of & Defense Deparctent, or such uthee chicf officer
shall notify the Seereiary of Commeree mnl the Secretery of Commerce, shelt

order thal the invention be kept secret

and shall withhold the grant of o patead
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8 PROVIDING IFOR TTIE WITITHOLDING OF CERTAIN PATENTS

“When an applicant. whose patent is withheld as herein provided g
faithfudly obeys theorder of the Commissioner of Patents above referred g, .
. “tender his invention to the Government of the United States for its use, by .
o it and when he ultimately receives a patent, have the rigi £o ste for emn .

tion in the Court of Claims, such right to compensation to bezin from the Jo.,
the use of the jnvention by the Government: Provided, That the Seerasi-

War or the Sceretary of the Navy or the chiel ofiicer of any estabilished of
ageney of the United Siates, as the case may be, ix 2uthorized to emter gn.-., ]
agreeinent with the =aid applicant in full settlcment and compronise fue - .
damage aecruing {0 him by reaxon of the order of seereey, and for the use of -
invention by the Government.” v -

Ske. 2. This -Aet-shall vake cffect on approval.and shall remain in foree fuog | -

period of two years [rom such date.] o
A~ Actor Coxcress. Arrnoven Juse 16, 1942 (Punnic Law 239, 7711 (o,

[That the Aet of Conuressupproved July 1, 1940 (Public, Numbered 7090, Seves o
sixth Congress, third session. ch. 501), be amended by adding the folowing seein. .

H“Bee. 3. No person swll file or canse or authorize to be filed in any forn . -
country an application for puatent or for the registration of a utility wedel.
dustrial design, or model in respect of any invention made in the United St

except when authorized i enel ease by a license obtained from the Commissin, ;

of Patents under such rales and regulations as he shalt preseribe.

“Sre. 4 Notwith=iauding the provisious of sections 1886 and 4887 of 1.
Revised Statutes (33 U, 3. Cl sees. 31 and 32), any person and the suteersson
assigns, or legal representatives of any such person shalt be debarred from reeens: -

. & United States patent for an invention if such person, or such sitceessors., assicr -
or lezal representatives shall, without proeuring the authorization preseetinsd o
section 3 hereol, lave made or consented to or assisted another's muking apyeh-
cation in a foreizn country for a patent or for the recistrationwf a utility suni i
industrial design, or model in respect of such invention where authorizition. for
such application is required by the provisions of seetion 3, and any such Uit g
States patent actually ixsuctd to any such person; suceessors, assigns or hal
representatives so debarred or becoming debarred shall be invalid.

[“Sre. 5. Whoever, during the period or periods of time an invéntion bas leen'

ordered to be kept secrer and the grant of_a patent thereon withheld pursuant to
the Act approved Juiv 1, 1410 (Publie, Numbered 700, Seventy-sixth Cungre--.
third session, ch. 501, ~hall, with knowledue of such order and withont
authorization, willfully pubiish or disclose: or authorize or cause to be published oz
disclosed such invention, vr any material inforination with respeet thereto, s
whoever, in violation of the provisions of sectivn 3 hercof, shall file or eauuse s
authorize {o be filed in any fureizn country an application for patent or for (ke
ragistration of a utility madel, industrial desicn, or model in respeet of any inven-
tion mude in the United States, shall, upon conviction, be fincd not maore than
$10.000 or imprisoucd for not more than two vears, or both.

“Secc 6. M any provision of this Aet or of any section thereof or the applicitinn
of such provision i auv person o ciccornmsinznees shall Lo held invalicl, the see
mainder of the Actand of such seetion al application of such provision (o persoes
or cirewnstances other than those ws to whicly it is held invalid shall not be atfected
thereby,

“Sue. 7. As ueed in this Aet—

“The term ‘person’ inchiules auy individual, trustee, corporation, partnership.
association, firm, or any niher combination of individuals,

“The term ‘application” includes applications, and any moditications, amenl-
ments, or supplements thereto or continuances thereof.

"“Size. 8. The prohibitinns wid pemltics of this Act shall not apply to any
officer or aeent of the United States neting within the xcope of his anthority.”

See. 2. This Actshall take effeet thirty days nfter its approval.]

Ax Act or Coxonrrss Avenoven Juxe 16, 1992 (Punnie Law 600, 77th Cox-

[That ceetion 2 of the Act of Congress approved Julv 1, 1910 (Pabtie, Ninheed
700, Beventyv-sixth Congress, thind session, vl 300, be aenended to reaed as follows:

URee 2 Thiz Aetshall take elfeet on approval wind, tosether witl the provisines
of (he Act of Aweust 21, DR (Poablie Law 23890, Seventveseventh Conearess, nrt
session, el 393), shall remnin in foree during Che tinne when the United Stttes s
at war"J

INVENTION SECRECY ACT OF 1951

INVENTION SZCRECY ACT QF 1951

Forte=t of Act see p. 1.

“Senate Report No. 1001, Oct. 16, 1951 [To accompany H.R. 4687]
. © House Report No. 1028, Sept. 24, 1951 {To accompany H.R. 4637)
D ; The Senafe Report repea’s in substance the House Regor‘h :
S . Sencte Report No. 1001

" The Cgrjnr.‘..'.ﬁﬁé...e-c.).n‘ the Judiciary, fo which was referred the bill (H.R.
".4687) to provide for ths withholding of certzin patents that might be
detrimenial to the national security, and for other purposes, having con--

" sidered the same, reports favorably thereon, without-amendment; and rec-

- -ommends that the bill do pass. eI

TR e TUPURPOSE ST
" The purpose of the proposed legislaiion is fo provide for the withhold-
" ing of ceriuin patenis that might be dsirimental to the national security.

: SET-STATEMENT s -
The facts relating to this bill and the- justification. thereof appearin - -
. House Repori No. 1028, Eighty-second Cangress, first session, which is
_berein. sek forth. : R .

The present bill is substiuted- for E.R. '4;681_. " Hearings wera held.

" on.the present bill oa August 21, 1951, H.R. 4687 is largely IL.R. 6320 .

with miror amend:nents resulting from the ;uggestions' of industry
* tepresentatives accepiable to the Department of Defenss which are In--

! .tended to make the bill mcie equitable, and amendments iclating to

form. . Hearings were also held on H.R.-638% in the Eighty-irst Con-

: _gress, In view of further amendments, it is desired to report. ths bill .-

‘in-its new form. This bill changas ths temporary zct of CongTress now -

".ia.force iato permanent law, with several changes recognized as desir~

able as a result of expericace upder the temporary law.znd problems
“anticipated under a permanent law. S . :
The act of October §, 1917 (40 Stat. 394, ch. 85; 233 U.5.C. 42) aw~"
_thorized the Commissioner of Patents to withhold from issue patents dr
{nventions importaat to the natiopal defenss during wartims. On Julv
1, 1440, Public Law 700 was en:ted to make >~ ~-ovision of the as:.
of ‘October §, 1917, eifective for -l years despite t_. .t that the United
States was not at war. This aclion was decided upon by tha Congrass
" because it was appareat that the national interest was endangered by
tha publication of certain patents. In 1942, Public Law 609 was enact-

E ed to keep Public Law 700 in effect during World War II. In 1941, the

act was further amended by Public Law 233 to prohibit the fling of

- foreign patent applications without the license of -the Commissioner of

Patents and to provide penalties for the violation of the act.

The temporary act, as amendad, remains in force duriag the time when
the United States is at war and will cease to be in effect upon the otficial
termination of the war. The purpose of the proposed bill is to zrant
tha Secretary of Commerce, under certein conditions, tha authority to
keep inventions secret and to ~withhold issue of patents when zecessacy
for the gatioral security. According to the Defense Depariment, it is
imporiant to the national defense that the issuance of patents resuluing
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from research and development sponsored hHy he armed sarviees and

others relating to classified matters be withheli far 2 jerind in which
tho publication of such matinrs may jeapaetdize 1 ualinnaisinte:. Lt Tho
“applicatinng in the Patant Oflice wihich ave presently beings withhalid fraom
issuance under Dublic Lavw 760 swiil be dsmired &8 paemrs arter e olfi-

cial termination of the war unless lezisiation 10 prevent this :s snacted,
Accordingly, the imminencs of the daclaration by the Congress of the
and the: signing n{ the Jopoanese Pence
Treaty places -this bill in the class of urgent tegizlation,

An important difference between.this hill and Public Law 700 is tha
this bill sets up two zroups of patent applications hazed upon v'nethe:
. the Government has a property interest in the-invention. If the Govera-
‘ment has a property iaterest, issuance of a secrecy order requires only a

: recommendation- to the Commissioner of Patents- by the head of the.

department or -agency Invoived. The phrase ‘‘proveriy interest" is
intended to include the owrership of all rights in the {uvention or to a

lesser interest therein such as, for example, cases where the foreiga’

- rights are retained by the inventor, or where the Government is entitled

-

- only to the interest of one or more joint inventors, and oot to the interest

ot all the joint Inventors. This group will consist in the wain of in-
“ventions made by Governmant employees or Government contractors. .

In-the other group,.the Sacretary of Cowmmerce informs tha- heads. ot
" tha -defense agencies of pateat applications whose disclosure might be
» detrimental to the national security. This zZroup consists fo. fhe' most
part of inventions made by persons pot in contact with the Governmans
It is necessary for the Secratary of Commerce to.call the attention ot
.the defensa agency to the particular application, since they would othere

Iensa agency concerned iz controlling zaod the order-that the inventiom
i3 1 year. or for the duration of a national emergency declired by the
resident and 6 moxnths thereaftsr, or for the duration of hostilities and

I year following cessation of hostilities.. .The l-year period may be

“of the Secretary of Commsrce. Under Pubhc Law 700, a secrecy order

" remains in force until rescinded. : -

... Public Law 700 makes no provxsxon for :mpeal from the -;ecrm-'y ordn—-'

-This bill gives the owaer of a patent application placed under .. secracy

- order the right to appeal f{rom.the order to the Secrewary of. Commercs, .
.‘This amendment is for-the protecuon of persons a&ected. by the secrecy - |

order.

. A turther amnndmeat to sacuon 1 provides that— - S b

Sency who :
caused’ the secreey order to be issued that the examination of the appii- -

“Upon -proper showing by the head of the department or a

cation might jeopardize the national interest,.the Secretary of. jommerce
shall thereupon- mzaint2in the application in a sealed condition .

The armed services procursment: apphcauon provides that they might
~prohibit the filing of a patent application v° t diszloses matter whic:,
.~ has been classified as secret. Government ¢ _ltactors may thereby be

- tleprived of -a property right because they cannot obtain an early filing

'da.te on such patent application. The eclassification is usually reduced
. and filing permitted at a much later date. The use of the invention for
_:L year or more during this neriod of Aling prohibition may prevent the

Xoreover, this- act is effectiy » for com-
. pensation purposes only after t’xe filing of aa application. 1 thie con-

_exercise of the fillng privilege.

Jtractor ‘is not permiitted to file, he cannot oblain any benefits under the

" act, It is belleved that the authority to seal the application by the Secre-

tary of Commerce would reduce ihe recessity to pl‘OhlblL the filing of a
- elassified application.’

Seclion 1 also includey the followiny amondment s

SURach tadividusl o whem the apnlicition iy dizelosed sholl sieqn a
dated ackanwledgzment Lhereog, which acknowlsdunient

shall be entero
In the iile of the applicition,”
1322

.. for compensation may bring
o statute of Umitatlons is incorparated to preciude the collection of old

clairms from the Governruent, and conforms with the sixtute of limitations
"‘on suits in the Court of Claims. Under Public Law 700, no- statuta of

wisa- have no knowledge of such application.. The ‘opinion of the ge--

~be -kept. secret will be made pursuant thereto. The period of secracy -

renswed or the secrecy cinssification cxnceléd upon proper rctification .

37
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This {s to provide evilencs ot an examination of iL2 applicition by
other than Patent OfGee personnel. This would esiahlizh the dala of ex-
amination if the application becomes invotved in an interfareace procend-
ing with a Government-owned application and it we:ld atra extablish the
person who axamined it. In times of smergeney, industry experts ‘eater
Covernment -servico [or a short perind and they mmay be the mea as-
sigued to examine such applications. They may be employed a3 eivilians
by 2 competing company. It is important to establish the-fact that the

~ had :cen the application in the event that a controversy develops later nn.

Section 2. provides that an inveotion disclosed in an.application sub-
jeet to a secrecy order shall be held abandoned. if. in violatlon of the
order. such Inveation is publicized or disclosed or-filed o a forsign
country without consent. The nltecme date of the abamlonment is the -

date of the violation. - .

Section 3 differs from Pu'ﬂic Law 780 with respect to compensatfon

.-, payable to the owner of an applicition under-a secrecy order like Publie
- Law 700, however, it provides for compensalion for dimazres catsed
. by the order of secrecy for governmental use. .Section 3 prescribes a
.. 6-year statute of limitations. It does not require tenrler ot the {avention
“.to the Government precedent to recovery of compensation, nor does it
“defer presentation of a claim for compensation until after a patent issues

on the application. It authorizes the head of a department who eaused - -

‘. the’'secrecy order to be issued to maka [ull settlemant or. if that cannot
: be-eflected, a sottlement nof exceeding 75 percentof a just comnansation.

The ownar who fails to s—*cure a satisfactory award or who does not apply
suit in the Court of Claims. - Tha §-vear-

Nmitations was provided for the. caller‘uon o! ont...anmn" c.IaJ.ms £or an ..

. Unreasonable- length of time. : -7 ¥ e et

" Section 4 prohibils the flinz In LS forefgu countr;r ot an apphca ion for

" patent prior to. § months after. ﬁhn‘* an applieation iz the United States. .

unless a licensa is first obtained from the -Secretary of Commerce. This

"is to praveat fling abroad before the Secretary of Commerce has had
© an opportunity to examine the application. The 6-month period will also -

give the departments concarned an opportunity ta examine the application.

-Under Public Law 700, a for e'gn filling was not pennitted unles.» author—
izad by the Government. .

" 7~The provisions of sectfoas 5 and 6 ara substanuaﬂv the same prov(-~
‘sions as section 4, Public Law 700, and section 5, Public haw 222, Sec-
. tion 5 provides. that a person who files a foreign. appllcatlon without

license shall -not receive a.patent and secuou 6 incorporams penalty pro-

: visiors fato the act..

N
P
i
-
3

Section 7 like section 8 of Public Law 239 proﬂdes th~t the prohibl~ }

Section 8 authorizes the Atomic LEpergy Commxssion 2 Seeretary of
a Defense Department. or the chief officer of any other department desig-
nated by the President as a defense ageney, and the Secretary of Com-
meres to separately issus-rules and regulations to administer the ace.

Section 9§ constitutes a s:wing provision similar to section § of Public

~Law 223.

Section 10 repeals the acts of 1917, 1941, and 1942 bdut continues the

- tions and peralties of the act shall mot appty to nﬁ“cers oragents of the-
- United States acting within the scope of theit : . .- ity. -

action taken as to secrecy orders in effect on the date of approval of -

<his bill. )
Section 11 provides that the Atomic Energy Act of 1546 will not be
affected by this act and section 12 sets forth the title of the act.

The necessity for-enncting the cxisting Inw in permanent form is con-

sidered extremely important by the Department of Doefense.  Mors “Over,

there appears to be genernt-approval of the purpnse of the bill. Inven-

“tlous useful in war are miule and developed during times of peace and

/ . 1323
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It Is impartnot to prevent koowledge of such Inventions beinz disclosed i
during times of peace as well as tirses ol war.
Mr. Paul A. Rose testified beloro the Subcommittee on Patenta on .
Aucust 23, 1951, on behall of the American Patent Law Assosiation:
“in view ol the Importance of technoingical davelopment in mmlern |

1 warfare and the necessity of maintaining a superiar militasy pasilion at ! . N G
! all-times uader conditious as they exist in the world torkay, it must be | HmARIN S
recognized that legislation of this character s uecess:u'y, regurdless of : : ) BEFORR
“the technical existence or conexistence of.a state of war.” ] ‘ *
Testimony by defense officials on this and similar bills before the Con- : , nYpN Iy
" . gress has indicated that we are in need of such a law. This bill will ! SUBCO\I‘IILI]‘E NO 4

gran(:.’ o the Government: permanent right which is posscssed by many ; MK e m
. lo;_‘etl- !C‘::Ru%g;le:rgx ?ef}{h:d ;Z.t%:?e::sﬁ:gzgl:etore the Subcnmmntca on . ! CO\l\[IllL]{ ON lHl‘ JUDICIAI{IY
" Patents on August 21, 1951, that— . !

it Is believed essential that there exist in this couutry la\rs which wnl ‘ HOUb]‘ Ol{ J{]“I)l{:lelﬁN TAr].‘IVES

permit a [foreign. Inventor to file an application in the United States H

. Patent Office and have such application placed under an order of secrecy. : o IGI‘ITY F IRST CONG] DSS - EEINTIY

. In- order to fulfill this Natlion's treaty obligations and reap the full : EETI . [EN]

-..benefits ot such joint undertakings, .the ena.ct:nenr. of this legislation is ) o SECOND SESSION I !

- .required.” . ; . . ’ . : .

- *.' Although thxs may prevent a persob who first applies for a patent In the ! B o } ON DR L

- United States from availing bimself of the 12-month priortity period af- . : ) _ o : '
torded by article 4 of the International Convention {or the Protection . : . HR 6389

- of Industrizl Property with respect to inventions Kept sacret under the - .. i g . TTTY , _— '

. order of the Secretary of Commerce, the exscutive -department favars 5 TO AMEND TIE ACT RELATING TO PREVENTING T"I" PUBLI-

", this bill because of its impprtance Lo paticcal defense and bscouse the - ¢ CATION OF INVENTION_S IN TIIE NATIONAL INTEREST, AND
“bill is. believad to attain its objective in- o reasonable mauner: Further- FOR OTIIER PURPOSES

more, if'the bilateral agrzements which the country is presently execut-
-ing with ths North  Atlastic. Treaty - countri=s are coasummated, it .
. * fs - antlcipatsd that. classified information wiil be aifordasd tha same © MAY 10 1950
- 'degres ol s:curity {w- certain other countries 3s.we™ proposs {or this - '
country in this bilL. [ ‘Accordingly, as a practical =matier, the inventor - - ;
- will probabiy be permittad in most instances to fila an application in those- i .
countries to avail himself of the 1Z-month priority period d"spxte the - i ) : Serial No. 24
secret nature of the inveation. . :
. Easically, the bill does not x:'.a.ke cha.nges in existing law with rcsppct
- to its administration.. Since the passage of Public Law 700,.it kas been
. administered in close cooperation with the defzrse agencies. The exama- ] : ’
iners of the Patent Office submit applications .to the Patent Ofce De- : Printed for the use of the Committee on the Judiclary
tense Division to determine whether theéy disclose inventions irapertant ; - ) o !
* to defease, and the Secretary of Defense has appointed a Patent Advizory
Board to cepsult with the Division and assist Ia- the determination of the -
" applications which should be maintained In sscrecy. 1f enacted, the De-~
fense Departraeunt would continue to have access to pending-patent appli-
= cations selected.:by_the Secrerary of Commerce which in his. dxscreuon
would b dntrimantal ta the national secum.y if disclosad. P

U.8. GOVERNMENT PRINTING OFFICB
i8-413 WASHINGTON : 1008
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Captuin Rowruuanp. No, sir; I thought he would be here this
morping,

Mr. Boadas. He was to appear?
suptain Roninuarn. We will not bo able to go further.

Mr. Brysox. "We have an important meeting with the Rules Com-
mitteo at 11:15, : :

Captain Reurenanp. T will come here to testify.

Mr. Willis asked if we were in agreement. We reported we were
in agreement with the objectives of the bill, There might be a few
minor matters in these nmendments but nothing of substance,

Mr. Winis, Don’t you think we should have the benefit of the
study of the clean bill and his views? =

Mr. Buyson. Yes. We would like to proceed with this. I see
the importance of it. It would be fine if you could get together with
Mr. Rose and Mr. Hackley. It looks as though you are in agreement.

Mr. Bernuarnr, Would it be agreenble to Captain Robillard to

repare amendments to meet the objections raised by the Chicago
Patent Law Association, so the record will be complete?

Captain Ronirrarp. I will be happy to do so.

Mr. Bryson, Thank you, gentlemen,

{(Whersupon at 11:05 a.m. the committee adjourned.)
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Seetton 1 of the it provides that the Seeretary of Commerce nity wake avail-
able for inspection by speeifled defense agencies and the Momie Foergy Comuise
sion applications for patent. for the purpose of determining whether a scereey
order shall be recommenided and provides adso that each individual in such agen-
eiex 1o whom the application ix disclosed shall sign o daded acknowledsnent
theveof which shall beeome 2 pirl of the record. The latter provision is impor-
Lant for the protection of the righits of applicants, pactiealiely i view of the
praelice of employment by the Government of experts from vavious industries dur-
fug peviods of cimergeney, .

Phis sectint also provides Tor the sealing of sincappliention by the Secretary of
Cotsmeree upon i proper showing by the detense agenchex,  This provision i
Impoviant as 1t is oped that 18 will be utitized e osder (o permil ling of appli-
entionx by contrncetors on inventions conteeled with highly chissiticd coutricts
i very seevel and importunt fiekis, so (hal thelr dates of nvention anl rights to
eventual patent proteetion may be preserved, rather thian have the right 1o file
appteations for patent refused by he Government agencles coneerned beeause of
the present military importanee of e development,

Fhis xeetion also nakes it mandatory on the Seeretary of Commerce to issue a
seereey order upon the reconunendation of (e head of one of the specified defense
agencies and provides for anuunl veview of the order of seereey in times of peace.
Phese provisions ave helioved proper beeause lie defense agencies are in the best
position to Judge the pecessity for seereey inany parctiendar case,  The limit of
1 yene on the doeation of o secreey ovder in peacetime is necessary to prevent
withholding of patents and maintennnees of seereey any longer than is absolntely
neeessaey for seeurity parposes, ’ . .

Nection 2 probibits il of foreizu applications withont, license Ineisex xtile
Jeet to seervey order, with possible loss of patent righis ax penalty for viola-
tion,

Seetion 3 provides for compeusation 1o an apphicint Toth for dansges cinsed
by an ordet of xeerecy and for use of the fnvention by the Government, with pro-
vision Lor adininistrative setUement, of (he elaim and/or suit. in the Court of
Clnims Tor just compensation For the damage and/or use by the Government,
The procedure and the rights established are betieved to he adequate, exeept that
the limilation of jurisdiction to the Court of Claims s nunecessarlly restrietive.
Phere Is no gquestion but that the bill will be wore acceplable to Inventors and
eonteaetors iF iL provides for conenrrent jurisdiction in the distriet conrts as is
now dome, For stiee, in the Royalty Mdjnstment Aet (35 US.C000), Also, the
Lt of 2 years Crom the date of issue of @ patent within which o apply for com-
pensition is tou short,  In some cases, siaelas dimnge resull ing Crou loss of con-
verttion rights by inability G ohtain Heeuse 1o gile abroid, the faet of the dauage
may ot beeoe known within sueh 2-year period. Accordingly, i is recom-
mended that, this period he made G years in conformanes with the preseat. statute
of limiintions on sults in the Court of Cliims, by changing “2" to “6" jo lines 1
a2 of page 5onmd in line 1 of pagge G of the Bill

[eetion f regaives obtaining o Heense from the Seevetary of Commerce hofore
fiting appheation for patent abeoad on inventions made in the United States and
I pecessiry to provent cirenmvention of the act by tirst iling abroad.

Neetion 5 provides the penally of Toss of patenl vights for vielation of the pro-
visiong of secticn I and seetion 6 provides penalties for violition of the seereey
arders uhder section 1,

7 rolioves those acting tn ollicia) eapaeity or wnder theie authevization

Seetlon 7
frow the penalties of the acet,

Section 8 provides for establishment of rules for procedure by the varions
agencies concerned, .

Tt vhew of (he provision in seetlon 1 for the sealing of an applieation the
examination of whieh mbehi jeoparvdize the wnional interest, it ix nnnecessary
for seenvity rensons (hal the Govermnent shoubb be dna position 1o forhid
i eonieetor te e application for pedent, Moreover, it is believed to be unwise
to leave in the hands of Goversieut contracting oflicers the power to regulrve
by conlret, or otherwise, s waiver of the conlrietor’s vight to Gile any apptiva-
Lo oulside the feld of Momie FEnergy, which s oxeapt from e present bill,
Such o sweeping power to depreive a contractor of the benelits of the patent Jaws
nud the provisions providing for compensation snder this e, 800t i e be usenl
w2l e peserved Do spesdad Teglslation by the Congeess, as s e Aaole
Ferry Aoty Plererpe 18 14 pecmmmended thint G follas Te Jnigze e wlidesd
P et b S8 png foddd, horerer, P o mte b degtebnesd o oy b ot

!
i
|
!
|
!
|
i
|
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orider. vale, or rezubation shiall forbid the Jiling of an n‘lllll”('-’l”ﬂll for puttent hy
i teovermnent contrael or, X ol in those histanees Vhede 1L ¥} oldoshiliex o X
Gy t ] ¥ h wl Iy pited Niade W

1 t ted ) Vs

Recting 9 ix the savings clanse, sectio

' N e NN, S 1 10 the repenler of e present baw,

and seetion 11 the exemptioi of the AMomic Foergy Ao, ! B
. .\lll'jt;('l tothe amendments snggested ahove, the Ameriean Patenl Law Associn-

tion ctdorses the bill and recommends its approval. : '

STATEMENT OF HAYWARD BﬁOWN, CHIEF, I’ATEI.WI‘ SECTION,
DEPARTMENT OF JUSTICE

A Brysox. M Rose, we are very much obliged to you for your
statement. Our next witness is M. Hayward Brown, Chief of the
l‘:i\tl\\nl I.T'm-l fon, (\‘lluim.r Division, Department of Justied, '

Mo Brows, Me, Chairng ogrret U § ar i
gt its commnieation l(l» \':::ll;l)’l15)1':g;;xllslll:o”u‘l:::r l)"})I'I‘Lt‘llll‘l'(::illntllrl'd ":(')t
alled rather on short notice, S HHaS were

Mr Brvsox, Yes, ' B

Mr. Browx.And what T have to say perhaps will he subject (o cor-
veetion in some respeets by the letter that follows,

A Brysox, Ave you prepared (o state that generally the Depart-
ment of Justice is in favor of the hill? " ’ ‘ l

AMro Brows, The Departinent of Justice dovs not. oppose the bill.
\\.c-'ll. I will put it this way: the Department of Justice defers {o the
military establishments, beeause they ave more able to judge the need
of this kind of thing, hecause it is to enable them to pro\'vnl.'l-he passigo
of information, seevet information, from this country to a foveigen
conntry by way of o patent applieation, ) "

M. Brysox. Do voulhave s prepured statement ?

Mr. Brows, No.Ldonot, . :

Mr, Buvsox. Butanoflicial fetter will follow?

‘\l'r. Browx. The ofticial letter will Tollow, yes, .

We will defer to the military, and il there is anything partienlay
that the committee might want 1o get my views on, 1 will bo very slad
I()s'm.)]wl‘:lll‘. l ' ‘ ST

With vespeet to damages, the point that was diseussed, T think possi-
bly a reuivement 1o prove actual damages shojld be made, T (hink if
that i ot inelnded e hill, then pevhaps it shoukd be,

And with vespect 1o elaims for just compensation, for netund dnm-
nesc ol conrses that may be covered by the term “just compensation,”
We night argue that compensation was unjust. if fhey had not proved
nctual diomages, We join i the views expressed by the member of the
conpmittee that there <honkd be actual daages proven before theve is
ity recovery,

My Bevsox. Ave there any questions? 11 not, thank you very

“muelhn

Me, Biows, Thank you,’

STATEMENT OF P. J, FEDERICO. EXAMINER-IN-CHIEF, U.S. PATENT
OVPLCK ’

CMes Bryvsox, Our next witness is Mr, Fedevieo, from (he Patent Of-
live. Wil you give the stenographer your full name and the eapacity
i which you appeny? )
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My, Fromaco, 1), Federieo, Examiner-in-Chiel, TLS. Patent Of-
lice, .
Mr, Chaivman, 1appear for the Patent Ofliee, without any prepared
ctatement, bul only to make a very few vemarks,

Bille of this ol has heen propoged by the Defense Department for
(he last + or & years. The problem is primarily one for the Defense
Department, and in every instanee the Patent Ollive has been kept in-
formed of steps taken by the Defense Department, andd has heen con-
snlted, and its assistanee asked in the preparation of hills, and =0 on.
And, the Patent. Office still stands ready to assist in any way to work
up a more desirable bill, .

The present. bill Tas heen patterned after the existing laws, On the
procedures, the administrative procednres have heen attempted to be
made as simplo as possible, as reasonable as possible as 4 bitl could be
drawn that would operate during peacetime as well as during tiae of
wn, .

The Patent Office does not have any objection to the bill and of
comrse s cooperating with the Delense Department in attempting to
eret o suifable measuve, .

Mr. Brysox. Now, the Patent Oflice is in somewhat the same
yosition: ns the Department of Justice, it defers to the Delense
Yepariment 2 :

Mr, Fepeiieo, Yes,

M, Winns, Have you any lignres you ean sumbit as lo the approxi- -

mate number of patents under seereey now that would be exposed
possibly for publie information in the event this net would not be
adopled, and we should have a peicetime operation !

Mr. Fensrreo, Yes, Very ronghly there would be some 3,000, with
the applieations »

M. Brysox, Varying in importance, of course?

Mr., Fronzeo, Varving in importance, obviously, and varying also
in stages: that is, progress through the Patent Oflice.  Tf the present
aw ceases Lo operate, the majority of those would immediately take
{he necessary steps 1o go throngh to become patents, and be publizhed,

M, Wins, Let me ask vou this question with respect to the pro-
visions, new in this bill, but not found in the old law, for the reevalua-
tion of seerel. patents. Iave steps heen taken from time to time to
Preo patents that were plaeed in seeveey ¢ Has there heeo mneh belly-
aching heenuse of taking toa long a tinie to dispose ol them!?

M Feperteo, When an order s issned to reseind, and it may be -

that. the reeission comes about by the Taet that the inventor writes
in to the Patent Ofliee or to the department involved, and they Took
into the matter and decide whether to reseined it or not,  And the
departments hemselves review their projects from time to time and
they come up with certain conelusions as to wlhiether to reconnnend
veseission of toe veereey arderornot,

These reviews are going along all the thue, although there is no
necessary regalation on it, '

Mec Wanee, What s yenne iden of the peviod of 1 yene? 1 thit
toa stiort, or whal time wouhl you suggest ¢

« Me. Feoeaco, My own personal opinion is that the period shonld be

short during” peacetime, and systematically and periodically there
shoull be o resurvey of all cases fo keep tlie people involved on their
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tees in m';'h-li 10 I\:\\iu a clewr yecord al all times. 1t might be that 1
vesr s hittle too short, 1 would Teel mysel? e mi
s too . uysell that a year might. be
Hirle teo short Tor that, ' S ht-bea
..\hl'. Winsas, In these patents where seereey is imposed Ly the act
.m“I i" X1‘|.-1l\-|1|~:. (Iq:s_grns._ il papers hemselves kept i yonr ofiice ? ’
2 r. Frosiico, lI:v padent applications: involved—of conrse, they
g N 0t . . 1 . H B
start i dhe ofifee aned they only deal with thai partienlar patent appli-
1'.‘|‘l.|_nn.‘:llu| we have the spplication papersc and we are dealing with
yartons eozes, depending upon the desive of the Defense Dipartment
ul\ compection with the partieular subject matter invalved.  Sonie of
I]‘.u uppln:':_n_l e e exaunined in theiv (o, inc the usaal way, in the
et Gliiee, OF coursey there may be in speeial eases. a specinl -
examiner working on the case, .
Me. Winas, Uider i [ i
Mr, 215, Uneder the provisions of the hose job w i
o ra s, ey i provisio he bill, whose job would it be
v, ageney or your ofiice, or would you be collaborating in

theellor?

My Frorrico, The review of
by the ouiside ageney, .

:{I \I\ b Maintained or )ifted ?

A FFepznico. The initiating ageney that ree ; i
i b ].. 1:1‘( o llli«:] n\‘l'th\l mg areney that recommends the order in
the fir: place would have the duty of veviewing it periodieally.  The

l.ll\l‘l_l:l()l.lt'!‘. would not have uny duly in reviewing it, necording to

llu- Ml wd those iniated by the Patent Oflice are reconmended by

oetrtien e aernn ey . . Y «

the particular ageney that is interested, that is, the different agency

rvv\umlnoxm:allm( they do thd reviewing, : o
. Y rtlen 5 N . N '3

Mr. Rovees, At the present {nney or under the present operafion of-
nseereey ordery when an applieation is made for paient, and the ap-
propriate ageney, Depaviment of Defense or Atomic Energy Commis-
o ~ e . R . ., . . . )
.r.n'n. expresses an inferest that this partienlar patent or application
ar patent should be kept under a'seal, does the Patent Oflice therealter
pm_«'(l-ﬂl ina normal manner to ascertain whether or not the man is
:il:(‘n_lwl toa patent, or is it stopped then and you wait until a later

mes )

. \h ?‘I'.IDI-'.HI(‘H.I As T started o sy, (he applieations are handled in
Vi !ulms wiays - Sometimes the examination proceeds in the usual way,
in.'l II #ortnge i venehod where 0 incdeeided that the patent should T
el i, !
' ]III Hose instances where the department vequests that no diselosure
lln ll wapplication is wadey requiving that it be kept under seal, it may
e unedled in the wsual way.  In other words, there is n difference in
treatment, depending upon the advice of and vequest of the initiating
iwreney,
S T T e 9 . . « [
":\h. Roares, 1 then, alter an examination, if it shonkd take the
;», e 4 |n-§-'|n(l of 1 year. would there not be a backlog of work in the
Heni LOflice,  They wonld have o go through the applieations to
.IN\!‘I tain whether or not the man had bieen entitled to a patent 2°
. l‘ . g . " RTUN - H ) ¢ X
R Fe, Pramaiea, The hacklog wonld be only with respeet to (hose that
were kept unedey senl,

Mre Rovens, Yes,

.:lr. I EbERICY, And ot acted on, :

Mrc R, Yeur Could you grive wsany informntion ns to low

ity hovve hoen kept senlo . ' . ' 8
Y | Fand hve ot heen aeted aponsg is it the

the seereey order should be wmaintained
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Mr. [Taswren, Theoadnve G Thiertel,

Mr. Bryson. Do you have s statement. you wonld like to make ?

Mo Huserin, M. Chaienan, T have astatement {feom the Aeronan-
tieal Industry Association, which I would like to file with the
commitlee. .

Mr. Brvsox. What are the views of the industry with regard to this
committeo print?

Me. ITagrren, 1 am not a patent lawyer, Mr, Chairman, and T would
like to let the letter speak for itsell.

Mr. Wines, What istheir view on the bilt

Me, Hanms, Theiv statement is generally favorable.

My, Takrren, We have a few sugaested amendments to the bill, but
wa are not against {he bill,

A Brysox. Thank you very much, Mr, Ilaertel.

My, Hataeren, Thank you,

My, Brysox, Mr, Lanham, we will be glad to hear yon.

M. Laxtas. Mr. Chairman, in view of the fact that some of these
wilhesses are here from n distance, I would like to defer in behalf of
eretting their statements.

’

Mr. Brysox. Thank you,

STATEMENT OF LT, COL. WILLARD J. HODGES, JR., CHIEF, PATENT
DIVISION, OFFICE OF THE JUDGE ADVOCATE GENERAL, DEPART-
MENT OF THL ARMY

Al Brysox. Colonel Hodges, will you give your full nume for the
record !

Colonel Tonges, L. Col Willard JJ. THodges, Jr, Chief, Patent
Division, Oflice of the Judge Advocate General, Department. of the
Ay,

M Brysox. Do yothavea prepared siatement ?

Colonel Honaes, 1 do,

Mr. Brysox. Do you wish to read iCor just comment from it ?

Colonel Honars, T 1 may, T would like (o vead the statement.” Tt is
rather short : then T would like to make a few comments on the com-
mitiee print of the bill,

M. Bryvsax. Very well,

Colonel Topures, "This statement has not specifieally been cleared
with the Burcau of the Budget, however, the information contained
herein is consistent with views previously conenrred in by that oflice,
Thoe enactment of TLR. 4687 i the immediate future s carnestly
solicited by the Department of the Army.,

The nrgeney Tor the enactment of this Hill stems from the Lelief
that. the ofiicial termination of World Wi H i imminen in view of
the antieipated ennetment of House Joint Resolution 289 by Congress
which will terminate World War 1T with Germany, and of the adop-
tion and eatifientom ofa peave (remd vy with Japan,

A termination Z World Wi T will terminate the anthority of the
Conissioner of Patents to withhold the granut of a patent whenever
inhisopinion the ublieation or diselosure of an invention by the srant-
ing of a patent thereon might be detrimental to the publie safety or
defense, ax provided by Publie Law 700, T6h Congrress, as amended (32
UsGCoi2an ), -
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, he termination of this authority is inesitable
Pubdie Law 239, 7710 Con :
stupag hall vemain in fo
s wiae”

= anthord [ as evideneed by
wress which provides that Paldie Lw 700
ot ree during e thine when the United .\'mh-:;
i "-"ll 1S contiection your specitic attention is invited (o {he
(‘)lmul'Ih (h-‘lh;\ .:\\ rerminates upon :lx declartion of peace and has no
“ontiedelay provision as iz vsnally provided i : '
i ety bro ally led i most statutes (er-
Vi opresent ther i .
. : e are approxinately 20005 b jeati or
: ] b H ot patent applie 3 g
RO S Yoo tupplications under
‘II'!I”” '!In- r«:mmnu’-ml;niuu.s of the Avimed Services Patent
I:n;m.. A Board established at the request of the
atents toaid him in cavrying ont the prov
s, o
'li.,f|‘-w-|l|]|::l:"“:;l|li\. i«'ﬂ |h’v,'<(- applivations are privately owned appliea-
q contain. subjeet umtter, the diselosnee i .
s and ] X selosnee of whie y
:-l",l‘ .u_l_\ aidd and abet any polentid enemies of the ('nih-(lll \“l'::ltiil
e release of this classified subject nmter sovions
securi v bireaeh vielly ad '

] | Mddvisory
K ( onnissioner of
stons of Prblic Law 7o,

r Yeeting the defenses of the [roe wor
_ Wiith respect to these applications now inwso,(!rt"(l'“; Ill’( (i l\" f"llfl" 7
< the enly wmeans wherehy the seeurity of this & St mattor e b
currently adequiately |n-n'lm-|v(|l.("‘ll';nn"lul o H”,Joml‘"mm‘ o
Hprenrly ndequiately . ¢ remnaining applications under
(‘:_.'I(";(.,l,:l;?:_ i“f"“}‘(': } k;:nv (j\\'llt’ll by the 1 hited h‘l:m!sl or are Oll:':lilll
Fhies i ‘l ed States has an interest. “The cases which are owned
I"‘ the United Siates ean e placed under 105, 189 commonly ve-
«-'l"rml tos the B-vear rule™ and some degree of seeurity is therehy
tliorded s however, this law requires as a1 condition |)|'(:(‘(‘(.l(‘lll t ‘f
the applivations be owned by the United States, RS, 0801 was nl::l
nmim‘lm.l Primariy (o he wsed as g oseenrity measare, 10 does n.p‘vmlu
tadelay and therehy prohibit the issamnes of a patent. bt the subjeel
matter i "f“'".'." examiners who may or may not h(-.(-lo:u'(‘(l to hj-:\"("
aevesx to clazsiticd military information,  Furthermore, there i no
,-(n:lll_\: provision under RS, 488 for any nnawthorized diselosur
v the inventor or his assignees, ' T dese
A Turther coment veason Tor the enactment of this bill is inferna-
|I|n:1:|l il seope, "l"lu- Government of the United States, thrmu:'h
f w ll‘)n-|»:n'l.mv|.n of State, i presently engaged’in exeenting hilaferal
pureeraenx with the MDAP and North Atlantic Treaty conntries
'! h'-w- agreements provide for the mutual exehange of teehinieal in-
(.llf.l:”'“-'{"ll'. Teds anticipated that e of (his information will he
fesstlied information, and as under the patent interchanee agree-
ments nder which Britain and the Cnited States operated in World
War 1TLosecavity agreements will bo exeented wherehy the recipient
comntries Wl atlond the elassified information (he same degree of
sty as that given by the comtey of origin, - Grear Britain las
enated mto law relatively vecently the Patent et (1919, 12, 13 and
“-. Gieo, B, el 57, see, IRC1), a law very similar in S(‘U])(“fll TR
st This Bill is believed to e vital 1o ihe suecess of the MDA
progeam insolar s the exehange of classitied information ix con-
cerd, !Illn view I prompied by the conteolling Tact that an_ngent
el the U8, Governiment st oblain the consent of the owner of el
technieal information prior to sweh diselosnre, 'This consent would
b penetien] netter virtally uabtainable if the owner of sueh
ol netioe conld not Gl a fovelen appliestion (o profect his foreign

ses were placed nnder ovders of seereey |

\

e

would constitite a serious
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it That is the importanee of a peacetime seerecy act; the .m\'mnmn.s
with which you fight. the next war are made durig peacetime before
the war, . . . wid be
Mr, Beysox. Do youy in the main, conenr in what has been said by
the otheragencies in favor of this bill? )
Me, Ray Hamas, Yes, sivy we urge the enactment of the bill,
Mr. Bryvsox, Thank you. The commitiee stands adjourned.
(Whereupon the subcommittes adjourned.)

Tk vpave pue

viow o thae UT0w ol palear applicad toa s Livionh

the O7ftice and the basic sccurlty functions and astivitics of the Licensing

and Revicw Branch. Data is for fiscal year 1979, unless otherwise indicated,

PATENT APPLICATIONS (INCLUDING
DESIGNS) FILED (107,409),
including (200) with security
classification markings

I PRE-EXAMINATION ADMINISTRATIVE -
PROCESSING (APPLICATION BRANCH) °

/

*

LICENSING AND REVIEW BRANCH

1. Screen all applications for technical disclosur
national security (92,226).%

2. Refer appropriate applications to defense a
secrecy order is required (4,829). X
3. Refer license requests to defense agencies to determine if filing patent

application or a part of one in a foreign country may affect nation
4. Refer requests to re

for dacision. ’ . - .
5. Refer appeals to rescind secrecy orders to Secretary of Commerce. :

6. . Issue secrecy orders, permits, modifications, notices. of renewal,
orders, licenses, inquires concerning security classificatlion markings

es that may affect

gencies to determine if'aﬂa“

al secur1Cy._,:
scind or wodify secrecy orders to defense agencies

rescinding
-and
other security matters. :
a, Secrecy orders issued (243),
b. Rescinding orders issued (502),
—Licenses issued (8,594).
. Notices of xenewal of secrecy orders issued on or before March 14,
1979 (3,300). - T oY
7. Safeguard applications and papers containing security classification.
wmarkings ox secrecy orders, ’ .
8. Forward to appxzopriate Examining Groups applications not containing
security classification markings or secrecy orders and applications initially
determined not to contain information affecting national security. 1
. Provide security support services to the Special Laws Administration
Examining Group, which examines applications containing security classification

markings or secrecy orders.
] EXAMI”ATIONl

\
POST-EXAMINATION PROCESS
Applications allewable
containing sccrecy

orders (2,604)

,

i
ISSUE OR ABANDONMEHT
PROCESSING

The difference between the numbur of applications filed and screened vepresents
a backlog buildup of new applicutions in Application Branch.
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[FORMS,. CTRCULARS, ETC. RELATING
TO _SECURITY PROCESSING - - -

: . cter jire s the like currently usvd
copy GE vach form letter, circutar or th ike o Ly :
ﬁyhiﬁé'5pc;¥\i Laws Administration Group in administering Part 5

of 37 CKR is cttached, with a brief description.

. 0 D D LICENSES
CIRCULAR/SECRECY OF CERTAIN INVENTIONS AN
TO FILE\APPLICATIONS IN FOREIGN COUNTRIES (Rev. 10-78}.

Circular includes Chapter 17 of U:S. Code and Part 5 of 37 CFR
Secrecy Orders and Foreign Filing Licenses.

SCREENING FORM, PT0O-103 (Rev. 1-79)

Form used by patent examiners in the Special Laws Administration
Group to "screen" patent applications.

i ifyi i i hecked
If a box identifying a defense agency or agencies is c R
the application is made available to that agency under 35 U.S.C.
'181. Applications are made available to the Department qf»Energy

- under 42 U.5.C. 2181(d). -~ .7 oo oo- e

labeled " is ‘he application involved
"If the box labeled "log" is checked, the app on _in v
is of foreign origin. A record or "log" -of the application is
made by serial number, and is made available to t@g;DepaFFment‘“
of Defense and National Aeronautics and_Spgce Adm1n1stggcloq
”Vupon request. ~“All foreign origin appIicatlons;a;e.madgvavgl;able
to the Department of Energy.. ~. " - P e . .

' Y "v185% is checked, T ing “and Review Will |
‘If the box labeled "185" is checked,'Llcen51ng an N
investigate the circumstances surrounding aqy'f§1}ngs'of'patent_
applications in a foreign country to determine if action sbould
. .~.be—initiated under 35 U.S.C. 185. AEAN S s

If the box labeled "other” is checked, the application is
licensable under 35 U.S.C. 184. » . :

LICENSE FOR FOREIGN FILING, PTO-280 (Rev. 10-78) I .

- License>from‘Commissionérvof Patents and Trédemé;&s to permit
foreign filing of application (35 U.STC.'184).

LETTER/NO LICENSE IS ﬁEQUIRED, POL-302 (9-65)

Letter stating that subject matter ﬁas beep on fi}e in the
P.T.0. for six months and, thus, no license is required.

REVIEW LETTER, PTOL-292 (Rev.11-78)
Letter indicating Action is suspended on request for‘Licgnse.
Requester is advised that review with respect to security is
required.

LETTER/NO LICENSE NECESSARY

Letter ~ no license necessary - security revigw completed {(no
secrecy) - subject matter on file in U.S. for six months.

©__“secrecy Order Receipt to be signed by de
~ acknowledging Secrecy Orde;:thice. )

~2-

SECURITY REVIEW RECOMMENDATION SHEKT, PO-255 (6-66)

Security review recommendation sheet for Department of Defense
use. >

ACCESS ACKNOWLEDGEMENT SHEET

Access acknowledgement sheet to be signed by reviewer (defense
agency representative) -that information acquired from case will
be used for 35 U.S.C. 181 purposes only.

SECRECY ORDER PTOL-96 (Rev. 6-75)
Department of Defense Secrecy Order.
SECRECY ORDER, PTOL~96B (Rev. 6-~75)

Department of Energy Secrecy Order differs from Department of
Defense Secrecy Order in that (1) the portion regarding disclosure
which involves foreign countries and foreign nationals (fourth - .
paragraph, -beginning with second sentence)is omitted, -and (2) :
last sentence of Department of Energy Secrecy Order is additional.:™

SECRECY ORDER, PTOL-96, 96A. and 96B (RéQL“Z—BO)"

Secrecy order to re
as filed does not con

place PTOL 96 and 96B, where a§piicatioh
tain security classification markings.

SECRECY ORDER RECEIPT, PTO-218 (Rev. 3-79)
signated principal

PERMIT A, PTO-299 (Rev. 4-75) -

(1) specified classes of .
(2) certain designated persons
ployed by prfworking-with principals

Permit A - To allow disclosure to
-Government employees and officers,
and (3) certain persons em
or their licensees.

Uéually issued with Secrecy Order for unclassified appiication .

filed by independgnt interest  (no Government proprietary interest).

PERMIT FOR PATENT APPLICATIONS CLASSIFIED BY GOVERNMENT ”-"_
CONTRACT, PTOL-329 (Rev. 4-75)

Government Contract Permit allows action authori

zed by security
requirements of the Government contract.

Usually issued with Secrecy Order for application containiné
invention developed under Government contract.

In moust instances,

removes need oo modification of Secrecy
Order.
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PERMIT FOR FOREIGN FILING, PTO-423 (Rev. 5-75)
Issucd in an application under Secrecy Order.
ifi 3 q ing case in
spaciFicd foreian countrics, and sets forth proceduccs te sccom-
plish same.
PERMIT PTO-243 (Rev. 3-75)
bisclosure Furmit
Used in an application under Secrecy Order.
Modifies Secrecy Order to permit specific disclosure§ to
individuals and firms, or to allow disclosure in certain

publications, symposiums, etc.

RESCINDING ORDER, PTO-216 (Rev._ 7-79)

Rescinds Secrecy Order.

MARKINGS LETTER, PTOL-248 '(_E'_iev.A3‘-7£'!) :

Requests applicant to de.te.rminé_ need for existing ;c‘:l.assific;ti.pr_n___“

markings in case. - - v

NOTICE OF ALLOWABILITY (FORM D-10), PTOL-258 (Rev.. 8/78)
--—'Noti-ce--of Allowability advises applicant 'c_ase- is allowable but
is witbhheld from issue in view of Secrecy Order. . . .

.NOTICE - REN-EQAL OF SECRECY ORDER (INTERIM FORMS PTOL-CND,
CNE, CNO, UND,.UNE, UNO, CPD, CPE, CPO, UPD, UPE, AND UPO)‘

Use of a pa'rticular renewal form depe':nc?s on \-zhether:- or not
“the application contains security classification markings, the
Secrecy Order was issued on or before September 14, 1978, and
whether or not the renewal notice was requested by the Department
of Defense, Department of Energy or some other defense agency.
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U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

SECRECY OF CEEI\’III‘)AIN INVENTIONS

LICENSES TO FILE APPLICATIONS
IN FOREIGN COUNTRIES

Note: The Energy Research and Development Administration has been abolished, Section 301 (a),
Title I1T of the Department of Energy Organization Act of 1977, 42 U.S.C. 7151, Public Law 95-91,

effective October 1, 1977 by Executive Order 3120609
Atomic Encrgy Act of 1954, however, has not been repealed, The functions

signed by the President September 13, 1977, The
of the Encray Rescarch and

Development Administration were transferred 1o and ave now administered by the Departinent of Energy

established under said Organization Act.

SECRECY ORDERS

o

Defense inspecticn of certain applications.
BSecrecy order.
Prosecution of application under secrecy or-
der; withholding patent.
Petition for rescission of secrecy order.
Permit to disclose or modification of secrecy
order.
General and group permits.
Compensation.
Appeal to Secretary.
LICENSES FOR FOREIGN FILING
§.11 License for filing application in foreign coun-
try or for transmitting international appii-
cations.
5.12 Petition for license.
5.13 Petition for license; no corresponding U.S. ap-
plication.
6.14 Petition for license; corresponding U.S. appli-
cation.
6.15 Bcope of Heense,
5.16 Effect of secrecy order,
5.17 Who may use license,
5.18 Arms. ammunition, and implements of war.
5.19 Export of technical dats.

GENERAL

6.21 Effect of modification, rescission or license.
§.22 Papers in English language.
5.23 Correspondence.

Authority: The provisions of this Part 5 issued
under 35 US.C. 6, 181-187, 188.

Source: The provisions of this Part 6 appear at
24 FR 10381, Dec 22, 1959, and 43 FR 20470, 20471
May 11, 1978 unless otherwise noted.

SECRECY ORDERS

851 Defense inspection of certain applications.
(8) The provisions of this part shall apply to both

national and international applicatfons filed in the

Patent and Trademark Office and, with respect to

@g oo oo
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inspection will be made only by responsible repre-
sentatives authorized by the agency to review appli-
cations. Such representatives are required to sign
4 dated acknowledgement of access accepting the
condition that information obtained from the in-
.Spection will be used for no purpose other than the
administration of 35 U.S.C. 181-188. Copies of appli-
cations may be made available to such representa.-
tives for inspection outside the Patent and Trade-
mark Office under conditions assuring that the
confidentiality of the applications will be main-
tained, including the conditions that: (a) all coples
will be returned to the Patent and Trademark Office
promptly if no secrecy order is imposed, or upon
rescission of such order if one is imposed, and ()
no additionai coples will be made by the defense
agencies, A record of the removal and return of
coples made avallable for defense Inspection will be
maintained by the Patent and Tradmark Office.
Applications relating to atomic energy are made
available to the Department of Energy as specified
in  1.14 of this chapter.

§ 52 BSecrecy order.

(a) When notified by the chief officer of a defense
agency that publication or disclosure of the inven-
tlon by the granting of a patent would be detri-
mental to the national security, an order that the
Invention be kept secret will be fssued by the Com-
missioner of Patents and Trademarks.

(b) The secrecy order is directed to the applicant,
his successors, any and all assignees, and thelr legal
representatives; hereinafter designated as principals.

(c) A copy of the secrecy order will be forwarded
to each principal of record in the application and
will be accompanied by a receipt, identifying the
particular principal, to be signed and returned,

(d) The secrecy order is directed to the subject
matter of the application. Where any other appli-
cation in which a secrecy order has not been issued
discloses a significant part of the subject matter of
tl‘lxe application under secrecy order, the other ap-

inventions made in the United States, to 1
tions filed in any foreign country or any interna-
tional authority other than the United States
Receiving Office. The (1) filing of a national or an
international application in & foreign country or
with an international authority other than  the
United States Receiving Office, or (2) transmittal of
an international application to a foreign agency
or an International authority other than the United
States Recelving Office is considered to be s foreign
filing within the meaning of Chapter 17 of Title 35,
United States Code.

(b) In accordance with the provisions of 35 U.S.C.
181, patent applications containing subject matter
the disclosure of which might be detrimental to
the national security are made available for inspec-
tlon by defense agencies as specified in said sec-
tion. Only applications obviously relating to national
securlty, and applications within fields indicated to
the Patent and Trademark Office by the defense
agencies as so related, are made available. The

and the bject matter should be
called to the attention of the Patent and Trademark
Office. Such a notice may include any material such
as would be urged In a to ind
orders on either of the applications.

§53 Pr ti of llcati under
orders; withholding patent.
Unless specifically ordered otherwise, action on
the application by the Office and prosecution by the
applicant will proceed during the time an applica-

tion is under secrecy order to the point indicated
in this section:

Y

(a) National lications under order
which come to a final rejection must be appealed
or otherwise pr d to avold aband t. Ap-

peals in such cases must be completed by the appli-
cant but unless otherwise specifically ordered by the
Commissioner will not be set for hearing until the
secrecy order is removed.

(b) An interference will not be declared involv-
ing national applications under secrecy order. How-
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ever, if an applicant whose application under
secrecy order copies claims from an issued patent,
a notice of that fact will be placed in the file wrap-
per of the patent.

(¢) When the national application is found to

be in condition for allowance except for the secrecy
order the applicant and the agency which caused
the secrecy order to be issued will be notified. This
notice (which is not 8 notice of allowance under
§1.311 of this chapter) does not require risponse
by the applicant and places the national applica-
tion in a condition of suspension until tt.; secrecy
order is removed. When the secrecy or.ier is re-
moved the Patent and Trademark Office will issue
a notice of allowance under § 1311 of this chapter,
or take such other action as may then be war-
ranted.
i () International applications under secrecy
order will not be mailed, delivered or otherwise
transmitted to the international authorities or the
applicant. International applications under secrecy
order will be procez:cd up to the point where, if it
were not for the scirecy order, record and search
copies would be transmitted to the international
authorities or the applicant.

§54 Petition for rescission of secrecy order.

(a) A petition for rescission or removal of a
secrecy order may be filed by, or oh behalf of, any
principal affected hereby. Such petition may be in
letter form, and it must be in duplicate. The petition
must be accompanied by one copy of the application
or an order for the same, unless a showing is made
that such a copy has already been furnished to the
department or agency which caused the secrecy
order to be issued.

(b) The petition must recite any and all facts
that purport to render the order ineffectual or futile
if this is the basis of the petition, When prior publi-
cations or patents are alleged the petition must
give complete data as to such publications or patents
and should be accompanied by coples thereof.

(¢) The petition must identify any contract be-
tween the Government and any of the principals,
under which the subject matter of the application
or any significant part thereof was developed, or to
which the subject matter is otherwise related. If
there is no such contract, the petition must so state.

(d) Unless based upon facts of public record, the
petition must be verified.

8§55 Permit to discl or modification of
order.

(a) Consent to disclosure, or to the filing of an
application abroad, as provided in 35 U.S.C. 182,
shall be made by a “permit” or “modification” of
the secrecy order,

(1) Petitions for a permit or modification must
fully recite the reason or purpose for the proposed
disclosure. Where any proposed disclosee is known
to be cleared by 4 defense agency to receive classi-
fied information, adequate explanation of such
clearance should be made in the petition including
the name of the agency or department granting the
clearance and the date and degree thereof. The
petition must be filed in duplicate and be accompa-
nied by one copy of the application or an order
for the same, unless & showing is made that such
a copy has alread: been furnished to the depart-
ment or agency which caused the secrecy order to
be issued.

(¢) In a petition for modification of a secrecy
order to permit filing abroad, all countries in which
it is proposed to .. must be made known, as well
as all attorneys, zients and others to whom the
material will be consigned prior to being lodged in
the foreign patent office. The petition should include
a statement vouching for the loyalty and integrity
of the proposed disclosees and where their clearance
status in this or the forelgn country is known alt
details should be given.

(d) Consent to the disclosure of subject matter
from one al?epllcucmn under secrecy order may be

disel

to e 0
subject matter in other applications under secrecy

order so long as not taken out of context in a
manner disclosing material beyond the modification
granted in the first application.

(e) ‘The permit or modification may contain con-
ditions and limitations.

8 5.6 General and group permits,

(a) Organizations requiring consent for disclosure
of applications under secrecy order to persons or
orga tions in ion with repeated routine
operation may petition for such consent in the form

. of a general permit. To be successful such petitions

must ordinarily recite the security clearance status
of the disclosees as sufficient for the highest classi-
fication of material that may be involved.

(b) Where identical discl and cir nces
are involved, and consent is desired for the dis-
closure of each of a fic list of the
petitions may be joined.

8 5.7 Compensation.

Any request for compensation as provided in 35
U.S.C. 183 must not be made to the Patent and
Trademark Office but should be made directly to
the department or agency which caused the secrecy
order to be issued. Upon written request persons
having a right to such information will be Informed
as to the department or agency which caused the
secrecy order to be issued.

§ 5.8 Appeal to Secretary,

Appeal to the Becretary of Commerce, as pro-
vided by 35 U.S.C. 181, from a secrecy order cannot
be taken until after a petition for rescission of the
secrecy order has been made and denied. Appeal
must be taken within 60 days from the date of the
denial, and the party appealing, as well as the
department or agency which caused the order to be
issued will be notified of the time and place of
hearing. ‘The appeal will .be heard and decided by
the Secretary or such officer or officers as he may
designate.

8 5.11 License for filing application in foreign coun-
try or for t int tional lication.

(a) When no secrecy order has been issued under
# 5.2, a license from the Commissioner of Patents
and Trademarks under 35 U.8.C. 184 is required
before filing any application for patent or for the
registration of a utility model, industrial design, or
model, in a foreign country, or transmitting an in-
ternational application to any foreign patent agency
or any international agency other than the United
States Receiving Office, or causing or authorizing
such filing or transmittal, with respect to an inven-
tion made in the United States, if:

(1) The foreign application is to be filed or its
filing caused or authorized before a national or
international application for patent is flled in the
United States, or

(2) The foreign application is to be filed, or its
filing caused or authorized, or the transmittal of
the international application is caused or author-
ized, prior to the expiration of six months from
the filing of the application in the United States.

{b) When there is no secrecy order in effect, a
license under 35 U.S.C. 184 is not required if:

(1) The invention was not made in the United
States, or

(2) The foreign application is to be filed or the
international application is to be transmitted, or its
filing or transmittal caused or authorized, after the
expiration of six months from the filing of the
national application in the United States,

(¢) When a secrecy order has been issued under
§ 5.2, an application cannot be filed in a foreign
country, nor can an international application be
transmitted to any agency other than the United
States Recelving Office except in accordance with
% 5.5.

§ 5.12 Petition for license.

Petitions for license under 35 U.8.C. 184 may be
presented in letter form and should Include peti-
tioner's address, and full instructions for delivery
of the requested license when it is to be delivered
to other than the petitioner.
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§ 5.13 Petition for license; no corresponding appli-
cation,

Where there is no corresponding national or in-
ternational application, the petition for license
must be accompanied by a legible copy of the ma-
terial upon which license is desired. This copy will
be retained as a measure of the license granted.
For assistance in the identification of the subject
matter of each license so issued, it is suggested
that the petition or requesting letter be submitted
in duplicate and provide a title and other descrip-
tion of the material. The duplicate copy of the
petition will be returned with the license or other
action on the petition. Where an international ap-
plication is being filed in the United States Receiv-
ing Office, the petition may accompany the inter-
national application.

§ 5.14 Petition for license; corresponding U.8, appli-
cation.
L * L *

(b) Two or more United States applications
should not be referred to in the same petition for
license unless they are to be combined in the for-
eign or international application, in which event
the petition should so state and the jdentification
of each United States application should be in sepa-
rate paragraphs,

(c) Where the application to be filed or trans-
mitted abroad contains matter not diselosed in the
United States application or applications; including
the case where the combining of two or more
United States applications introduces subject matter
not disclosed in any of them, a copy of the appli-
cation as it is to be filed in the foreign country or
international application whieh is to be transmitted
to a forelgn international or national agency as it
is to be filed in the Receiving Office must be fur-
nished with the petition, If, however, all new matter
in the foreign or International application to be
filed s readily identiflable, the new matter may be
submitted in detail and the remainder by reference
to the pertinent United States application or appli-
cations,

§ 5.15 Scope of license. R

(a) A license to file an application in a foreign
country or transmit an international application to
any foreign or international agency other than the
United States Receiving Office, when granted, in-
cludes authority to forward all duplicate and formal
papers to the foreign country or international agen-
cies and to make amendments and take any action
in the prosecution of the foreign or international
application, provided subject matter additional to
that covered by the license is not involved. In those
cases in which no license is required to file the for-
eign application or transmit the international ap-
plication, no license is required to file papers in con-
nection with the prosecution of the foreign or in-
ternational application not invelving the disclosure
of additional subject matter, Any paper filed abroad
or with an international agency following the filing
of a foreign or international application which in-
volves the disclosure of additional subject matter
must be separately licensed in the same manner as
a foreign or international application.

§ 5.16 Effect of secrecy order.

Any license obtained under 35 U.8.C. 184 is in-
effective If the subject matter is under a secrecy
order, and a secrecy order prohibits the exercise of
or any further action under the license unless
separately specifically authorized by a modification
of the secrecy order in accordance with § 5.5.

§ 5.17 Who may use license.

Licenses may be used by anyone interested in
the foreign filing or international transmittal for
or on behalf of the inventor or the inventor's as-
signs.

§ 5.18 Arms, iti and | ts of war,

(a) The exportation of technical data relating to
arms, ion, and imp} ts of war generally
is subject to the International Traffic in Arms Regu-
lations of the Department of State (22 CFR Parts
121-128); the articles designated as arms, ammuni-

Lon, and tmplements of war are enumerated in the
U.S. Munitions List, 22 CFR 13101, However, if a
patent applicant complies with regulations issued
by the Commissioner of Patents and Trademarks
under 35 U.S.C. 184, no separate approval from the
Department of State is required unless the applicant
seeks to export technical data exceeding that used
to support a patent application in a foreign country.
This exemption from Department of State regula-
tions is applicable regardless of whether a license
from the Commissioner is required by the provisions
of §§ 5.11 and 5.15 (33 CFR 125.04(b), 125.20(h).

(b) When a patent application containing subject
matter on the Munitions List (22 CFR 131.01) is
subject to secrecy order under § 5.2 and a petition
is made under § 55 for a modification of the secrecy
order to permit filing abroad, a separate request to
the Department of State for authority to export
classified information is not required (22 CFR 125.05

(D).
{35 F.R. 6430, Apr. 22, 19701
§ 5.19 Export of technical data.

(a) Under regulations established by the U.8. De-
partment of Commerce, a validated export license
from the Bureau of Trade Regulation may be
required for the foreign filing of a patent appli-
cation, under certain conditions, The pertinent regu-
lations are set forth in 15 CFR Parts 370-372 and

(b) A validated export license is required for the
forelgn filing of patent applications:

(1) Containing certain technical data, unless such
foreign filing is in accordance with the regulations
of the U.S. Patent and Trademarks Office (15 CFR
3784 (¢), (d)); or

(2) In certain designated countries or areas.} if
the application contains any restricted technical
g%’tg’ not exportable under provisions of 15 CFR

(¢) A valldated export license Is not required for
the foreign filing of a patent application in any case
where:

(1) The data contained in the patent application
is generally available to the public in any form (15
CFR 3793 (a)); or

(2) The foreign filing is In accordance with the
regulations of the U.S. Patent and Trademarks Of-
fice and (1) the patent application has been previ-
ously filed abroad in one of the “early publication
countries,”* or (i) the data contained in the appli-
cation is the same as that in an application for
which the U.S. Patent and Trademarks Office has
issued a notice that the patent has been scheduled
for printing and publication (15 CFR 379.3 (¢) (2)).

(d) A validated export license is not required for
date contained In a patent application prepared
wholly from foreign origin technical data where
such application is being sent to the foreign in-
ventor to be executed and returned to the United
States for subsequent filing in the U.S, Patent and
Trademarks Office (15 CFR 379.3(c)(1)).

{e) Inquiries concerning the export control regu-
lation for the foreign filing of patent applications
should be made to the Office of Export Admin-
istration.

! Albania, Bulgaria, China (Mainland) ({including
Inner Mongolla, the provinces of Tsinghal and Sikang,
8inkiang, Tibet, and Manchurla (includes the former
Kwantung Leased Territory, the present Port Arthur Na-
val Base Area and Liaoning Province), but exciuding Re-
public of China (Taiwan) (Formosa) and Outer

1, C trolled area of Vietnam,
Cuba, Czechoslovakia, East Germany (Soviet Zone of
Germany and the Soviet Sector of Berlin), Estonia,
Hungary, Latvla, Lithuania, North Korea, Quter Mon-
golia, Poland (incl Danzig), n
Rhodesla. and Union of Soviet Soclalist Repubtics (15 CFR
Part 370, Supplement No. 1}.

315 CFR 3784 (a), (b).

iBelgium, Costa Rica, Denmark, Eguador, PFederal
Republic of Germany, Finland, Francs, Honduras, Ice-
land, Japan, L , Neth Nlce-
ragua, Norway, Panama, Portugal, Sweden, Trinidad,
Turkey, Republic of South Africa, Namibia, Uruguay
and Venezuela (15 CFR 378.3(¢)(2)).
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Bureau of Trade Regulation, Department of Com-
merce, Washington, D.C. 20230,
{35 F.R. 6430, Apr. 22, 19701

GENERAL

§ 5.21 Effect of moditication, rescission or Hoemse,

Any consent, rescission or license under the pro-
vistons of this part does not lessen the responsibili-
ties of the principals in respect to any Government
contract or the requirements of any other Govern-
ment agency.

§ 522 Papers in English language.
All papers submitted in conneection with petitlons

must b2 in the English la be

by an English translation and a translator’s certlﬂ-

cate as to the true, faithful and exact character of

the translation.

§ 5.23 Correspondence,

All corr d in tion with this part,
including petitions, should be addressed to Com-
missioner of Patents and Trademarks (Attention Li-
censing and Review), Washington, D.C. 20231,”
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Title 38 United Statia Code Bections 181-188

. Becrecy of eertnln lnventions and withholding of patent.
., Abandonment of {nvenilon for unsuthorlzed disclosurs.
. Rixht of compenaniion,
4. Filing of application in forelxn country.
Patent barred for fillng without license.
Penalty.
Nonamnilesbllity to certaln person
ules and rexulations, d-l«x-uon nl Power,

# 181, Secrecy of certain lnnntlonl and withholding of patent
by the (unt of a patent on

ich ¢l & property muusz
mluhc in the o nion ol the head of the intereste uovernment
l ency. be detr! tal to natlona! securlty, the Commissioner

g 50 nuuned shull order that the invention be kegh secret.
lnd sh;u wllhhnld the grant of a patent therefor under
ditlons set forth hereinafter.

‘Whenever the publication or dhcloaure of an anentwn by the
lrnnnnc of a patent, in which il Guvemmenl z not have &
property lmerelt. mlfhl, in the oplnlo of the C T,
detrimental to the national security, he shall mnke the application
for {uum ln whlch such inventlon is disclosed available for in«
apection to the Atomic Ener{y Commisslon, the Secretary of

fense, and the chief officer of any other department or agency
of the Government deslgmted by the President as a defense
agency of the United Sf

Each individual to whom the application s disclosed shall sign
% dated acknowledgment thereof, which acknowledgment shall f:e
entered In the file of the application. If, in the opinion of the
Atomic Energy Commission, the Becretary of a Defense Depm-
ment, or the chlef officer of another department or agency
designated, the &xbucltlnn or disclosure of the invention by the
granting of & pl t therefor would be detrlmental to the national
security, the Atomic Energy’ Commission, the Becretary of s
De fense Department or such other chlef officer shall notity the

‘ommissloner and the Commissioner shall order th

tlon be kept secret and shall withhold the Tnnt of a patent for
such period as the national lnterest requires, and notify the
applicant thereof. Upon proper showifAg by the head of the de-
ya rtment or agency who caused the secrecy order to be lssued
hat the exemination ol the n llcatlun might jeopardize the
national interest, 11

Lhe invention the Government, resulting from his disclosure.
The right to cgl{\pemuon !or shall begin on the date of the
tirst use Oovernment The head of the
department or agency & aul hoﬂud. upon the presentation of
clllm to enter into an agreement with the applicant, his succes-
assigns, or lenll representatives, in full settlement for the
?lm:lr and/or This settlement agreement shall be conclusive
or

poses notvllth.sundlnl ny
the conm'y, It full lettlement of the claim cannot be oﬂecud.
the head of the department or lzency me: lvu'd such
[ Is successors, assigns, or esentat] vu. & aum
not exceeding 'lb per centum of the sum vhlch the head of the
department or agenicy considers jus n ge
snd/or use, A clalmant nuy brl.n' lult l mst the Unlted States
of the United

or in
for the district in which l\.ll:h clalmln is & resiient for an
amount which when added to

vernmen
that was subject ucrecy
of thiy tltIE. 'Iho dki { compensat;
vided, shall have the rlzht after the date ol luulnce of such
:ltent to bring suit In he Court of Claims for just compensation
&re the dlmlxe caused by reason of the order of secrecy l‘:lﬂ/ol'
o

by ¢ -
closure, The right to compensate for use shall bey ln on the da
of the firat use of the lnvenuon by the Goverm%ent In a .“tf‘
under the provislons of this section the United States may lvnu
Itseif of all defenses it may plead in an sction under section 1.

of title 28. THs section shull not confer a right of actlon on sny-
onhe or successors. assigns, or legal repuumuﬂvn who, while
in zhe lull-ume employmem or service of the United Btates, dis-
covered, the on which the ciaim

8 184 l‘lllng of application in loreln country

Except when lulhm‘lzed by o li -
e ':tperlon uthorized ) cenle obtained trom the Commis.

e OT cause o
any rorelm oounlry prior to ux' months after ﬂl the United

the Ci hal

the npfllcntlon ih a sealed condmo'n and notify the lpphcnm,
ther: ‘The owner of an application which has been placed un-~
der a secrecy order shall have a right to appeal from the order

to the SBecretary of Commerce under rules prescribed by him.
An invention shall not be ordered kept secret and the grant of
sxtent withheld for a period of more than one year. The Com-
loner shall renew Lhe order at the end thereof, or st the end
of any renewal period, for cdditional periods of one ‘yenr upon
ncuﬂcntlon by the head of the dapurtmem or the chlef officer of
agency . who caused the order to be issued that an affirmative
determlnnnon has been made that the national lnteres

subject to an order issued by the Commlssioner ursuant
i e Lol U6 P HE S s bealy

» e chi cers of 8 nc who ¢
1he order £o beissubd. The Heomse. oy b FTEmion Foteeacy
lhrl;'e :11; .paj(lllei"nl%c“ l‘li-l\:dt;e‘:n Imill\‘rertim nll:gun‘brud and the

an Invent w,
ucuon l!l of this title. © seope
lppllcnuon when used In this chapter includes a;
llunom and any modlifications, amendments, or supplemen

hereta, or dlvmom thereof.

R 185, Patent barred for filing without llunu

50 to require. An order in effect, or issued, during

the United Btates Is at wnr shali remain ln eﬂect Ior the durnuon
of hostilitles and one yea
ordel In effect, or jssued, durlng 4 national emernency declared by
the President shall remain in effect for the duration of the
tlonal emedgency and six months thereafter. The CDmmissloner
may rescind any order upon notification by the heads of the de-
partments and the chief officers of the agencles who caused the
order to be lssucd that the publication or disclosure of the inven-
tlon 15 no longer dcemed delrimental to the national security.
§182 A for

The for patent subject to
an order mnde pursunnt lo secuon 181 of thh title moy behhe‘d

d upon
violation of sald orderngw invention gu been published or dis-
closed or that an application for & patent therefor has been filed
in a foreign country by the Inventor, his successors, assigns, or
legal representnuvex or anyone in privity with him or them, with-
out the consent of the Commissioner. The abandonment shall be
held to have occurred as of the tlme of violation. The consent of
the Commissioner shall not be given without the concurrence of
the heads of the deplrtmenu and the chief officers of the agen.
cause e T to be Issued. A holding of abandonment
Bhlll constitute !or!ellure by the applicant, his successors, assigns,
or lernl representatives, or anyone in privity with him or them, of
alt claims ageinst the United States based upon such invention.
# 183, Right to compensation
An lpplbcnnl. his successors, assigns, or legal representatives,
tent is withheld as herein provlded shall have the right,
beginn ng &t the date the ap llcant is notified thnt except for
such order, his application s othe

rson, and
UCCRSS0TS, or legal repri eunutlve: shlll not recelve
- Unlted sum p-lem for an lnventlon if that person, or his
successors, assigns, or legal representatives shall, without procur-
ing the license prescribed in section 184 of this ‘title, have 3
or consented to or uslsted another's making, mruum in &
foreign country for pcunt or lor the registration of & uull
model, industrial design, or model In respect ol the inven
United Btates patent sstied to such person, his successors, I‘lll’nl,
or legal representatives ahlll be Invalid,
A 188, Penalty
‘Whoever, during the e;erlod or perjods of time an invention has
been ordered to be ki cret and the grant of a patent thereon
withheld pursuant to :ec tlon m of this ¢it] le lhllﬁ, with
of such order and wlthout due lumoﬂutlon. willfully publish or
disclose o) luthoulze be llxhed ?hzd me
pect to, or W
ever, In violation of the pmvl.sl,e nl ucuon 184 ol this title, slul
file or nuxe ocr uthor| y foreign coun
licatl r patent or for tha rewl.stn!lon of I ulﬂlt modgl
lm?uurlul dulcn. or model in respect of any invention made in the
es, shall, uponeoniu be fined not more
8!0000 prisoned for not more thln two years, or both
§ 187, Noluppllublllly lo certaln persens
‘The prohibitions and pemltlls of this chapter shall not a
to any officer or agent of the United States acting within
scope of his authorl Lsmr to any person scting upon his 'rI
instructions or perm!
# 188, Rules and re(\ll-ltlam, Aelegation of power

‘The Atomlc Enerfy isslon, the Becretary of s defense de-
rtment, the chle omur or ll"z "other department or agency of

ise In
or February 1, 1852, whichever is hter and ending sxx rears after
a patent {5 issied ttiereon, to npp y to the head of any department
or agency who caused the order to be issued for compensation for
the ¢ caused by the urder ol secrecy ands/or for the use of

he ( e Presldent as a defense agency

of the United stl md of ommeroe mey

leplrnuly {ssue rules and re‘ulnloru w enlble }.ha lve
ent or agency to carry ouf this

lnd mly delegnte any power conlermd by !hu

U.8. Dept. of Comm. - Pat. & TM Oﬂwa {rev. 16-70)
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BS54 Petition. for licennes encrep o
* plieation, - : ponding U.S. ap.

() Whera there in o co

PTO-103 (rav. £-79) .
FreRponeding 'nited Staten V

_AppHeation on fle the petition for Heense: mum SCREENING FORM UNITED STA“!’ESJ DEP_A%'I'MEM- GF COMMETCE "
li;x':;"l:.:lfv l:'l:rnl'li:h‘:‘l‘lllon by werial nomber, filing - SR oné Te  Otfice- ~. ... S
s inventor. and title; and 2 copy of the marerial -Address: COMMISSIONER TRADEMAR: 8 -
:ll.l':ill v:'!'m-:\ the license In desires is nm rwnlr:t:l. . . e st WMMD'Q_O;Q;&TE'NT_S.”D 3 ) -
= thjeet matter Heensed will b measured by the M -~ - kil .
disclusure of the United States application, Where SERIAL NUMBER I FILING DATE lam‘ ART UNITl FIL FEE REC'D ]AWDHNMT NO.lDR\WQc .
tha title is not descrintive, and the subject master T . - IEE - -
is elearly of no interest from a security atandpoint, E - . " . . : R
time muy be saved by a shorr statemont in the T N - - — i
Petition aa to the nature of the tnvention. - T

() Two or mare United States applications'
should not be referred, to in the same petition for.
license unless they are to he combined in the for-
eign or. imernational application. in which event
the petiuon should so state and the identification
of rach United States application should be.in sepa-
rate parugraphs. .

(¢cy ‘Where the application to be filed or trans- -
mitted abroad contains matter not disclosed in the
United States application or applications, including

-the case where the combining of. two or more
United States introd hject matter
not disclosed in any of them, a copy of the appli-
cation as it.is to be filed in the forcign country or
international application which is to be transmitted
_ter a foreign international or national nuency as it 3
> to be filed in the Recelving Office must be fur-
nished with the petition, If, however, all new matter
in the foreizn or international application to be

. filed is readile identifiable, the new inntter may be
submitted in detail and the remainder by reference
to the pertinent United States application or appli-.

s of the patent fied hersin. 1t will ba considered in its ardec and you will be notifled as to the ex" aine- -~
ation thersof. Be suze to give the U.S. SERIAL NUMBER, DATE OF FILING,NAME OF APPLICANT. snd TITLE OF INVENTION whea
‘ quiring about this spplication. Fees trassmitied by chack or draft are subject to collection. Plasse verily the sccueasyof the data-prwsented
this = T i R LS 3 A

cations. . .
% 515 Scope of llcense,

{2} A lleense to file 'an. application in a forelgn
country or transmit an international application to
any foreien or international agency other than the
United States Receiving Office. when granted, in-
cludes authority to forward all duplicate and formal
papers to the foreign country or internaiional agen-
cles and to make amendments and take any action
in the prosecution of the foreign or international
application, provided subject matter additional to-
that covergd by the license is not invoived. In those
cases in which no license is required to file the for-
eign application or. transmit the international ap-
plication. no license is required to file papers in con-

with the pr of the foreign or in-
ternational application not involving the disclosure
of additional subject matter Any paper filed abroad H
or with an international acency following the filing ¢
of a foreign or international application which in-
volves the disclosure of additional subject matter
must be separately licensed in thie same manner as !
a foreign or international ion
(h) Liconaen separately granted in conneetinn o i
two ar more T"nited Stnaren nllnlll'.nllnn.!“r‘n:;l:h. - e v S . e . : .
sxercined by combinime or dividing the disclonere. . ) '
na desireh. provided adiditional aubiject mattor in m.-l. i

Pply ta siuch acts,

introdieed, " ‘
X ) SCREENEC 8Y:
{€) A Uernxe doen ant npply ta acta done hefors B . D D D D D D D ‘ D D D
the lleenxe wan granted unless the petition Apecifie. i =T NSA oTHI
Ally requeats and deseribes the particular aeta aml : T DARcom Navy Ar ce | Dok NAZA - v 1 " -
the Jicense In worded ta n

. .
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Patent and :rraﬁem;rk Offica

Washington, D.C. 202

Serial No, Filed

Applicant - Date of Issuance of
Secrecy Order
Title .

SECRECY ORDER
(Title 35, United States Code (1952), Sections 181-188)
[}

NOTICE: To the applicant(s), heirs of applicant(s), and any and all
assignees, attorneys and agents, hereinafter designated principals.

This application has been made available to defense agencies for inspection
under the provisions of 35 U.S.C. 181, 37 CFR 5.1, copy attached.

The Patent and Trademark Office has been notified by the Department of
Energy, Washington, D.C., that disclosure or publication of the subject
matter in this application by granting 2 patent would be detrimental to

the national security. The Department has requested that a secrecy order
be issued on the subject matter of this application. Any questions you

may have concerning this determination should be directed to Office of

the Assistant General Counsel for Patents; Mail Station: Century XXI,

Room A2-3018; Washington, D.C. 20545; Attn,: Anthony Campana; 301-353-5257,

Accordingly, this secrecy order is issued pursuant to 35 U,S.C, 18l1. When
a secrecy order issues, the law specifies that the subject matter or any
material information relevant to this application, including unpablished
details of the invention, shall not be published or disclosed to any person
not aware of the invention prior to the date of this order,. including any
employee of .the principals. The law requires that all information material
to the subject matter of this application be kept secret, unless written
permission to disclose is first obtained from the Commissioner of the
Patent. and Trademark Office. The penalties for unauthorized disclosure

or publication of the invention or relevant material information are
deseribed in 35 U.S.C._ISZ and 186,

If you believe that certain existing facts or circumstances would render
this secrecy order ineffectual, you may contact the Department of Energ:-
informally to discuss these facts or formally petition the Commissioner

to rescind the order. You may also petition the Commissioner for a permit
to disclose or modify the secrecy order stating fully the reason or purpose
for disclosure or modification. The requirements for petitions are
described in 37 CFR 5.4 and 5.5. The law also provides that if an appeal
is necessary, it may be taken to the Secretary of the Department of Commerce
under the provisions of 37 CFR 5.8,

Kny petition or appeéi should be addressed to the Commissioner, Patent

and Trademark Office, Attention: Licensing and Review, Washington,
D.C. 20231,

Any other application already filed or hereafter filed which contains any
significant part of the subject matter of this application falls within
the scope of this order. Such other application and the common subject
matter should be brought to the attention of the Security Group, Licensing
and Review, Patent and Trademark Office, if the other application is not
under secrecy order. -

Address : COMMISSIONER OF Pé}'ENTS AND TRADEMARKS

133

Secrecy Order -2~

1f, prior to the issuance of the secrecy order, any significant part of
the subject matter or material information relevant to this application
has been revealed to any person, the principals must promptly inform such
person of the secrecy order and the penalties for improper disclosure.

This order- should not be construed in any way to mean that the Government
has adopted or contemplates adoption of the alleged invention disclosed in
this application; nor is it any indication of the value of such invention.

A copy of Chapter 17, 35 U. S. Code and Part 5 of 37 Code of Federal
Regulations is enclosed for your informaiton.

PERIOD OF SECRECY ORDER: Under the provision of 35 U.S.C. 181, the
secrecy order will remain in effect for a period of ONE YEAR from its
date of issuance,

This secrecy order may be renewed for additional periods of not more than
one year upon notice by a government agency that the national interest so
requires, You will be notified of any such renewal.

The expiration of or failure to renew this secrecy order does not lessen
in any way the responsibility of the principals for the security of

the subject matter as imposed by the provisions of Executive Order 12063
or the Atomic Energy Act of 1954, as amended, 42 U.S.C. Section 141 et.
seq. and 42 U.5.C. Section 2161 et. seq. or other applicable law unless
the principals have been expressly notified that the subject patent
application has been declassified by the prcper authorities and the
security markings have been authorized to be canceled or removed.

Please feel free to contact me i1f you have any questions.

Director
Special Laws Administ:iation Group

Attachments; Chapter 17, 35 U. S. Code and 37 C.F.R.
List of Principals

PTOL~-96B (Rev. 2-80)
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U.S. DEPARTMENT OF COMMERCE
k Office

nt and Trad
Address Only: COMMISSIONER OF PAT
. COMMISSIONER OF PATENTS AND TRADEMARKS
Serial No. Filed
Applicant

Title
PERMIT FOR PATENT APPLICATIONS CLASSIFIED BY GOVERNMENT CONTRACT

This permit authorizes the ‘principals, as designated in the
secrecy order, to take any action with regard to the subject
matter of the application, to the extent authorized by tﬂe
security requirements of the Government contract which imposes
the hxghegt security classification on the subject matter of
this application, except that this permit does not authorize
the disclosure of any such subject matter through

(1) the filing of any foreign application without

specific permission of the Patent and Trademark
Office or

(2) the export of any item or data without any export
license which may be required.

The declass@fic§tion, in whole or in part, of any Government
contract whlgh imposes security classification on the subject
matter of this application does not modify or invalidate the
secrecy order. The requirements and the provisions of the
secrecy order will be applied and will remain in effect until
such time as a rescinding order thereof is received from the
U.S. Commissioner of Patents and Trademarks.

Director, Special Laws
Administration Group

FosM PTOL-329 (mev, 4-75)

-
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FORM PTO-423 PERMIT FOR FOREIGN FILING U.S. DEPARTMENT OF COMMERCE
(REV. 5781 (35 USC 182) PATENT AND TRADEMARK OFFICE
Permit Docket Petition

U. §. Serial No. Filed

Applicant:

Title:

FOR FILING IN

INITIATING AGENCY
Address

The order of secrecy in the above identified application is modified to permit filing and p ion of a correspondi
application for patent in each of the above-identified countries on condition that:

(1) the papers for each foreign application and its p ion be itted in a manner approved for
information assigned a military security classification of to the Initiating Agency for forwarding for
filing in the foreign country; (Questions-with, respect to the handling of such information should be directed to the
Initiating Agency).

(2) at the time the papers for the foreign application are transmitted to the Initiating Agency for forwarding for
initial filing in the foreign country, an extra copy of the application be included, this extra copy to be transmitted by
Initiating Agency to the authorities of the foreign government for defense purposes;

(3) the applicant submit to-the Initiating Agency as soon as possible the Serial Number and filing date of the

- foreign application;

: . (4) the appli take all ble steps to safeguard the information in the foreign application, including
soliciting an order of secrecy in said foreign country and, if 'y, abandoning said application and, if required by the
laws of the country concerned, assigning in trust the invention to the government of said country.

(5) a discl of the inf ion in the foreign application, if required in the ise of this permit, be made

. only to individuals or concerns cleared for access to information assigned a classification as stated above by an agency of

the U.S. Department of Defense or Department of Commerce or, if in an above identified country, adequately cleared by a
defense agency of sald country; and to each one to whom such disclosure is made be notified of the order of secrecy and
the penalties for unauthorized disclosure; and

(6) upon request by the U.S. Go such inf ion relating to the above identified application as may
be necessary for its proper evaluation for defense purposes be made available to the government of the foreign country for
purposes of defense. .

The use of this permit shall constitute a waiver, if such waiver is required by an-agreement between the United States and
the foreign country, by the applicant of any right to compensation for damage which might arise under the laws of the
foreign country by virtue of the mere imposition of secrecy on his invention in the foreign country, but reserving any right
of action for compensation provided by the laws of the foreign country for use by the government of the foreign country
of the i disclosed by the application or for unauthorized disclosure of the invention within the foreign country.

This permit does not lessen the responsibility of the applicant to comply with the provisions of any applicable government
contract which may require that approval to disclose information abroad be obtained from the contracting officer.

This permit r-r-uy be altered or revoked, in whole or in part, by appropriate notice.

Director,

.Special Laws

Administration Group USCOMM.DC 70844+P76
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Addrass : COMMISSIONER OF PATENTS AND Ti
Washington, D.C. 20231 RADEMARKS

Re:

Papers in the file of this application bear thereon security classification markings under
Executive Order 10,501, dated December 15, 1953.

Such markings preclude normal prosecution of applications and would, of course, make it a
violation of the Espionage Act to publish, or for an applicant to permit publishing of, the
classified subject matter as for example by the grant of a patent or by appeal to a court.
Applicant is therefore requested to determine from the agency which originally authorized such
‘markings, whether the subject matter requires security markings at chis time; and to' instruct
this Office accordingly, either by directing cancellation of the markings or by identifying the
classifying authority which requires their retention.

Sincerely yours,

Security Group, Licensing and Review

FTOL-248 (rav. 3.78)
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U.8. DEPARTMENT OF COMMERCE
P d Trad k Office

Commissioner of Patents and Trademarks

NOTICE OF ALLOWABILITY (FORM D-10)

This application is now in condition for allowance, and the p ion is closed. Hi s

in view of the secrecy order issued ,under

35 U.S.C. (1952) 181, this application will be withheld from issue during such period as the

nacional interest requires.

The allowable claims ate:

EXAMINER

PTOL-268 {rev. 8/78)

an L) L 3
Address : COMMISSIONER OF PATENTS ANO TRADEMARKS
Washington, D.C. 20231
Paper No.
In Raply Pleass Refer To The Following:
EXAMINER'S Mailed
NAME
GR. ART uNIT | FILING DATE | SERIAL NO.
APPLICANT INVENTION
Thisis s ication from the Exami
_l in charge of your application.
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Serizl lo. Filed

Apalicant Date of lssuance of Renewal-

Ticle

RENEWAL OF SECRECY ORDER
('l'it;le 35, United States Code (1952), Sections 181-188)

NOTICE: To the applicant(s), heirs of applicanc(s), and any and all
assignees, attorneys and agents, the designaced principals.

Your application as above~identified has been under a secrecy order
issued or in effect during a natilonal amergency. With the cermination
of the national emergency on 14 September 1978, the pending secrecy

order would expire on 14 March 1979, under che provisions of Title
35 U.s.C. 181. .

The Armed Sexvice Patent Advisory Board, Depaitment of Defense (DoD),

has notified the Commissioner of Patents and Trademarks that an affirmative
determination has been made by a DOD agency, idenctified below, that the’

national interest requires renewal of the secrecy order. The secrecy

order is, therefore, renewed, effective for a period of
from the date of'this renewal notice. e

The secfecy order may be renewed for additional périods of not more

than one year upon notice by a government' agency that the national
interest so requires. - '

DOD AGENCY;

-

Director, :
Special Laws Admiaistratio

Attachment: List of Principals

STAT WO
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ot
4 I Address: COMMISSIONER OF PA

TENTS AND TRAD
Washington, D.C. 20231 EMARKS

Serial No. Filed

Applicant Date of Issuance of Renewal

RENEWAL OF SECRECY ORDER '
(Title 35, United States Code (1952), Sections 181-188)

NOTICE: To the applicant(s), heirs of applicant(s), and any and all
assignees, attorneys and agents, the designated principals.

The Armed Service Patent Advisor
aas notified the Commissioner of
determination has been made by a
national interest requires renewa
requesced that the secrecy order be renewed for a period of

y Board, Department of Defense (DOD),
Patents and Trademarks that an affirmative
DOD agency, identified below, that the .

1 of the secrecy order. The agency has

Any questions you may have concerning this determination shoulg be
directed to the identified agency.

If.you believe that certain existin

g facts or circumstances would render
renewal of the secrecy order ineffe

ctual, you may petition to rescind the
order. Similarly, you may petition for a permit to disclose or modify the

secrecy order stating fully the reason or purpose for disclosure of
modiffcation. Such a petition must comply with the requirements of 37
C.F.R. 5.4 or 5.5. It should be ad

dressed to the Commissioner, Patent
and Trademark Office, Attention: Licensing and Review, Washington, D.C.
20231,

Further appeal, if necessary, may be taken to the Secretary of the
Department of Commerce under the provisions of 37 C.F.R. 5.8.

Renewal of this order should not be
Government has adopted or contemplat
disclosed in this application;
such inventtion,

construed in any way to mean tRar the
es adoption of the alleged invention
nor is. it any inidcation of the value of

A copy of Chapter 17, 35 U. S. Code, and Part 5 of 37 Code of Federal
Regulations is enclosed for your information,

Under the provisions of 35 U.S.C.

181 the secrecy order will remain in
effect for

from the date of this renewal notice,

The secrecy order may be renewed for additlona
one year upon notice by a
requires. You will be not

1 periods of not more than
government agency that the'national interest so
ified of any such renewals.

Please feel free to contact me if You have any questions.

Director, Special Laws Administration
U.S. Patent and Trademark Office
Washington, D.C, 20231

Tel.: 703-557-2877

Attachments: Chapter 17, 35 U, s. Code; 37 C.F.R. & List of Principals

DOD AGENCY:

PTOL~UPD~2

ss-. 20231,
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Sarial Yo. riled
Applicant Date of Issvance of Renewal

Title

RENEWAL OF SZCRECY ORDER
(Titla 35, United States Code (1952), Sections 181-188)

NOTICE: To the applicantc(s), heirs of applicanc(f),.and any and all
assignees, attorneys and agents, the desigrated principals.

A secrecy order issued in this application on .

The Commissioner of Patent and Trademark Office has been ngcified by

the Department of Energy (DOE), address below,.that an afflymative 3

datermination has been made that the national interest requires renewa.
ect £ i iod of .

of ‘the secrecy order for an additional p§rlo i - -

Any quastions you may have concerning this determination should be

diracted to the Department of Energy.

Tf you believe that certain existing facts or circums§a§ces would.regde}r.;a
" renewal of the secrecy order ineffectual, you.may pe§1:10n to resc%n th
order. Simiarly, you may petition for a permit to dlsc%ose or modffy the
secrecy order stating fully the reasoa or purpose for d1§closure o; .
modification. Such a petition must comply with the requirements o

C.F.R. 5.4 or 5.5. It should be addressed to the Cqmmisiioygr, Patentc
and Tradermark Office, Attention: Licensing and Rev;ew,~hasn1ngt9§sz. ..

Furfher appeal, if necessary, may be taken to_the Secretary of the- M
Departzent of Commerce under the provisions of }7_C.F.R.'5.8. . .
ién;&aiiof'thisrﬁrder should ﬁot be construed in any way to mean chat-the
Government. has adopted or contemplates adoption of the al%eged 1nvent1;n
disclosed ‘in this application; nor is it any indication of the value o
such invention.

>
ot

A.cépy of Chapter 17, 35 U. S. Code, and Part 5 of 37 Code of Federal
Regulations is enclosed for your information.

Unléss otrherwise advised in writing by the Patent an% ?radgmzrk Of:{ce,
the secrecy order will remain in effect for the remaining balance of
one year from its date of issuance plus the additional renewal pericd

° 'ndicatred above. -

The sacrecy order may be renewad for additional periods qf no:_more than
one year upon notice by a government agency that the national interest so
' requires. You will be notified of any such renewals.

Please feel free to contact me if you have any questions.

Director, Special Laws Adminiscration
U. S. Patent and Trademark Qffice
Waghingeron, D.C. 20231

Tel.: 703-557-2877

Attachments: Chaprar 17, 35 U, S, Code; 37 C.F.R. & List of Principals

A ESS: ment of Energ )
POE ADDRESS: g;;izzwof the Assi:zanc General Counsal for Patents
Mail Station: Century XXX, Room A2-3018
Yashington, D.C. 20345 . R

Attn.: Anchony Campana - Tel,: 301-353-3237
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U'I\IITED STATES DEPARTNVIENT OF COMMERCE
Pateat and Trademark Office

Address : COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

Serial No. Filed
Applicant Date of Issuance of Renewal-
Title

RENEWAL OF SECRECY ORDER
(Title 35, United States Code (1952), Sections 181-188)

NOTICE: To the applicant(s), heirs of applicant(s), and any and all
assignees, attorneys and agents, the designated principals.

The Department of Energy (DOE), address below, has notified the Commissioner
of Patents and Trademarks that an affirmative determination has been made
that the national interest requires renewal of the secrecy order. DOE has
requested that the secrecy order be renewed for a period of

Any questions you may have concerning this determination should be

directed tc the Department of Energy.

If you believe that certain existing facts or circumstances would render
renewal of the secrecy order ineffectual, you may petition to rescind the
order, Similarly, you may petition for a permit to disclose or modify the
secrecy order stating fully the reason or purpose for disclosure of
modification. Such a petition must comply with the requirements of 37

CFR 5.4 or 5.5. It should be addressed to the Commissioner, Patent and
Trademark Office, Attention: Licensing and Review, Washington, D.C. 20231.

Further appeal, if necessary, may be taken to the Secretary of the
Department of Comperce under the provisions of 37 CFR 5.8.

Renewal of this >tder should not be construed in any way to mean that the
Government has adopted or contemplates adoption of the alleged invention

disclosed in this application; nor is it any indication of the value of
such invention,

A copy .of Chapter 17, 35 U. S. Code, and Part.5 of 37 Code of Federal
Regulations is enclosed for your information, ’

Under the provisions of 35 U.S.C. 181 the secrecy order will remain in
effect for from the date of this renewal notice.

The secrecy order may be renewed for additional periods of not more than
one year upon notice by a government agency that the national interest so
requires. You will be notified of any such renewals,

Please feel free to contact me 1f you have any questions.

Director, Special Laws Administration
U. S. Patent and Trademark Office
Washington, D.C. 20231

Tel.: 703-337-2877

Attachments: Chapter 17, 35 U. S. Code; 37 CFR & List of Principals
DOE ADDRESS: Department of Energy

Office of the Assistant General Counsel for Patents
Mail Station: Century XXT, Room A2-3018
Washington, D.C. 20545

Attn.: Anthony Campana - Tel.: 301-353-5257

nmAT _1TOR.2
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Sarizl No. Filed

“
spplicant Date of lssuance of Renewal
Ticle

RENZWAL OF SICRECY ORDER
Title 35, United Staces Code (1957), Secrions 181-188)

NOTICE: To the applicanc(s), heirs of applicant(s), and any and all
" assignees, attorneys and agents, the designated principals.

A secrecy order issued im this application on

Toe Commissioner of Patent and Trademark Office has been notified by

2 government agency, identified below, that an affirmative determination
has been made that the national interest requiyes renewal of the secrecy
ordar for an additional period of ‘. Any

questions you may have concerning this determination should be directed
to the identified agency.

I£ you believe that certain existing facts or circumstances would render
renewal of the secrecy order ineffectual, you may perition to rescind the
order. Simiarly, you may petition for a permit to disclose or modify the
secrecy order s:écing fully the reason or purpose for disclosure of
modificaricn. Such a petition must comply with the requirements of 37
C.F.R. 5.4 or 5.5. It should be addressed to the Commissioner, Patent
and Tradecark Office, Attention: Licensing and Review, Washingron, D.C.
20231, .

T Lt

Further appeal, if necessary, may be taken to the Secretary of the
Department of Commerce under the provisions of 37 C.F.R. 5.8.
Renewal of this order should not be construed in any way to mean that the
Government. has adopted: or- contemplates adoption: of the alleged inventica
disclosed in. this applicétiou; nor is it amy indication of the value of
such iavention. : - . .

A cépy of Chépter 1?:&35 U. S. Code, and Part 5 of 37 Code of Federal
Regulations 1s enclosed for your informarion.

Unless otherwise advised in writing by the Patent and Trademark Office,

the sscrecy order will remain in effect for the remaining balance of

one year frcm its date of issuance plus the additional renewal period
_indicated abave. )

Tha secrecy order may be renewed for additiopai periods of not more than
one year upon notice by a government agency that.the nationdl interest so
requires. You will be notified of any such renewals.

Please feal free to contact me if you have any questions.

.

Director, Special Laws Administration
‘U, 8. Patent and Trademark Office
Washington, D.C. 20231

Tel.: 703-557-2877

Attaciments:  Chapter 17, 35 U. S. Code; 37 C.F.R. & List of Principals

GOVERIMENT AGENCY:
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.UNITED STATES DEPARTMENT OF COMMERCE
‘Patent and Trademark Office

Address : COMMISSIONER OF PATENTS AND :
ashington, 0.C. 20231 TRADEMARKS

Serial No. Filed

Applicant Date of Issuance of Renewal-

Title

RENEWAL OF SECRECY ORDER
(Title 35, United States Code (1952), Sections 181-188)

NOTICE: To the applicant(s), heirs of applicant(s), and any and all
assignees, attorneys and agents, the designated principals.

A government agency, identified below, has notified the Commissioner of
Patents and Trademarks that an affirmative determination has been made
that the national interest requires renewal of the secrecy order., The
agency has requested that the secrecy order be remewed for a period of

. Any questions you may have concerning this determination
should be directed to the identified agency.

If you believe that certain existing facts or circumstances would render
renewal of the secrecy order ineffectual, you may petition to rescind the
order. Similarly, you may petition for a permit to disclose or modify the
secrecy order stating fully the reason or purpose for disclosure of
modification. Such a petition must comply with the requirements of 37

CFR 5.4 or 5.5. It should be addressed to the Commissioner, Patent and
Trademark Office, Attention: Licensing and Review, Washington, D.C. 20231.

Further appeal, if necessary, may be taken to the Secretary of the
Department cf Cormerce under the provisions of 37 CFR 5.8.

Renewal of this order should not be construed in any way to mean that the
Government has adcnted or contemplates adoption of the alleged invention

disclosed {in this application; nor is it any indication of the value of
such invention.

A copy of Chapter 17, 35 U. S. Code, and Part 5 of 37 Code pfAFederal
Regulations is enclosed for your informationm. '
iy

Uader the provisions of 35 U.S5.C. 181 the secrecy order will remain in
effect for from the date of this renewal notice.

The secrecy order uay be renewed for additional periods of not more than
one year upon notice by a government agency that the pational interest so
requires. You will be notified of any such renewals.

Please feel free to contact me if you have any questions.

Director, Special Laws Administration

U. S, Patent and Trademark Office

Washington, D.C, 20231

Tel.: 703-557-2877

Attachments: Chapter 17, 35 U, S. Code; 37 CFR & List of Principals

GOVERNMENT AGENCY:

PTOL-UPO-2

-
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Mr. PreYErR. Mr. Kindness, do you have a statement you would
like to make about the hearings?

Mr. KinpNEss. Thank you, Mr. Chairman.

The use of a patent secrecy order to restrain the distribution of
information that may effect national security and which is the
subject of a patent application raises several difficult questions.

From a private inventor’s viewpoint the issues before us this
morning include concerns about due process of law, freedom of
speech, and just compensation for Government exercise of its
power of eminent domain. The fundamental nature of the constitu-
tionally protected individual rights involved in the patent secrecy
order process make this subject particularly important for review
by this subcommittee.

I suspect we will learn that the individual rights to be protected
when a secrecy order is issued must be balanced against the valid
exercise of the Government’s police power. Nonetheless, as we
examine the invention secrecy process we should determine wheth-
er those who apply for patents on inventions which effect our
Nation’s security are receiving fair treatment.

Today’s hearing is part of a broader inquiry into the Govern-
ment’s power to classify, restrict, or assert ownership rights over
privately generated information. I am confident that this investiga-
tion will be both interesting and worthwhile.

There are several policy questions that need to be examined in
this area. I am looking forward to pursuing the issues.

I would like, with that short comment, to yield back, Mr. Chair-
man.

Mr. PrevER. Thank you. Mr. Tegtmeyer, under the ordinary
principles of equity that have evolved in our court system over the
years, it is viewed as a requirement that the remedy sought will
effectively forestall the injury. In that connection, how effective
have the secrecy orders been in insuring that no one learns of the
process or project developed? In short, how successful has it been in
denying technology to our enemies?

Mr. TEGTMEYER. Mr. Chairman, I think that the various defense
agencies would probably be in a better position to answer that
particular question than we are.

Within the Patent and Trademark Office, we feel that our proce-
dures certainly, in terms of maintaining the security of applica-
tions where secrecy orders are imposed, do prevent dissemination
of information relating to national security and subject to a secrecy
order in any unauthorized way. In terms of the remainder of the
answer to your questions, I think the defense agencies would be in
a better position to indicate the effectiveness of the overall scheme
ipr: protecting national security under these provision of the Patent

ct.

Mr. PreYERr. Let me ask you about another effect of secrecy
orders. The kind of secrecy orders that you are putting into effect
undoubtedly effects devices that are on the cutting edge of techno-
logical advancement. That makes me ask: What has been the
impact of the development of processes and products that are inno-
vative? What effect have secrecy orders had on the development of
ideas by the technological community? Can you make any sort of
estimate of that? :

0
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Mr. TecrMEYER. I think, Mr. Chairman, we have seen very little
evidence that the imposition of secrecy orders in any way inhibits
the development of new technology, as you put it, at the cutting
edge of high technology development. There are very few, as I
pointed out, secrecy orders issued each year, only a couple of
hundred. Most of them relate to work done for the Government, by
the Government directly, or by a contractor working for the Gov-
ernment, and related to very specific national security related
programs within the Government.

Very few corie from outside control of the Government, so to
speak, developed by private sources. Accordingly, I think the effect,
based on the statistics, would be very small on the development of
new technology. .

Mr. Prevyer. Do you have any estimate of what proportion are
developed by the Government and what proportion are developed
outside of the Government?

Mr. TecTMEYER. As I indicated before, of the 243 secrecy orders
we imposed last year, about 200 of them came in classified and
were accordingly developed by the Government agencies or by a
contractor under contract to Government agencies. The remaining
43 came from outside that arena, presumably in most cases from
the private sector independent of the Government.

Mr. PrevER. Can you give us a rough estimate of the total
market value of the processes and products that are currently
under secrecy order? I know it is very hard to estimate the market
value when there is no market, but can you make some rough
ballpark guess as to the total value of those products currently
under secre~y orders?

Mr. TrcrmEYER. No, sir. I cannot give you such a figure. It would
be extremely difficult to get even a wild guess that would be at all
meaningful.

Mr. PrevER. Could you not guess within $1 billion of what they
would be worth, or in the millions of dollars, or hundreds of thou-
sands of dollars?

Mr. TEGTMEYER. No, sir. I cannot. In fact, in the case of patents
that issue without involving any national security information, it
would be very difficult unless there is some specific occurrence that
would make available such information, such as litigation that can
bring out information about the value of the patent in that
case——

Mr. PreyER. That might be one way we could measure it. Since
the statute provides for just compensation to the inventor whose
device is covered by a secrecy order, could you tell us or get for us
what the total amount of compensation provided for in this section
of the statute has been to inventors since 1945?

Mr. TEGTMEYER. There have been a total of 29 administrative
claims that we are aware of for compensation that have been filed
since 1949 with the Defense Department. I cannot give you a total
of dollars that were claimed in the claims. However, I might men-
tion that of these 29 claims, 5 are the subjects of pending litigation,
3 were settled by the Defense Department before litigation; 5 were
settled during litigation; and I might mention 4 of those 5 were
favorable to the claimant; and 1 was the subject of a private relief
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bill. Another 10 were terminated by denial, and the remainder are \

~ still pending within the Defense Department.

\ N
Mr. PREYER. In other words, in your testimony only eight clai’xpé\ "
have been paid by the Government since 1945. o

Are you saying that, as a practical matter, an inventor has to go'!
to court before he can receive just compensation? ) ST

Mr. TEGTMEYER. No, sir. He can file an administrative claim with
the defense agencies for this purpose if he desires to tak_e that
particular route, and he can take it to the Court of Claims if he is
not satisfied with the results he gets from the administrative claim.

Mr. PrevER. How does the Patent Office or the agency responsi-
ble for imposing the secrecy order calculate the market value of an
invention that has never been marketed? )

Mr. TEGTMEYER. In most of these cases I believe the applicant
who has had a secrecy order imposed is, in effect, claiming the
infringement of that patent by the Government, although that is
not necessarily the case of all of them, but that is one of the main
ingredients of many administrative claims. ) _

Therefore, there would be a determinable compensation level in
those cases.

Mr. PrevEr. How do you compensate, say for a year or more the
man’s invention is tied up, in proceedings that occur ‘pefore the
litigation stage? How do you compensate for the dead period?

Mr. TEGTMEYER. The party submitting the claim may, of course,
obtain compensation beginning at the time that both the secrecy
order is imposed and his application has been indicated allowable.

Mr. PREYER. It is a tough proposition to figure market value
without a market, I must say. )

Let me yield at this time to Mr. Weiss, who I believe was first
here.

Mr. WEiss. Thank you, Mr. Chairman. )

Can you tell us how many administrative claims have been filed
since 1945? . -

Mr. TEGTMEYER. The number, to my knowledge, is approximately
29 administrative claims.

Mr. Weiss. How many of those were granted? )

Mr. TEGTMEYER. I believe there were approximately eight that
were settled favorably, seven or eight, to the claimant.

Mr. Wriss. Was that without the necessity of going to qourt?

Mr. TeGTMEYER. Many of those were without the necessity of
going to court. I believe all those were. They went through the
administrative claim process. '

Mr. Weiss. You state on page 3 that——

Mr. TEGTMEYER. Excuse me, sir. May I correct that?

Mr. Werss. Go ahead.

Mr. TEGTMEYER. ] mentioned all of them, but five of them were
settled during litigation. Pardon me. Five of the eight were settled
during litigation, four of them favorable to the claimant, so they
were in litigation. There were three others that were settled by the
Defense Department before litigation began.

Mr. Weiss. I see. Do you have a dollar value on any or all of
those?

Mr. TeEcTMEYER. No, sir. I do not. I think ‘the defense agencies
could probably supply that data.
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Mr. WEiss. When you mention defense agencies, how muny de-
fense agencies are you talking about?

Mr. TecTMEYER. We are talking about the Department of De-
fense in general, and any of the agencies under them are included
in that category—Department of the Air Force, NSA, Department
of the Navy, depending upon how you want to break it down.

Mr. WEiss. You indicate on page 3 that your Office reviews the
patent applications against the applicable categories in national
security technology, and those are provided by the defense agencies
to you. Is that list available to the public?

Mr. TeEermEYER. Not all the lists supplied to us are available to
the public at large. The lists supplied by the Department of Energy
and the Department of Defense are not.

Mr. WEiss. I other words, someone who submits a patent appli-
cation to your Office would not have any way of knowing that the
likelihood would be that his application would end up on the list. Is
that correct? .

Mr. TecrMEYER. They might have a good guess in many cases,
but not in all cases.

Mr. WEiss. Suppose someone, without going to the extent of
filing the patent application, decided to introduce the findings in
an oral presentation to an annual professional convention or soci-
ety of engineers. Under your regulations, would you refer such a
case to the Justice Department if: one, the patent application has
been filed; or two, there has been no patent application filed but
somebody describes a process before a professional organization. Do
you take any role in either of those situations?

Mr. TecT™MEYER. Will you repeat the question?

Mr. Werss. Yes.

Mr. TEGTMEYER. You mentioned the Department of Justice.

M?. Weiss. Suppose an _inventor, in one_instance, files a patent
application with you and the matter ends up on the list to be
marked secret, and that inventor then goes before a professional
organization of engineers or inventors at a convention and makes
an oral presentation on the subject matter of his invention. What
do you do? Has such a circumstance ever arisen to your knowl-

- edge? What would be your procedure in the event of that kind of
wolthon, in essence, of your rules? Would you refer it to the
Justice Departinent? That is really the question.

Mr. TeEgTMEY.'R. You mean, if there has been a violation of a
secrecy order, would we refer that case to the Department of
Justice?

Mr. Wgrss. Right. Suppose there are no technical drawings pre-
sented, but the inventor, having filed the patent application, then
appears before the national society of professional engineers and
gives an oral presentation, without diagrams, without picures, but
says this is what I have done. Here is my latest invention.

He may not even mention that he has a patent pending or a
patent application that he has filed. What do you do in that in-
stance? ’

Mr. TEGTMEYER. If he has a secrecy order imposed on his patent
application and he is disclosing matter which is in the patent
application and which is prohibited from disclosure by the secrecy
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order, then that would be a violation of the statute and we would
normally consider referring that to the Department of Justice.

Mr. Weiss. Has that ever occurred?

Mr. TecaTMEYER. No, not to my knowledge.

Mr. Weiss. All right. The other question is: Suppose there is no
patent application filed by the inventor. The inventor goes before a
society or convention and makes a full oral presentation. Had he,
in fact, filed the patent application, it would have been subject to a
secrecy order. In fact, the secrecy order probably would have been
issued.

Do you take any kind of action in that situation?

Mr. TeEGTMEYER. No, sir. There has been no violation of a secrecy
order. In many situations like the one you mentioned there has
been a publication ahead of time, particularly in the case of a
written publication, it would be less likely that a secrecy order
would be imposed.

Mr. Weiss. Today is not the time to get into the subject of some
of the more recent court cases, but I think there may be some
interesting variations——

Mr. TEGTMEYER. ]| am assuming, sir, that there was no classifica-
tion imposed by any of the defense agencies if the Government had
a proprietary interest in the invention ahead of time.

Mr. Weiss. Right.

You state on page 4 that the ultimate decision concerning the
issuance of an order on an application must and does lie with the
concerned defense agency. It that a statutory requirement or is
that one of administrative convenience?

Mr. TeeT™MEYER. No, the statute specifically provides that the
Commissioner of Patents and Trademarks shall issue a secrecy
order upon request from a defense agency.

Mr. WEiss. Your responsibility is strictly ministerial?

Mr. TegrMmEYER. In the actual issuance of a secrecy order, we
consider our role ministerial. In terms of screening, of course, we
do more than a purely ministerial act when we initially screen
according to a category list, but the imposition of a secrecy order
we consider a ministerial act.

Mr. Werss. Suppose there is a conflict between two agencies
concerning whether or not a secrecy order should issue. Suppose
the invention has been financed through a National Science Foun-
dation grant and the NSF regulations require that all such projects
must publish their results. The NSA, however, says that a secrecy
order should be imposed. Who decides that matter, the Patent
Office or the National Security Agency?

Mr. TEGTMEYER. If we get a request from the National Security
Agency that a secrecy order be imposed, we will impose it, al-
though as I mentioned before if we see any reason that is obvious
to us to question whether a secrecy order should be imposed, we do
raise the question. As I also mentioned, we have had some success

" in having a number of secrecy orders rescinded on the initiative of

the Patent and Trademark Office without the applicant having to
file a petition for rescission.

Mr. Weiss. Whatever advice you give them or whatever dispute
or disagreement you may have with the defense agency, it is really
still their ultimate decision. If they tell you: *
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Never mind. We appreciate your concern and the information that you have given
us, but as far as we are concerned, we, the defense agency, we want the secrecy

order issued.

That is it. That is the last word. Is that correct?

Mr. TectMEYER. That is normally a matter that is considered
between the defense agency and the other interested party. It does
not normally involve the Patent and Trademark Office.

Of course, there are procedures wherein if a party wants to
petition for rescission of a secrecy order, they may carry an appeal
to the Secretary of Commerce, which does get the gt’acretary of
Commerce involved in the rescission of a secrecy order, although
not in its original imposition, other than in the ministerial way
that I mentioned.

. Mr. Weiss. You have indicated that you often do some screening
in advance and find that the defense agency may not have been
aware of the fact that something has already been published and is
a matter of public record, and that in some instances when you

have called that to their attention they adhere to your suggestion
and change their minds.

Mr. TEGT™MEYER. That is correct.

Mr. WEiss. Can you tell us whether the occasions on which the
secrecy orders are issued relate to extensions for prior develop-
ments or are they more frequently new inventions coming at you
for the first time? Do you have any way of breaking that down?

Mr. TeoTMEYER. That is a rather fine line for anyone to draw
and depends upon a very detailed definition to draw it. I do not
Iﬁavqtany feel for it. I do not know if my associate, Mr. Quarforth,

as it—

Mr. WEss. Right. I am trying to find out whether some original
thouiht is being circumscribed in its publication and development,
or whether for the most part secrecy orders issue on something
that has already been marked as classified.

Mr. TecTMEYER. By definition, of course, you cannot obtain a
patent unless you have something that is new and unobvious.
Therefore, there is a definite advance in the technology if you are
going to receive a patent. Accordingly, in all of those cases where a
secrecy order is imposed and the application is found to contain
patentable subject matter, you are dealing with a situation where
there is an advance in technology.

The line I assumed you were asking me to draw was the line
(t))fe‘iw:ﬁn wlivhat you mlglgt '(1:3!1 a breakthrough of a totally new area
echnology versus a building upon an existing technologi .
That, I just do not have a feelgforr.)O g nological base

Mr. WEiss. Right, Thank you.

Thank you, Mr. Chairman.

Mr. PrEYER. Mr. Kindness?

Mr. KINpNEss. Thank you, Mr. Chairman.

Concer:_ungdthel_iit%furehy{)u gaveil of %100 secrecy orders, I believe
you mentioned a little while ago that the volume w.
understood it. Is that correct:'.fig s per year, as |

Mr. TeEGTMEYER. That was last year. That is correct. It was
roughly the same number in recent years.

Mr. KINI?NESS. It is difficult to relate this, I suppose, because of
the nonreview situation that existed up until last March, but can
you project what kind of a volume you would have if things contin-
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ue as they have been with secrecy orders? There was some review
process in the years between 1950 and 1979, but it was not the kind
of annual review of secrecy orders that would be normal for peace-
time.

I am testifying the figure of 200 to see how representative it may
be. I am wondering whether, with reviews, you would tend to have
a building number of cases of secrecy orders, based on past experi-
ence, or would you have a fairly stable number.

Mr. TEGTMEYER. There are two categories of review we are talk-
ing about. The first one in which a new secrecy order is being
imposed for the first time. That is the figure of 243, of which 200
were the governmental proprietary interest type. Then there is an
annual review of those scecrecy orders that have previously been
imposed. The number, based on the annual review done last year,
was a total of 3,300 that were renewed for another l-year period.
They were imposed some years past.

Mr. KinDNESs. Is it fair to state that because of the long period
in which annual reviews were absent that they were not weeded
out as much as the first time around as you would expect them to
be under normal conditions?

Mr. TEGTMEYER. Yes, sir. There were several hundred that were
weeded out last year. Secrecy orders were not renewed or extended
on them.

Mr. Kinoness. How many personnel people are involved in ad-
ministering this program, if you can approximate?

Mr. PrEYER. Will the gentieman yield for a moment?

Mr. KIiNDNESS. Yes.

Mr. Prever. I wonder if you can tell us how old some of these
orders are?

Mr. TEGTMEYER. We have some that go back 20 or 30 years.

Mr. Prever. Thank you, sir.

Mr. KinDpNEss. To take that point further, I take it you would
anticipate that annual reviews occuring hereafter would probably
cause some of those older ones to be looked at very closely by the
defense agencies involved.

What is a defense agency’s role in the review of secrecy order
cases?

Mr. TEGTMEYER. The defense agencies are the one that conduct
the reviews. Again, our function of renewing them or rescinding
them, absent a request from the applicant or a petition from the
applicant, is ministerial '

I might mention that in 1974 the Office and the defense agencies
undertook what you might call a campagin or an effort to look
closely at those secrecy orders that were over 12 years old. A
number of them were weeded out over a several year period as a
result of that effort. That was before the time when the annual

review of secrecy orders came about at the beginning of 1978.

Mr. KinDNESS Are some of those older secrecy orders applied to
inventions or developments that were not the result of Government
funds?

Mr. TeEGTMEYER. I do not know the answer to that question, sir.

Mr. KinDNESS. The defense agencies communicate their decisions
on their review in some formalized manner, I imagine. Is that a
very formalized procedure, or is it just a letter?
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Mr. TeGTMEYER. We get a letter from them asking that the
secrecy order be renewed.

Mr. KinpNESs. The renewal is purely ministerial on your part.
You do not do anything like saying, “Now, wait a minute, do you
really think this is necessary?”’

Mr. TEG:I‘MEYER. We do not unless we know of something, such as
a publication in the interim, that would raise such a question. We
are not in a position to evaluate the nature of the security-related
question involved, but we do from time to time indicate the fact
that the subject matter has been published. I do not know of any
cases where we have noted that where there has been a violation of
the secrecy order. It could have been published by someone not
aware of the secrecy order who independently obtained or devel-
oped the same process or invention.

Mr. KinpNEsS. When a secrecy order is issued, I take it that the
content is fairly standard but it might vary from one to another.
How is that brought about?

_ I suppose something in writing is supplied to the applicant to
inform the applicant that there is a secrecy order.

Mr. TEGTMEYER. Yes. We have a form that is included in the
attachments to the testimony here. That is a standard form which
applies to secrecy orders.

Therg can also be issued some variation in permits in terms of
what kinds of disclosure can be made by the applicant even though
the application is subject to the secrecy order. There are from-time-
to-time situations in which a limited disclosure to certain specific
individuals would be warranted, and we do provide permits to
allow such disclosures. ’

Mr. KINDNEss. Approximately how many people are involved in
adrplr}lsterlng these matters? Is it a fairly time consuming matter,
g{l is ‘1?t restricted to a fairly small number of people who deal with

em?

Mr. TEGTMEYER. We have a number of patent examiners who do
the screening work. As I mentioned before, they also do the exami-
nations of those applications on which secrecy orders have been
imposed as well as on a number of applications on which no secre-
cy orders _have been imposed. The division of their work would be
in the neighborhood of 2 to 8 staff years of their time devoted to
screening procedures. The remainder would be devoted to normal
examining activities in connections with those same applications
and other applications.

We also have, in the Licensing and Review Branch, which is not
responsible for the examining or that particular screening proce-
dure but for clerical and other processing activities, around 10 staff
years’ worth of effort.

Mr."KINDNESS. I am sorry. I do not understand the term ‘‘staff
years.,

. Mr. TeerMEYER. That is the number of people we have involved
in that activity on an annual basis.

That same staif, I might say, also handles the licenses for foreign
filing and certzin other related and unrelated activities as well.

The bulk of t}izir work involves secrecy orders and foreign filing
licenses, but nct all of it.

Mr. Kinpness. Thank you very much.
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I yield back the time.

Mr. PrEyER. Thank you.

Mr. Erlenborn?

Mr. ERLENBORN. Thank you, Mr. Chairman.

Let me first say I was not here during your original testimony
and I was therefore reading your testimony and some of the other
matters in the file. If I ask questions that have already been asked,
I apologize in advance.

If a secrecy order is imposed on one of these applications, is that
prima facie proof that the application for the patent ought to be
granted? In other words, if something is not in the public doman
and is new except it may infringe on a patent that is subject to
another secrecy order, will the secrecy order be imposed on that
patent?

Mr. TeeTMEYER. No, sir. The secrecy order does not mean that
the subject matter is automatically patentable. The secrecy order is
imposed early. That is, it is normally imposed soon after the filing
of the application. Normally the examination is not begun or has
just begun in those cases with a few rare exceptions where a
secrecy order is imposed later in the prosecution of the application.

Mr. ERLENBORN. Can we assume that there is a secrecy order
imposed and therefore that the information is not in the public
domain?

Mr. TeGTMEYER. Do you mean, can we assume that in some legal
fashion—no, sir. The probabilities are high that it is not in the
public domain but it is possible that it could be.

Mr. ERLENBORN. Do you want to keep secret something that is
already in the public domain?

Mr. TeeTMEYER. No, but you may not know the fact that it is
already in the public domain.

Mr. ERLENBORN. What you are saying is that you have not gone
through the process to make that determination.

Mr. TEGTMEYER. That is correct, sir. It may also be that, depend-
ing upon what you mean by in the public domain, may be on the
fringes of the public domain and may be known by very few people.
That would still warrant the imposition of a secrecy order, because
there is such limited access to it for one reason or another.

Mr. ERLENBORN. When a secrecy order is lifted, is the applicant
then free to proceed with the process of obtaining his patent?

Mr. TeGTMEYER. Yes. Most of the process, unless the secrecy
order is lifted shorly after it has been imposed, would have been
completed by that time unless there is an appeal pending in a case.
For the most part, if a secrecy order is in effect for several years
before it is lifted or rescinded, the application will either become
abandoned because the examiner determined it is not patentable,
or it is in the appeal process awaiting hearing, or it has been
determined to be allowable and the only thing that needs to be
done is to go ahead with the issuance process, namely, the formal
notice of allowance, payment of issue fees, and the printing process.

Mr. ERLENBORN. Would you issue a patent during the pendency
of a secrecy order? .

Mr. TEGTMEYER. No, sir. We would not.

Mr. ErLENBORN. Suppose the application is valid; the whole proc-
ess has been completed; the patent is issuable, but because of the
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secrecy order it is not issued. When the secrecy order is lifted,
would the patent then be issued?

. Mr. TeEGTMEYER. Assuming it was ready for issue before the
issuance of the secrecy order, it would.

Mr. ERLENBORN. Would that then begin the running of the 17
years? Or, would the 17 years begin to run from the time of filing
of the application?

Mr. TeetMmEYER. It would begin the running of the 17 years.

Mr. ERLENBORN. So that with the lifting of the secrecy order and
the issuance of a patent, the inventor has the same rights for the
same period of time that anyone else would have.

Would compensation sought from the Government be for the use
of the invention before the patent was issued?

Mr. TEGTMEYER. Yes. Of course, in the case of any patent where
the Government may be infringing, you can sue through the Court
of Claims on procedures other than those specified in this area of
the patent statute.

Mr. ERLENBORN. Thank you very much.

Thank you, Mr. Chairman.

Mr. Prey:er. Thank you.

Mr. Evans? )

Mr. Evans. I have no questions at this time, Mr. Chairman.

Mr. PrevEr. Let me ask one question along the paths we have
been exploring. The CIA is not listed under the act as a defense
agency. What is the rule of the CIA in viewing these matters?
Should the act be amended to list"the CIA as a defense agency
when they have n iterest in these matters?

Mr. TegT™MEYE:. I think that is a question that could be better
asked of the CI4. We are not in a position to answer the question. I
am sorry.

Mr. PRreYER. Is it that you are not asnwering the question be-
cause you do not know?

Mr. TEGTMEYER. That is correct.

Mr. PrREYER. It is not because it is a classified answer.

Mr. TeGTMEYER. I am answering because I do not know. I do not
know if it would be classified if I did know.

Mr. PreYER. All right.

We know, as you have outlined, that the defense agencies review
the applications for possible issuance of a secrecy order. Is the
general review conducted by procurement officers for the agencies
or by personnel on the operation side, who might be in a position
Ft(;) rec;ommend procurement of weapons systems or defense-related
items?

Mr. TEGTMEYER. In the broad category you are talking about the
people who would normally be on the operating end in the security
areas of the defense agencies. That would probably vary in just
what areas of each defense agency would deal with the mafter.

They must sign an acknowledgement. Everybody in a defense
agency who has access to a patent application must sign an ac-
knowledgment that they have had access, and their access must be
limited to the purposes specified in sections 181 to 188, that is, for
national security purposes and not for any other purposes.

Mr. PrReYER. These might be people in research and development,
for example. Might they not?
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Mr. TecTMEYER. It might be from the security people in research
and development. .

Mr. PreYER. The question is whether there is not a temptation
presented that once having determined that an invention has mili-
tary value, a defense official or midlevel employee might decide to
initiate a procurement bid for production of it or a similar inven-
tion.

In other words, once having been given the idea in a review of
the patent application, it would be hard to ignore its possible
military advantage. Are there cases that have been brought to your
attention of unauthorized use of inventions through a secrecy
order?

Mr. TEGTMEYER. I do not and Mr. Quarforth does not know of
any such situations where there has been a specific allegation of
violation of the secrecy order in that respect.

Mr. PreYER. Has the Patent Office reviewed the defense agen-
cies’ handling of these patent applications and the security pro-
vided for them recently?

Mr. TEcT™MEYER. By review, do you mean, have we gone and
conducted any kind of investigation? No, sir. We do keep control of
the signing of acknowledgements of access. We do want to know
who is involved in the review and screening process, and we do
have procedures such that when we provide a copy of the applica-
tion to the defense agencies, they are designed to insure that the
access is for the purposes of these sections of the patent statute
rather than for other purposes.

Mr. PreYER. Thank you.

Are there any further questions?

Mr. Weiss?

Mr. Werss. Mr. Chairman, I have some fairly fundamental ques-
tions that were prepared by the staff that I would like to pose to
the witness. They are in the area of due process. Please correct me
if any of the facts that I state are incorrect.

It is our understanding that the form used for issuance of the
secregy order does not identify the agency requesting it. It that
right?

Mr. TEGTMEYER. At the present time it does not.

Mr. Werss. Your regulations require an applicant to petition the
requesting agency for rescission of the secrecy order before pursu-
ing his statutory right to appeal the order to the Secretary of
Commerce. Is that right?

Mr. TEGTMEYER. Yes, sir. That is right in instances where the
petition is filed with the Commissioner.

Mr. Werss. Your regulations further prescribe that an applica-
tion?which nears final rejection cannot be abandoned. Is that cor-
rect?

Mr. TEGTMEYER. Nears final rejection may not be abandoned?

Mr. WEIss. Right. Can a person who has filed an application for a
patent decide to withdraw that application when it appears close to
being rejected?

Mr. TEcTMEYER. They can abandon the application at any stage.

Mr. Weiss. Alright.

We understand that the applicant must appeal the rejection.
There are stages of rejection. Is that right? ‘
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Mr. TeGTMEYER. Yes, sir. There is a first rejection and normally
a second rejection which, if it is still a rejection, is made final in
most cases. Ir. some cases it goes to a third rejection.,

If it has bc n final or has been twice rejected the party may
appeal it. If i .ere is a final rejection, he must appeal the case
within a certz .. time or it does become abandoned automatically.

Mr. Weiss. Are you saying that at any time before the final
rejection has been granted the applicant can say, “I do not want to
play anymore. Give me back my application and forget it.”

Mr. TEGTMEYER. At any stage the applicant may abandon the
application either by filing a specific request that it be abandoned
or by not responding timely as required under the statutes and
rules. However, the application file is kept in the Office, if that was
the import of your question. It is not returned to the applicant.

We maintain all abandoned files whether a secrecy order has
been imposed or not in our own archives.

Mr. Werss. That is what I am leading up to. At what stage is the
secrecy order issued? Is it at the immediate stage of application
when the application is first filed?

Mr. TeeTMEYER. It is not imposed on the day it is filed. It is
normally issued within a few months after it is filed. A large
percentage of the applications which ultimately have a secrecy
order imposed are filed with classification markings on them,
meaning that they have been classified by the Agency. The applica-
tion in those cases is filed either by the Government agency or by a
contractor upon whom the subject matter has been classified by a
defense agency.

Mr. Weiss. The secrecy order is issued or can be issued prior to
the final determination as to whether or not the application is
granted. Is th::t correct?

t' Mr. TeeTME ER. It is normally issued before the final determina-
ion.

Mr. Wess. "hen you have the case where an application has
been granted, but is going through the appeals process because
there was a rejection at some stage of the procedure. However, a
secrecy order has also been issued. Now, the applicant makes the
determination that he would like to abandon the application. What
happens at that stage to the secrecy order?

Mr. TEGTMEYER. It says on the abandoned application.

Mr. Weiss. In other words, the applicant at that point is in this
marvelous position of having neither a patent nor the capacity to
further publicly develop the idea which was the subject matter of
~ his application. Is that correct?

Mr. TeEGTMEYER. That is correct. The secrecy order applies to the
subject matter rather than to the application. It may of course,
even on an abandoned application, be rescinded if the defense
agency sees that to be appropriate.

Mr. Weiss. Do you see a problem with that? Is there not a
certain lack of fairness or equity in that situation?

Mr. TecT™EYER. I think what we are basically talking about is

. Protecting national security and as best as can be, providing in the

law and in practice under the law for the greatest possible rights of
the applicant. Accordingly, what we are talking about is a balance

e
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of national security interests against the interests of the applicant
and the public in the exploitation of the subject matter.
I think the statute attempts to strike the proper balance between
interests.
thﬁs. l\%tmses. If the application has been rejected, I assume that the
reason it has been rejected is because there has been a determina-
tion by the Patent Office that there is nothing new involved, that it
is not patentable. Iismtlhatlt not corr(lalct? .
. TecTmEYER. That is generally correct. )

lltlldi ngss. If that is so,g then I find it intellectually difficult to
grasp how you can continue to maintain a secrecy order on some-
thing which is not new and therefore not patentable. )

Mr. TecrMeYER. There can be various reasons why subject
matter would not be patentable. I think some of those reasons
would fit the pattern you just described and some would not. The
pattern to which I am referring are those situations in which it is
not patentabie because there is not really anything new or differ-
ent at all and where the subject matter has widespread knowledge
i ublic domain. )
m’It‘}};ng; are a number of situations in which the subject matter
may not be widely known and the subject matter may not be
patentable because of acts by the applicant himself, such as a prior
public use which may not result in wide public dissemination.
Public use is construed as narrowly as uses within your own plant.
Under the right circumstances that could be construed as a public
use, even through the public does not really have access to the

nce of the technology.
es?&r'c Weiss. I thank ygc% very much. This is really a fundamental
problem. I think we will probably submit some further questions to
you for applications of this issue. We would very much appreciate
getting your responses back in writing, if that is satisfactory.

Mr. TEGTMEYER. Right, sir.

If I may, I migh% add one more comment.

r. WEIss. Surely. )

%r. TEGTMEYER.}i think, if you had a situation wherg the Office
had determined that the subject matter of the application was not
patentable and the Office did so on the basis of some prior patent
of publication that was widely available, and it was on the basis of
the fact that the subject matter sought to be patented was _subs_tan-
tially identical to the earlier published subject matter, it might
well be that the defense agency would consider rescinding the

recy order in that case. )

Se(':I‘hissy is the type of situation in which, as I mentioned before, we
have referred cases back to the defense agencies on our initiative
because we felt the subject matter was essentially published. To be
patentable the subject matter must not only be novel or new but
unobvious to one skilled in the art. That level of skill is reasonably
high, which means that not everybody would see the obviousness
from the prior technology in published form.

Mr. Wgiss. Thank you very much.

Thank you, Mr. Chairman. )

Mr. PrevER. Thank you, Mr. Weiss. )

Mr. Tegtmeyer, we appreciate very much your being here today,
and Mr. Quarforth.
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We may have some additional i i iti i
nay h: ) questions in writing which
would like to submit to you dealing with criteria and g fewut:hinv;:

of that sort, but in the interest of time t :
submit them to you in writing. me today we would like to

Thank you for being with us.
Mr. TEGTMEYER. Thank you, Mr. Chairman.
[Submissions to additional subcommittee questions follow:]

s e o s s i
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Address : COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

TR

Honorable Richard Preyer

Chairman, Government Information and
Individual Rights Subcommittee of the
Committee on Government Operations
Rayburn House Office Building

Room B~349-B-C

Washington, D.C. 20515

Dear Mr., Preyer:

The following are our answers to the eleven questions raised by the
subcommittee subsequent to the hearing on February 28, 1980.

Your first question asks if an appeal from a secrecy order has ever
been taken to the Secretary of Commerce and if so what was the
outcome.

Since 1958, according to our records, three secrecy order appeals
have been transmitted to the Department of Commerce for decision.
However, each secrecy order was rescinded prior to any decision by
the Secretary. No decisions have been rendered.

Your second inquiry requests a copy of the current Armed Services
Patent Advisory Board Category Review List and copiles of other
"fields of interest" lists in current use by the Office.

The Armed Services Patent Advisory Board's Patent Security Category
Review List is classified and we are not authorized to forward a
copy. I have, however, requested ASPAB to forward a copy of the
current List to your Subcommittee by March 31, 1980. I am advised
that ASPAB has forwarded the List to your Subcommittee.

The Department of Energy Category Guide List is unclassified and a
copy is enclosed., See Attachment A.

The National Aeronautics and Space Agency "field of interest" items
appear in the ASPAB List. I am enclosing a copy of an unclassified
letter from NASA of December 22, 1976, advising the Patent and
Trademark Office that NASA will no longer review applications in
certain categories under 35 U.S.C. 18l. See Attachment B.
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The Department of Justice, as Mr, Tegtmeyer indicated in his testimony,
has not provided the Office with any list or categories for review
under 35 U,S.C. 181.

Your third question requests criteria used by the Office for referral
of patent applications to defense agencies that have not provided the

Office with "field of interest" lists, such as the Department of
Justice,

The Department of Justice is the only defense agency that has not
provided the Office with a field of interest or criteria list for
reviewing of patent applications. Applications have been made
available to that Department at their request, on a case by case
basis. To my knowledge, the only applications made available to
the Department of Justice are the three referred to in Mr, Foy's
testimony.

If the Department of Justice requested the Office to make an
application available to them under 35 U.S.C. 181, we would do so.
Today, the Office would probably request that Department to advise
us 1if their interest is recurring or not. If recurring, the Office
would solicit their criteria as a basis for future referrals.

Your fourth question asks for clarification about our practice of
maintaining secrecy orders on abandoned applications and the
statutory authority for this practice.

The purpose of a secrecy order is to restrict the disclosure of the
invention or dissemination of information found in a patent
application which might be detrimental to the national security if
published or made publically available., A secrecy order is directed
to the invention (35 U.S.C. 181) or the subject matter of the
application (37 CFR 5.2(d)). Where the disclosure of an invention
would be detrimental to the national security in the opinion of a
defense agency, 35 U.S.C. 181, third paragraph, requires the
Commissioner to (1) order that the invention be kept secret and (2)
withhold the grant of a patent. Under the first requirement the status
of an application, that is, whether it is pending, awaiting
examination or a response from an applicant, on appeal, allowed, or
abandoned, is immaterial.

Because an application is abandoned does not necessarily mean that the
invention is. The invention may be disclosed in a pending (continuing
or related) patent application., A small, but significant, portion of
patent applications are abandoned only after a continuing application
has been filed, enabling further prosecution of the same or different
aspects of a disclosed invention.
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Section 181, for example, requires a renewal process to maintain

a secrecy order in "peacetime'". Renewal is based upon an
affirmative determination by a defense agency that disclosure of
the invention would damage the national security. Whether or not
the application is abandoned is immaterial, Permission must be
obtained from the Commissioner to disclose the invention or
information in an application or to file the invention in a foreign
country, if the application is subject to a secrecy order. Whether
or not the application is abandoned is immaterial,

As indicated in the legislative history, the Invention Secrecy Act
was enacted to provide authority to keep inventions secret as well
as to withhold the issue of patents where the national security so
requires. Part 5 of 37 CFR and the administration of the Act since
1951 have so interpreted Sections 181 to 188,

Your fifth question asks for information concerning the rescission of
secrecy orders because the inventions claimed were found unpatentable.
Based on that premise, the question also asks how long such secrecy
orders were in force and how many applications were filed with
security classification markings.

The Office has had no reason to keep records that enable us to
answer your question and I can only reply in a general way.

There is no relationship between a determination by a defense

agency to request the Office to issue or rescind a secrecy order

and a determination by the Office concerning patentability. A
decision by a defense agency to request issuance of a secrecy

order is based, as I understand it, only on grounds that the
disclosure of subject matter (patentable or unpatentable) would

be detrimental to the national security. A decision by the Examiner
that the claimed invention is patentable is made without regard to
whether or not the application is classified or subject to secrecy
order,

As Mr. Tegtmeyer indicated in his testimony, if the Office finds
subject matter in the public domain corresponding to an application
under secrecy order, the Office will request the defense agency
involved to review the need for continuing the secrecy order.
Occasionally, a defense agency will rescind a secrecy order after
the Office has made such a request.

Your sixth question asks if the Office has sought or considered
seeking a larger role in "secrecy order" decision making. The
question further asks if the Office should have sole or concurring
authority to issue or rescind a secrecy order.
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The statutory authority to issue or rescind a secrecy order presently
is vested in the Office., As Mr. Tegtmeyer indicated in his testimony,
the exercise of this authority is essentially obligatory on the Office
when a defense agency requests us to issue a secrecy order in a patent
application. The legislative history states that the opinion of the
defense agency concerned is controlling.

The Office has not sought nor considered assuming a larger role in
the secrecy order decision-making process, nor do we wish to do so
now,

The success mentioned in Mr. Tegtmeyer's testimony relates to recent
efforts made by the Office in connection with applications which when
filed contained no security classification markings. The Office, most
likely, had similar success in previous years as well, but we did

not record our vesults. I wish to make clear that it has been and

is routine for the Office to request agencies to review the need

for continuing a secrecy order in any application whenever information
is discovered that, in our opinion, would make continuance of a
secrecy order questionable,

It is my opinion that the Office should not have sole or concurring
authority to decide whether or not a secrecy order should be issued
or rescinded. Defense agency security officials through training
and experience are best able to recognize the Kinds of disclosure
that might damage our national security. The Office does not have
this expertise., If the Office were provided with resources to

make security decisions, it would be unnecessarily duplicative.
Nor, in the long run, does 1t seem that vesting such authority

in the Office would yield any better results than our long standing
practice of bringing published literature, patents or pending
related patent applications to the attention of defense agencies to
reconsider the maintenance of a secrecy order.

Also, the determination to rescind a secrecy order would seem to be

a correlative authority which should not be separated from the
authority to determine whether or not a secrecy order should be issued.
In most cases, the bases for rescinding an order are first known to
the authority that requested it, The defense agency will be the

first to know of any changing needs of national security, and are

in the best position to make any "security" decision.

Your seventh question is based on figures from the Armed Services Patent
Advisory Board. You ask for the reasons why patent applications were
not referred by the Office to ASPAB in the fourth quarter of 1979 as
promptly as in previous quarters. The question also asks for
recommendations about improving referral procedures.
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In June, 1979, a new processing step was instituted in the Office

as part of the initial processing of patent applications prior to

the time those applications were screened for security. Insufficient
staff resources were available to perform the new processing step and
all other necessary pre-processing operations, and the inventory of
applications in process prior to the security review operation began
to increase sharply. At the end of June, 1979, this inventory of new
applications was about 17,300, and processing time prior to security
screening was about 41 work days. 1In spite of supplemental staff
support and considerable overtime, the situation continued to
deteriorate through mid-January, 1980. By this time the pre-security
review inventory had grown to about 27,000 applications, equalling a
processing time of 64 work days, or nearly three calendar months. In
addition to the problems identified by ASPAB, internal Patent and
Trademark Office operations were being disrupted by the work situation.
In mid-January, a decision was made to suspend the processing step
instituted the previous June,

Currently, the pre-security écreening inventory of new patent
applications has been reduced to 18,000, equating to 42 work days

or slightly less than two months., While further reductions to this
inventory level are expected, the present processing by the Patent
and Trademark Office is believed to be adequate to insure that
screening and reviewing procedures can be completed for secrecy
orders to be issued within six months of the filing of an application.

As a result of the security screening process, applications are
ordinarily made available to defense agencies within two or three
days after receipt in the Licensing and Review Branch. An authorized
agency representative can then review the application. Applications
mailed to defense agencies are available for review within ten or
fifteen days after recelpt in the Licensing and Review Branch, and
the Office is currently seeking ways to shorten this time. I have
no evidence that defense agency representatives are taking longer

to review patent applications than they used to.

As indicated above, the Office has taken steps to accelerate the
pre-examination processing of new applications by the Application
Branch and shorten the time for mailing applications for review to

the defense agencies. At the same time defense agency representatives
are being advised of the importance of prompt review by their
representatives to enable secrecy orders to be issued within six
months of the filing of an application.
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Your eighth questions asks whether or not the Office verifies the
proper exercise of classification authority, including derivative
authority, in applications filed contalning security classification
markings. The question additionally requests information as to the
number of times the Office has found no classification authority
exists and deleted such markings.

In Mr. Tegtmeyer's testimony on page 17, to which you refer, he spoke
of situations where patent applications are filed in the Office with
security classification markings already in them. Where authority for
these markings is not readily apparent (e.g., the name or identity of
the classifying authority), the Licensing and Review Branch immediately
requests this information. In most cases, the name or identity of

the classifying authority is supplied by the applicant's attorney.
Where an inventor has placed security markings on papers in his file
for reasons of his own and not based on Executive Order 12065 or the
Atomic Energy Act, the Office requires their cancellation, The Office
has not kept records of the number of such occurrences, however, but

I am sure they are infrequent.

The Office does not verify whether the authority is original or
derivative. Nor would the Office know whether or not the subject
matter is properly classified. We are not privy to defense agency
programs or reg.irements for the classification of technical data
under Executiv: Jrder 12065 and the Atomic Energy Act.

Your ninth question asks if there is a need for further definition
of the term "national security" as it appears in the Invention Secrecy
Act. The question also asks for information concerning the standard

used by defense agencles in reviewing patent applications under
the Act,

I do not perceive any need for further definition of, or statutory
criteria for, the term "national security". Its scope and meaning
is well understood. If your Subcommittee should wish to define
"national security" in a specific way, as by reference to specific
technical areas, the defense agencies would be better able to
assist you,

Similarly, the defense agencies would be better able to advise you
concerning the standards they use to determine whether disclosure
would be detrimental to the national security.

Your tenth question asks if there has been any case of judicial
review of the propriety of a secrecy order. The question also
asks what standard a court could be expected to apply.
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To my knowledge, there are no such cases, It is difficult to
speculate as to what action a court would take in the situation you
pose. Presumably questions would be raised concerning jurisdiction,
the nature of the action brought, reasonableness of the administrative
determination and so forth. Perhaps the defense agencies would be
better able to advise with respect to this question.

Your eleventh question requests the number of secrecy orders in effect
on September 14, 1979. The question also asks for the results of the
review program initiated by the Office on July, 1974, for applications
on file for twelve or more years.

Our records do not show how many secrecy orders were in effect on
September 14, 1979. As Mr., Tegtmeyer indicated in his testimony,
our records do show that 3,300 secrecy orders were renewed during
the transitional period from September 14, 1978 to March 14, 1979.

During the period from September 1, 1978 to March 30, 1979, our
records show that the Office rescinded 273 secrecy orders and
issued 112 new secrecy orders. From this, we calculate that
about 3,573 applications were under a secrecy order at the
beginning of the transitional period on September 14, 1978.
Similarly we calculate that about 3,402 applications were under
secrecy order at the end of the transitional period on March 14,
1979.

Our Licensing and Review Branch estimates that the program
initiated in July, 1974, involved 1,500 applications under
secrecy order., They also estimate that orders in 900 of these
applications were rescinded by the beginning of September, 1978.
The total number of secrecy orders rescinded for each of the years
from 1974 through 1979 was 670, 549, 312, 324, 319, and 459,
respectively.

I hope this information will be useful to you.

Sincerely,

~ N ’
)%/V 51‘
Sidney A. Diamond

Commissioner for Patents and Trademarks
U. S. Patent and Trademark Office

Enclosures: Attachments A and B.
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UNITED STATES ' .-Linﬂllb '
ENEAGY RESEARCH AND DEVE! OPMENT ADMINISTRATION e
WASHINGTON, D.C. 20645 J— S
AﬂiJﬁiy'
April 26, 1976 Tt
. Gt s
LICEESEG & Aoyt

The Commiséioner of Patents and. Trademarks
Washington, D. C. 20231

ATTENTION: C. D. Quarforth, Director
Special Laws Administration Group

Sir: _ - N
PATENT SECUkITY CATEGORY REVIEW LIST

Pursuant to your request, this office -has prepared as a guide a
list of subject matter categories of patent applications that
should be made available .to the U.S. Energy Research and Develop- -
ment Acministration (ERDA) in accordance with 35 USC 181 and/or

42 USC 2181, 2182 (Sections 151 and 152 of the Atomic Energy Act
of 1954, as amended).

Section 151 d of the above cited Act provides that the Commissicner
of Patents and Trademarks shall notify the Commission (now ERDA)

of all applicatisns for patents heretofore or hereafter filed which,
in his opinicn, disclose inventions or discoveries requirad to be
reported unuer Section 151 ¢ of the Act and shall provide the
Commission {riow ERDA) access to all such applications. The inven-
tions or ¢’ :coveries required to ke reported under Sections 151 ¢
and 152 are those "useful in the production or utilization of special
nuclear matérial or atomic energy™. The definition of atomic enerqy
and special nuclear material is set forth in 42 USC 2014 as follows:

"The term ‘atomic energy' means all forms of energy
released in the course of nuclear fission or nuciear
transfocrmation*

“The term 'special nuclear material' means (1} plu-

. tonium, uranium enriched in the isctope 233 or in
the isotope 235, and any other material which the
Commission, pursuant to the provisions of Section 51,
determines to be special nuclear material, but does
not include source material; or (2) any material
artificially enriched by any of the foregoing, but
does not include source material.®

.
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+ Commissioner of Patents
and Trademarks

-2 - April 26, 197¢

We have prepared the attached list of jdentified subject categories,
which we believe encompasses the most relevant areas of interest to
ERDA and which we desire to review under the statutory purview of
Sections 151 and 152. We recognize that it is within the exclusive
authority of the Commissioner of.Patents and Trademarks to determine
which patent applications fall within the definition of "useful in

the production or utilization of special nuclear material or atomic
energy”. The attached list of categories is merely intended to
identify those areas which ERDA deems to be most pertinent to its
activities under the Atomic Energy Act of 1954, as amended. The list

is not intended to be an exclusive definition of patent applications
to be referred.A : : .

If further clarification of any subject matter identified is needed,
please let us know. .

Sincerely,

—

\mﬂ.’_
damds E. Denny
Assjstant General

or Patents

Attachrment:
Category Review List
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APPENIIY
c SUBJECT CATEZCORY LIST

Materlala, apparatus and methods 1aent*11ed with nuclear explosive

devices,

Materiols, apparatus and methods for accomplishing nuclear fission

reactions

1. All nuclear fission reactors utilized for:
a. power .
" b. propulsion - ’
c. .thermal energy
" d. isotope or neutron production
‘e, experimental purposes.

- This will include com ponent and the manufacture thereof such
as fuel elements, cooling systems, pressure vescels, shielding,
Joading mechanisms, steeam and power conversion sys teﬁg, auxilary
systems ard accessories, identified as having possible application
in nuclear reactors.

Materials, apparatus and methods for accomplishing nuclear fus
reactions such as:

1. Laser fusion

2, FElectron bezn fusion

3. '3“ pean fusion

L, Magnetically confined conirolled thermonuclear reactiorns.

In this regard, lasers developing energy = then 103 joules in an
interval .of 10 nanosecornds Or less are of interest,

Materials, apparctus and methods concer1;ng isotcpe and/or radio-

active source technology including

1. Chezical processing of ores for recovery of uranium and/or

extraction, conversion, or reductive steps;

2. Techn-iogy for isotope separation or exchanzes such as
urznius enrichment, heavy wvater production, ete.; .

3. Radicactive
or fission product recovery;

4. Design fabrication nd usage of radioisotopes (£
products) as zources of electric, propulsive or
energy in terrestrial, space and marine upplications. This
would include thermoclectric and thermionic converter tech-
nology which utilized enerpgy releaced in nuclear fission
or nuclear transformation, Thermcelectric materials, detail
of compcsition and processes for the manulacture
having a product of Figure of Merit and absolute
(27) exceeding 1.8 at 700° X.

thereof
tenperature

waste processes for concentration, decontamination,

- -

_ - 5. Materials, apperatus and methods utilizing (including
responsive to) radioactive zources in:
a. Life Sciences such as medicine (diagnostic and
therapeutic), ecology, disease and pest control,
anizmal husbandry, etc.

P. Industrial processes such as focd processing,
sterilization, polymer production, etc.
c. Investigations of the environment or the earth.

E. Instrumcnts employing a radioactive

source and/or radioactivity
detector in the operation thereof.

F. -Materials, equipment and methods for safeguarding and management
of materials of nuclear interect, e.g., fissionable materials,
radioactive materials, radioactive wastes, etc., so as to guard
against tne diversion of nuclear materials from uses permitted
by law or treaty. .

-G,

La<ern, regardless of power or energy output indicated as having
utilization in 1sotone senaratlon, nuclear fission or nuclear
gusion.
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NASA

National Acronautics and
Space Administration

Washington, D.C.
20546

GP (76-37120) December 22, 1976

Mr. Carl D. Quarforth

Director, Group 220

U.S. Patent and Trademark Offic
Washington, DC 20231 .

Subject: 181 and 305(c) Review Lists

Dear Mr. Quarforth:

The Patent Security. Category Review List has been reviewed
for the purpose of updating it with respect to those areas
marked for NASA review.

Please be advised that NASA no longer desires to review for
purpose of Section 181, applications in the following
categories: i

Group ., Item 24
Group XI, Items 7 and 8

In the 305(c) area, please amend the current 305(c) category
list to include under category III. C., an item "10" desig-

nated "Variable cycle gas turbine engines and components
thereof. "

It is also noted with respect to Section 305(c) review that
we have been receiving, on the average, several applications
a month in the area of solar energy conversion systems which
are clearly intended for large scale ground applications.

The most recently revised 305(c¢) category list only calls

for solar cells and collectors to the extent that they may
have application as auxiliary power plants for space vehicles
and launching vehicles. Could you please pass this on to

the review personnel on your staff.

Additionally, there have been surprisingly few 305(c) cases

in some of the new categories added to the list earlier this
year. Catcgories particularly noted in this respect are

1) categories I. B, 1-8 (aeronautical structuresg; 2)
categories II. A. 1-2 (fracture fatigue and heat resistant
materials including composite materials and protective ceatings

ATTACHMENT B
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therefore; 3) categorics II. J. 1-3 (high temperature
materials including superalloys, eutectic composites and
ceramics; and 4) categories III. C. and D. (jet engine
and general aviation engine appara?us). It would be
appreciated if you could checg to insure that these_
categories have been in fact implemented by the review
personnel. . .

Thank you for your attention to these matters.
Very truly yours, '

/2r/£{;(77:1vf:£14

Robert Kinberg d
Office of Assistant General
Counsel for Patent Matters

cc: - :
Lt. Col. Monte Haugen, Chairman, ASPAB
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Exhibit B
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David Pelton Moore séiys |

he invented solid rocket
fuel and for 40 years the.
government told him to
take a flying leap,
Now, at 102, he may \
inally get his reward.

BY JOHN M. BARRY

avid Pelton Moore was 27 years old
when he got the first of his 77 pa-
tents. He was 39 when Woodrow
Wilson led America into World
War I, He was 62 when he devel-
oped what he considers his most
important invention. And he was
suit against the United States of

95 when he filed

ierica for using that invention without his authori-
zation.

Moore is now 102, and although a decision is ex-

on his suit in the next few months, he is pre-
pare'c'i, he says, to “«ce this through if I have to live to

What Moore will get, if he wins, is millions of dol-
lars, possibly tens of millions—and recognition,

A retired patent attorney, Moore never worked in a ..
laboratory, only in his basement. Like many other -

basement inventors who never worked ip a corpora-
tion or government laboratory, he has had difficulty
getting people to pay attention to him. Yet years be-
fore any corporate- or government-funded inven-
tors came up with a workable eolid rocket fuel,
Moogre claims he did—in 1939, He also claims a fuel
similar to his has been used in Sergeant and Nike
missiles, in Polaris and Minuteman missiles, even in
:l;: space shuttle. And there are rocket scientists who
ee,
William Arendale, now a chemistry professor at

Joha M. Barry's last contribution to The Magazine was a pro-
file of University of Maryland coach Jerry Claiborne. i

‘the Uni of Alab

! { worked on and. ultimately

headed the development,
' under government contract, of
- precisely the rocket fuels that
* Moore says infringe on his pat-
ent. “There’s no doubt in my
mind,” Arendale says, “that
David Moore was the first to
invent an elastomeric, casta-
ble, solid, composite propel-
lant. Unless his patent is ruled
invalid because of legal techni.
calities, I'm quite sure he'll
win,” - . .-
Perhaps no one was paying
much attention to Moore in
the days when he was trying to
interest the government in his
invention, but people in the
Justice Department are paying
attention to him now.

oore has an air
of a fin de si-
écle  gentility.
In his youth he
lived in Paris,
snd with his waxed mustache,
aristocratic dress, and a cer-
tain disdainful aloofness, he
seems almost a ch: out

i pling of ingly unre-
. lawd. concepts. Logic entered
only into the perfection of his
ideas.

He bas no love for the te-
dium of routine. He never got
rich. Marketing was not fun,
only inventing was, and his
marketing efforts usually were

. limited to writing a letter or
two. He did not really try, for
example, (o sell his first pat-
ent, in 1904, for the cardboard
tabs in milk bottles. No dairy

* used them until his patent ex-
pired. Nor did he make much
money from his 1916 telephone
seceiver, nor from his several
patents on artificial fur, nor
from his patents that covered
the binding of rubber to car-
pets to prevent slipping, nor

- from his 1966 method to
record sound directly on Po-
laroid film, nor from his 1968
hybrid electric car.

But unlike most of Moore's

* 76 other patents, his develop-
ment of a rocket fuel is a
chronicle of persistence. It be-
gins about 1905, when Moore
2 i an Yot

of a Henry James novel. He
expre: “es that aloofness and a
respect for substance when he
snozts: “You must remember,
back in the early days lawyers
weren't s smart as they are ™
now. Now it comes down to
whether jt's a period, a semi-
colon or & comma.”

Moore was born into a well-
off family that lived three
blocks from the White House.
He says he met every presi-
dent from Grover Cleveland to
Franklin Roosevelt, and that

. he knew Wilson well Moore

had access to. . . society.

But inatead of being deli-
cate, he is gritty. Instead of
lolling in ennui and useless-
ness, he exudes a sense of vi-
tality and productivity. In-
stead of being a dilettante, he
does things,

His family has done things,
too. His mister, Drs Rasalind

and
then licensed an early explo-
sives expert and friend named
Manue! Himalaya to make and

sell it to mining companies.

Himalaya set up two {actories,
in England and Portugal, but
in 1912 the English factory
blew up. No one was killed,
but Himalaya was disturbed
enough to close the Portuguese
factory. One component of the
explosive was susceptible to
spontaneous combustion dur-
ing processing. Moore tried to
find a replacement, He failed,
filed the problem in the back
of his mind, and went on with
his fife. to

hrough the 1920s
and '303 Moore did
well, He moved to
Long Island and

served as patent
counsel to the General Talking
Picture C, ion. He con-

Bain, was one of the nation's
first female dentists; his
grandfather was quartcrmas.
ter general of the Army in the
Mexican and Civil Wars; his
father, a physician, took watks
with Absshami Lincoln.

As a youth Moore taunted
police into chasing him by rid.
ing his horse on the White
House lswn. Now at 102 his
eyes sparkle with that wild- *
ness. His mind flashes and
leaps. His inventions came to
him like that, with a cudden

tinued to invent—gadgets,
film technologies, textile ma-

! chinery and chemical pro-

ducts.

In 1939, at sge 62, Moors
was working In his basement
with latex—rubber suspended
in water.

“I wanted to get a rubber
paint,” he says, and to im-

" prove the binding of rubber

under mats, N
World War IT had just
Destruction was on
everyone’s mind, and Moore

was still thinking about his 27-
year-old explosives problem.
Latex is largely hydrogen and
i cerbon, which, when combined
. with oxygen, can be made to
1 explode. Suddenly he realized

‘i rubber could replace the dan-

» gerous hydrocarbon he hed
- used before!
“This happened on a Satur-

the starch. Starch was a big
thing. I was the first one to use
starch in an explosive [in
1905]. Starch took the water
out of latex. All I lacked was
‘an  oxygen-supplying agent.
The drugstore was a quarter-
mile from home. I snuck out. It
was a beautiful moonlit night -
1 asked for sodium nitrate. ‘f
don't have it," the clerk said.
‘Could you use potassium
chlotate?” So I did. I mixed it
that night. You can’t imagine
how I felt that Sunday when I
came down and found it all
dry. 1 knew how important it
was! I knew [ had it!

“Then 1 typed the specifics
“n a patent. Monday I had it
notarized. This thing I could

"see was the most §

day night. I had the latex and

i pulsion Laboratory
California Insti
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In 1946 Moore sent a sample
to the Bureau of Mines; they
found it had 46 percent the
power of TNT, yet was abso-
lutely safe to make and
handle. Armed with this re-
port from a second govern-
ment agency, Moore dropped
his 1942 application and filed
,& Rew one. )

f eanwhile, the
war, and Ger-

! man V-1 and

the government had employed, ~
he was still in the race for &
usable rocket fuel. That year
he delivered a sample o the
Navy for testing. The Navy
sent the sample w the Pica-
tinny Arsenal in New Jersey.
Testers there knew little ahout
rubber-based propellants;
such fuel was too new. They
treated “Mootite,” as the
Navy called it, exactly as they
treated a completely different
family of propellants called

public domain, the secret -
stamp meant Muore's inven-
tion waen't patentable. “I was
a little bit frustrated,’ he says,
“but I felt it was a rule,and we
have to live according to the
rules.”

In 1955 Moare was 78 years
old, with more than 50 patents
to his name. Why didn't he
simply give up and rest? .

A lot of people in the pat-
ent office were waiting for me

tto die. But I never let go of it.
Never. You must
when you invent

V-2  missiles, [double base—a nitroglycerine Never.
., Adhed  pointed |and nitrocellulose mix derived !
the way to the fut k from gunpowder. The test re-

etry—and the United States
was racing the Soviet Union to
get there first. Moore prepared
some of his explosive for use as
arocket propellant.

Propellants at the time were
mostly liquid, but solids had
advantages—liquids had to be
pressurized or pumped and
only the most volatile and
dangerous liquids were more
dense and delivered more
power per volume.

Researchers at the Jet Pro-
at the

patent I ever handled.”

After a few months' more
work, Moore delivered a
sample to the Bureau of Ez-
plosives, which tests new ex-

to be transported. William
McKenna, the chemist who
tested it then, still remembers;
“I hed nevet in my experience
[seen] this type of explosive. It
. took some investigating just to
assure that our apparatus
:would be adaptsble to it. It
had a lot of possibilities.”
Moore did not get those test
resulta until early 1942. The
country was at war; he took his
iovention to the Navy. “I love
my country,” he eaid, “I
lwanted her to have it.” But
. there wax a civilian looking on
with the Navy officers. “I
"asked i€ he was a dollar-a-year
man from Du Pont. They said,
Yes, I turned around and
walked out because I knew Du
Pont would steal it. I would
never trust a Du Pont man.”
" Then to protect himself,

of Tech-

{ nology and at the Aero-Jet

Corporation were looking for a
suitable solid fuel, one that

* could be poured and that then

iMoore applied for a patent. ;

The application was denied;
| Moore: was told his invention
was an obvious development
.from match heads and, ironi-

cally, from early Himalaya pa- *

tents that Moore himself had

. ‘worked on.

Moore argued for four years
over his application, insisting
the invention was as important
as dynamite. Were they fools?
It was a universal explosive.
Depending on how he treated
the rubber, he could get gran-
ules, thin sheets, even a solid
.mass of explosive.

« “They had,” he now says,
|“examiners who didn't know

“their cases.”

plosives before allowing them ; would solidify. Aero-Jet had

already produced an asphalt-
based booster rocket to help

, get aircraft off carricr decks,

but at low temperatures as-

phalt cracked; at high temper-
atures it melted. Other solids
cracked when the heat of
burning made them expand.
Cracking was a serious prob-
lem: it exposed more surface to
burning, causing a sudden
surge of power that inade a
tocket unstable. An clasto-
meric fuel—one that wouid
stretch and not crack—was
needed. -

3ix years after Moore devel-
oped his latex-based 62l
Aero-Jet also tried lates, but

used a different process. In- i

stead of getting a liquid that
would solidify, they got sticky
granules. When they tried it in
arocket; the rocket exploded.
Charles Bartley, a scientist
at the Jet Propulsion Lab,
knew of Aero-Jet's efforts with
natural rubber and began

looking into synthetics. In late

1946 he found one that worked
—Thiokol, named for the com-
pany that made it. Thickol
Corporation would scon be-
come the major supplier of &
family of "propellants called
rubber-based. But they dida't
quite have it yet.

In 1939 Moore had been
seven years ahead of the gov-
ernment-funded laboratories.
In 1948 he was 71 years old,

" and despite the millions of

dollars, the dozens of scientista

and the many Inboratories that |

sults did not show Moorite at
its best but still were en-
couraging encugh to merit
“further consideration.” More
; importantly, the staff at Pica-

v » tidny sent the report to no less

something it is Iike an infant
to you. I had love for this
stuff.” .
Because the patent office
had refused to patent even his
" timited claims for a mining ex-
broadened

'

Moore

[ plosive,

than 43 government contrac- | them again to include rocket
tors and laboratories, includ- | fuel, In 1962 he located the
ing Dupont, General Tire and | Navy officer to whom he had
Rubber (which by then had delivered the sample that went
taken over Aero-Jet) and to Picatinny. The officer sent .
Thiokol. . bim, finally, a copy of that test
Meanwhile, Moore had! report. And in 1965, Moore got
given up arguing over hia 1946| a patent. It was not nnoug.h for
patent application and had| him, and he immediately
filed a new one, in 1949, He| asked for a reissue patent. Be-
waited for the Picatinny usl! fore reissuing a patent, the
report to strengthen it. And| patent office thoroughly reeza-

waited. And waited.

The report had been classi-
fied secret. Moore had no
clearance; he got no copy.
When a top-secret 1951 sum—l
mary of the state of the art!

elastomeric propellants to be |
considered for possible use, !

was only to find out 19 years
iater that his invention was so

through his own perseverance.
In the early 1950s Moore's
second wife and also his sis- !
ter's husband died."So Moore i
left his long-time job with
General Talking Pictures and

mines everything in it; a reis-
sue patent usually stands up
better in cort. In 1966 Moore
got that.

So David Pelton Moore fi-
nally was ready to go to war.

listed Moorite as one of 10! He was 89 yearsold.

well received, and then only ‘

Moore was still waiting. He 'Y"

Yhezeisa larger, more
critical issue here.
The patent system,
the big laboratuories

k.  and the way they are
funded, may be preventing
some technological advances
by both squeezing out private
individuale and by limiting re-
search inside the corporl:l:.

moved back to Washi

to§

live with his sister in 1954, He -

was in his 70s but hardly ready
to retire. And one thing stuck
in his mind—his rocket fuel.
Seeing it go unused frustrated
him; it coyld do so many
things.

For example, cured one way
it could be an excellent mining
explosive because its fumes are
not toxic. So Moore talked
with Joshua Evans, a promi-
nent Washington banker, and
John L. Lewis of .he United
Mine Workera, The UM de-
cided to finance production.
Ivioare took another trip to the

patent office to file a new ap-

plication. Hoping to avoid an- -

other battle with patent exam-
iners, he limited the claims
simply to a mining explosive.
The patent office promptly
closed the books on the ven-
ture by classifying the applica-
tion secret. Because patents
must, by definition, be in the

and g
oratories. Barret Hazletine, an
engineering  professor and

' dean st Brown University, es-

timates he spends one hour
writing proposals to fund
every two hours of research

. and thinks that is typical.

Worse, Hazletine says, a new
idea, something really new,
has the least chance of being
funded.

“How,” asks  William
Arendale, “do we take advan.
tage of what everybody

knows? . . . Innovation in
technology today requires not
only an idea but funds to de-
velop it and entrepreneurial
ability to sell it. Tou don't
have a solution uatil it's
widely accepted.” He adds
that all the money is in corpo-
rate, academic or government
labs. “At the same tims people
in those labs don’t give credit

to peoole outside, even if an -

outsidur has an idea. We even
hav w & pame for it We call

.



NIH-—not invented here.”
Moore exemplifies the prob-
lem an outsider with an idea
has, and how times have
changed. Early in this century
he had an inferior product—
his first explosive. He had no
trouble getting a patent or set-
ting up two factories, one of

which blew up. Forty years .

tater he had a vastly superior
product, It took him four sepa-
rate applications, innumerable
changes within each applica-
tion, and a quarter of a cen-
tury to get a patent. Yet he
never could exploit it, because
at first no one would listen and
later because of government
interference. When he finally
got a patent in 1966, it was too
late to exploit it commerciatly,
So he began to prod the gov-

ernment and wrote letters to |

the Navy, Air Force, Army and
NASA, asking for compensa-
tion. Legally be didn’t need o
show that anyone had stolen
his ideas, only that they had.
used them, nor did he have to
show that the propellanta ussd

were identical to his patert.

The doctrine of equivalercy,
well established in patent {uw,

says that if somuthing dees es-

sextislly the same thing in vs-

sentially the same way with es-

sentially the same result, there

is infringement. But one by

one, the last in 1968, his claims

were denied. Then Mike Ross-

nan began to help him.

T he two had met in a
Silver Spring bar-

bershop in 1964,

when Rossnan was

in his 30s and in

charge of the seafood depart-
ments at Giant markets. Now
he owna a crab-processing fac-
tory and also sells crab-pro- .
cessing machines. As a boy
Rossnan had lost his father.
While Moore had outlived
three wives, he had no chil-
dren. They became immediate

. and fast friends. When

Moore's sister died, he moved
in with Roasnan and his wife

=~ Barbara. In 1976 Moore
- adopted them both.

Rossnan, himself holder of
half a dozen patents that
Moore helped him get, can he
a fietce man, intense and cyni-
cal: He has immense respect
for Moore snd says, "There's a
Iot of grazing animals out
there who do nothing but eat
and sleep. . . Then there are
people like David who build
civilizations.” The only thing
wrong with Moore, Roesnan
believes. is that “David thinks
the world is a good place, that
the government would do ti.e
honorable thing.”

To prove his case, Moore
needed information about the
chemistry of the rocket pro-
pellants that only the gove: -
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ment could supply. So he
asked the government for it.

“We went-through all-thy
channels,” Rossnan says dis-
gustedly. “We were denied ali
along the line. How do you
prove something when every-
thing ‘cv ask, the government
says, * “That's classified'?”

If Moore was willing to prod
genteelly, Rossnan was not. In
1970 he called Chuck Hamel,
who was Sen. Mike Gravel's
top assistant and who earlier
had worked for Sen. Thomas
Dodd, Lyndon Johnson and
others.

"l was curiocus about one
thing,” Hamel says, “if David's
invention was as far off as
everybody was saying, why did
they classify his 1955 patent
application?”

Hamel had access that a pri-
vate citizen did not. He met
with the director of the Ap-
plied Physics Laboratory of
Johns Hopkina in Laurel, which
was by far the most important
repository of relevant informa-
tion on rocket propellanta,

The director got out a copy of |

the Picatinny report. It had

more pages than Moore's copy,

including a distribution list of
lab :

could at least go down with
dignity. I became David's eyes
and read to him. We went
through bozes of documcnts,
and he'd say, ‘Yes, Mike, that’s
important.” A friend put the
forms in proper order.”

Rossnan pauses for a mo-
ment and presses his lips to-
gether. His voice hardens.
“Then when I looked at it
more closely, | thought,
‘Maybe we have something
after all.’ ”

(g O

.

government's

Martin  Avin. Avin
- was impressed with

.  Moore, but “al that
carly stage their clim was far
from being legally sound,
What [ recommended was,
NASA had the right to give
someone an award [which in.
cludes an honorarium} for ad-

vancing rocketry. If I could .

appiy to NASA for him, they
could give it to him."

That was in 1975, Avin had
seen only the putent. the Pica-
tinny report and the distribu-
tion fist. Moore's case im-
proved dramatically later. Per-
haps there could have heen a

! hut Avin retired

an;
tors. Hamel's eyes widened
when he saw that list. He
wanted to copy it. He was re-
SQd H H.

-
3

after A heart attack. Moore's

felations with the Justice De-_

partment were not friendly, or
-t

E
Hame! tore off the pages and
walked out.

“Later,” Hamel laughs,
“they accused David of having
classified documents.”

But even with Hamel's help,
information only trickled in.
Despite ™ persistent  efforts,
Rossnan and Moore had hit a
stone wail. Even their one ally,
Hamel, could help no longer. It
was 1971 and he was leaving
the Hill to become a consul-
tant. His advice: sue. The legal
process of discovery was the
only way to get the informa-
tion,

‘The next year Moore talked
with the alumni director of
George  Washington Law
School, Moore's alma mater,
about the school’s taking on his
case for half the award. When
nothing came of those talks,

Rossnan became discouraged. .

They had too little evidence;
he gave up the hunt.

Moore did not. In 1973,
at 95, he typed out a suit
against the United States of
America. Rossnan found out
about the suit when Moore gat
a letter from the Court of
Claims, “I was hurt that David
hadn't told us, but more be-
cause of all the mistakes on
the forms. David couldn't sce
very well anymore. Sometimes
when he typed he was off a
whole key. It 1oked like a
crank case. 1 felt if thy, were
going to shoot him down, he

i

even p
again.

‘The government’s case
under Robert Plotkin, and
later Paul Lucketn, who re-
placed Plotkin early in 1978,
moved on two fronts: fitst, to
get tha case dismissed without
a full trial and, second, appar-
ently to avoid the discovery
procer. —the legal process in
which each side asks for evi-
dence that the other holds.

Three weeks after Plotkin
took over from Avin, Moore's
th attorney, hired on a con-

first attorney was:

had not filed an application
until 1935, he had lost his
rights. At that time. August
1976, Moure lacked proot that
he later found of his 1942,
1946 and 1949 applications.

__Moure was in tzouble and he

knew it. The trial was going °

badly. Moore lost confidence
in his second attorney and
went to another firm which
had a lawyer on the staff with
a PhD. in chemistry—Paul
Meiklejohn, Meiklejohn, how-
ever, had no trial experience.

Moore won the abandon-
ment trial, but it was a hollow
-victory, The government still
blocked discovery and still
held almost all the evidence.
Moore’s attorneys knew if they
went to full trial then, they
would lose, So they asked for
postponements, and more
postponements. The Justice
Department asked for dis-
missal because of “failure to
prosecute.”

The Applied Physics Labo-
tatory, where much of the rele-
vant information was stored,
had released almost ncne be-
cause of advice from Plotkin
and the Navy's patent attor-
ney. The Navy attorney told
APL in January 1976 that it

could ignore Moore's request

for rocket fuel information
since 1939 and only provide
data since Oct. 22, 1966, when
Moore received his patert. The
case was crippled without he
early data. Moore’s attorneys

complained to the judge, but .

the government said finding
the documents would be “bur-
densome.”

Then Moore got lucky. A
worker at APL thought Moaors
was “getting ncrewed. There's
no doubt the old man had
ideas, and no doubt the gov-
ernment had access to them
+ « « " The worker leaked a se-
ries of memos to Moore that

gency  basis,

Within & week, Plotkin called
Moore.

“His manner,” Moore says,
“was unpardonable and insult-
ing. He seid he was coming
over to the house with dis.
missal papers [for Moore to
sign]." .

At a pre-trisl hearing, Plot-
kin told the judge, Joseph
Colaianni, that Moote's patent
was missing procedural ele-
ments and therefore was in-
valid. An enroged Rossnan
then stormed into the patent-
office, demeanding to see

Moore's file. The missing parts .

had been lost and were found
in a fold in the patent applica-
tion.

Next. Plotkin convinced the
judge to hold a separate trial
limited to the issue of aban-
donment, claiming that be-
cause Moore had made his in.
n no later than 1942, hut

he felt d d the gov-

ernment’s evasion.

Soon Moore got another
break. He learned that Plotkin
had gotten some information
{rom the National Archives.
He and Rossnan went thers.
At first they were denied ac-
cess because the material was
atill classified, but the archiv.
ist looked at the 100-year-old
Moure and finally said, “Hell,
the Justice Department guy
didn't have clearance cither.
You can see what he saw.”
Moore and Rossnan epent
days there and fuund some key
data.

Meanwhile, copies of the
memos leaked from APL were
making the rounds. Rossnan
had shown them to Chuck
Hamel and ssked for advice.
Hamel had Moore write letters
ta Walter Flowers, an Ala-
buma congressman and mem-
ber of the Judiciary Cormit-
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. T v
1 d a friend of Ham:1, to  made no sense until it was pu
'é:i[‘l"x\; Bell, then attorney together with what the govern-
general, and to James Fall&;lws; ment had.
then President Carter’s chief, ;
speech writer. The letters he :omrhoom ule:
asked for an independent in- mo{)d :: er.cwmel
vestigation of the Justice De- :vabl N 'Ia‘f! unsel
pastment’s bandling of the t MVMO '::re il: Jo
case. (An investigation, a Jus- o lz“":y ‘ :e -
tice Department spokesman ‘l’:; ved. }? ‘;ﬂumz. but
now say3, did ocour and found ab‘:::: l;?;‘ Y:msoeurliz:rc he
"n:‘l‘);.?:':o‘t;::;;); ':;%n',g, had offered to settle m return
memos a8 well, presenting  fof 520-900hﬂnd“§redlt as ‘;!\el
them to the judge, who was not inventor; the offer was Il!-
amused. The Justice Depart- missed es that of a ¢razy old

ment's motion to dismiss the man. ) i
case because of delay was de- There i3 & young mnn_k||n~
nied, and Justice was ordered yolve.d. too. It was Menh e-
to comply with discovery. Paul JOhfI s first lﬂ'nl. He had |
Luckern, by now the Justice switched to a New York law
nltomey' released much infor-  irmi a senior member of l}le
mation. .Meiklejohn wanted 10 firm had planned to help him
visit several facilities to find but asnowstorm prevented his
additions) documents. Luck- sppearance. So  Meiklejohn
ern refused. was‘alone. . "
Meiklejohn went to th The questions  quickly
judge. 'I'he judgeruled defini- boiled down to twu; ﬁr's!. are
tively for Moore, and Meikle-  the polysuliide. synthetic rub-

as with an entirely dif-
ferent kind" of fuel—double-
based—"and {{] was incor-
rectly infetring from thai.”
Moore's side felt Camp had
been  unfaidy comparing
Moorite’s thrust to double-
base fuels, to prove it wouldn't
work. Yet another government

- witness already had said that

oven with less thrust the rub-

, ber-based fuels, like Moorits,

gave better performance than
double-base fuels because they
can use lighter motors. '

After the trial Arendale
said, “I don't know what Mr.
Camp was teying to prove. You
can't compare those figures.
Double-base and castable elas-
tomerics like Moorite are ap-
ples and oranges.”

The night the trial ended,
Moore, Mike Rossnan, Bar-
bara Rossnan,  Hamel “and
Arendale went to a restaurant.
To celebrate. Crabs were
devoured. Liquor  flowed.
Moore had just turned 101.
Suddenly R turned to -

v ) y - bet p quivalent to
:‘:l}:: v‘}![:‘:dfo::; d";f.,mo:‘,i; Moorite, \lhi\:l’: is made with
that supposcdly did not exist,  natural f‘-‘bbﬂi‘ . o
Soon Moore's attorneys had Al Camp. l'he h”; K:’i"f_ :d
the information they wanted. Ment expert who had advised
More importantly, they had the ;owmnent since t\‘w in-
found the particular expert ception ofthe case and who sat
they wanted—William Aren- with Luckern at the cou'mel
dale. Not only had Arendale !able, was te.s‘hfy'mg, Muikle-
headed the development vf the  john asked: “In other words
government’s  rubber-based - - - would [MOO!'I!A‘.] be the
propellants, but he was knowl.  first elastomeric sghd compo:;‘
edgeable about other types of ite propellant—if it Jworked]?
fuel, “] believe so,” Camp an-
When first  contacted, swered. )

. Arendale was leery. He as- The second question, then,
sumed it was a crank case. lwax: \Vt;\;ld Moore’s propel-
en he read the patent: “It lantworks !
]ﬁt seemed incznceivuble. -Arendale said it would. Flv..
These things so characterized government experts said it
solid propellant arg that I just would not. But it quickly be-
honestly could not believe came abparent that Arendale
they existed in 1839.” waa the only expert with ex-

Arendale agreed 1o testify. pertise in the chemistry of
The trial was nearing. Ten- Nbbe}-bHSEd propellants. The
sion grew. “1 think,” Arendale chemist for the government
said after being questioned by a@mmed, “] am not familiar
Luckern, “it was the first time  With ?olysu_lﬁde polymer sys-
he realized his experts would tems,” which were exactly
be contested . . . Let's put it what the trial was about. An-
this way, there were feclings other government cfpert. who
after that meeting. I do know haq been Argndale s boss at
inquiries were made about me Thmkql. readily agreed 'he was
around Huntaville. . ." an engineer, not a c‘hemncal en-

In November 1978, mearly gineer, and that his responsi-
40 years after Moore had bility was for u'.e rocket motar
invented his “universal explo. while Arendple’s was for “pro-
sive,” he and the United Pell:ul‘: chemistry develop-

( ere ready ment.”

?: :‘r;mp.r America v Only Al Camp, of the gov-

“This {s what life's about,” ernment experta, wasa prupe!-
Rossnsn says. “The fight, the lant chemist—but  Moure’s
challenge. Not to give up. You side thought Camp knew little
know how many years David's about rubber-based . propel-
been hawking about this? The lants. Camp had, in fact,
perseverance of the man? We changed his testimony from
never had any evidence. We the eatlier 'abnndam_nent trial
had & bunch of papers that because his experience. he

y
him and said, “ Ve won, didn't
we?”

P he case .,
Not until last month
were & series of
briefs and rebuttals

A completed.  Some-
time in the next few months
Judge Cr iaianai is expected to
decide the case.

If Moore wins he will get aa
much as 10 percent of all the -
money the government has
spent on the propellants he
says are infringed. That ac-
counting will take more years.
A settlement would probably
precede it. Moore plans ta use
haif of any award to set up a
foundation to help individual
inventors. People, he says, not
corporations, invent.

He was talking about that at
his 102nd burthday party last
November. Dressed as always
in finery, he began to enter-
tain. His eyes Nashed. He re-
called hia birthday party in
1884. The Democrats had just
elected Grover Cleveland and
were parading past hig house
on Pennsylvania Avenue with
roosters on top of poles—*'the
first time the cock had crawed
in 24 ycars.”

One birthday present—
mustache wax—recalled that
past. Another—a Playboy cal-
endar—was very much the
present. Everyone was in good
humor. There was dinner. then
dessert. It was, of course, a
cake. Un il was a rocket roar-
ing toward tHe stars. Moore
looked at the cake, at the
rocket on it.

“Yes,” he said, “that’s my
invention.” 2
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waskington 25, D. ¢, : - . . ) INFORMATION FURNISHED BY A COMPANY
ATTi:  D.Q.S./AL, .
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¥ro M. Lipnick : . : :
bk tty of ¢ 56 Oxygen % Potassium Perchlorate %, Rubber—~
ersity of lMichi, . i i 3 1
Dept of i—:n:-,ir:uciiﬂggznﬂus B ’ . Yo, fatlo & Solids . PR AR Hydrocarbon
Pt A oa 1288 .~ 69.5 2.9
ITH: e Jo BEri . ° - . .
. I 57 KOB  1.200 : : 7047 25.2
i oo KA 126 2.2 70.0 25.9
Kintoupelis 1, rion : : C42B 1,243 76.0 . 89.7 25.9
OLin it ez Genpany ' ‘ LA 1,517 79.2 ' 73.0 22.3
East dlton, Illinois * o . B 1,517 79.2 v 73.0 22,3
ATM Vo Ry L. fomer . : 5 L4C 1.658 78.8 74,0 20.6
. : ’ . ) . L5A 1.388 7.5 70.6 23.5
Rohm & B .
ton pmsanal L6 1,511 77.3 ‘ 72.3 22,1
uville, Ala,
©® Samples 40A and 4LOB were compounded from salts as obtained on theg
open market, with no regard for particle size; while in all other samples.
the salt was micropulverized with 97.5% passing 250 mesh and 93.7% passing
325 mesh screcen. Samples 42B, 43B, /A and 46 were cast approximetely
1/4 inchj vhile A4B and L4LC were cast 5/16 inch to give variation in com~
pression, Others were cast without measure of depth, A coolant was in-
corporated in samples 45A and /;6 in the amovnt of 3.27% and 3.18%,
respectively. . ,
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1. Composition (Dry basis) a" L Q' Percent (®) & o Saas Hy
Salt (KCLO,) \\" ¢ v 1.0 . |
~Latex e A uAJ: 22, § -
Wetting Agent (10%) / / YL L‘}‘ o0y
A Curing Agent Ebulf © 70%) Maweds }:ﬁ;‘w / > ix3~ i
cesl = Curing Agent (Setsit 50%) -u/ AL ¢ peld (o T, 66 L A
Gelling Agent (NHI‘ N03 508 )"t ﬂ"& Pl S8

Zn 0 (50%)

* Moorite (4%) w6

.2, Moisture,

3. Hygroscopicity, % at 30° ﬁ 0.5%"
and 90% relative humidity

* k. Density at 28% {£ 19,
grams rer cubic centimeter
(a) g revealed by A Company for Sample No,

the ‘cleven samples,

(b) A determined for Sample. No, I,BA.

<IESTRICESD

)}\f,uwzf Ggd "

Jovo

'%g""‘——"l,"‘"” W[ .l

v 0,4 1.52 . - b
REHES) :
_ i
1,29 (®
/
\ 151 (b)

h4A which 48 typical for
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TABLE III
CHEMICAL AND PHYSICAL STABILITY OF "MOORITEW PROPELLANT /
+ "Mooriten Standard
1. Explosion Temperature " Propellant TNT
Test, °C.. - 1,85 L6
2. Impact Test, PA . St )
. apparatus, 2Kg wt, in, 8 B 7 A
3. 100°C lleat Test % Loss . % Loss Explosion
lst 48 hrs 2nd 4,8 hrs 100 hrs
None # None #*3# None
Notes: # Gain in weight - 1.95%

## Additional gain in weight -~ .87%

During the 100°C Heat Test the material changed to a dark
brovm color and became brittle,

ML Cas

0,29

5. Mechanical Properties before and after storage at various temperaturess

he 100°C Vacuum Stability Test Hours .

Stress at 25%

Propellant Time, Voeks Temp, °F Crmpression 1bs/sq in,
"Yoorite! 0 80 ) 185
n IN n ) 218 .
" 4 -50 219 )
" 1 160°F 490
n 2 " 1039 i
n 3 L 2277
. o 5 " 7722
T-8 (Lot PAE-2L4) 0 u - 968
/ n L " 1024
' n 2 " ()83
" 3 " 189 -
. i
I
~e /Qlf‘.q)\,t‘(-(_
(G .
RESTRICTED-
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TABLE 1v

BALLISTIC CHARACTERISTICS OF "MOORITE" PROPELLANT

/

a, Heat of Explosion (determined) Sample No, Cal/g
. Ch2A 700

42B 706

h4A 748

_ LB 91,
bs Volume of the Gaseous °  Sample No, M

Products of Explosion (determined) L2A . -Eég

‘ . 4,28 654

LLA 600

LLB 560

tlote: The residue, scraped from the bomb af
to about 35% of the original weight of
Nos, 42A and 42B the residue appeared
salt-like; from sample No, 44A the sa
white color with a coating of black m

ter each run was equal
the sample. From sample
to be very black and
1t-like residue had a
aterial; firom sample

No. 44B the salt-like residue had a cream color with a coating

of_Dblack naterial,

¢. Burning Rate of Strands, jnches per second

Sample No, o 428 428
At 500 psi and 86°F : 250 47
“ J000 pai u m .91 .96
T71500 psi o m om 1.27 1.42
#2000 psi, n n 1.62 1.82

d. Presswre exponent “n" ip formula r = cpn

Sample Ho, ) k24 42B

At 86°F for 500 - 1000 psi .87 1.04
“om " o1000 - 1500 psi .82 .97
non 1500 ~ 2000 psi 84 .86

BESTRISTED

L4A b
48 .07
1.26

1.29 1.76
1.95 2.11

Burning Rate, in/sec

! +

EC=

E=

11~ 12

Prsgsure, 100 pai

Flgure I

HISTRICTRIE
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DAJA-IP

MEMORANDUM FOR THE RECORD

SUBJECT: Chronology of Events R i
C elating to th
. Cl;lm of David Pelton Moore N ¢ fnvention secrecy

The following information has been drawn

Advocate General, Department of the Army.from £he files of The Judge

1940 Moore invents a solid explosive
1940-41 gggizisii::.to sell his invention to American Railroad
l _ " . .

941-42 ggggit;;;::,tgf;zilr:;:ct:;ention to the military
1948 Moore prepares patent application for his invention
1948- i is i "

49 ) f:zizdt;;gsrz?eziié his invention to the Army -
1948.55 xggi:r;ries to sell his invention to United Mine
Jul 1955 Moore files patent application for his invention
Mar 1956 Secrecy order imposed-on Moore's patent application
Apr 1957 Secrecy order rescinded
Oct 1960 Moore files continuation—in—par; of patent application
Jan 1962 Moore files another continuation-in-part
Jun 1964 Patent No. 3,135,634 issued to Moore for explosive
May 1?65 Moore files application for reissue of patent
Nov 1966 Reissue No. 26,108 issued to Moore
Dec 1966 Moore files administrative cl%im with the Army -

secrecy Qrde; is mentioned, but claim is only f
alleged infringement of Moore's patent voer
Jun 1967 Army Qenies Moore's claim for lack of infrihgement
Oct 1973 Moore files action against Government in the Court
o§ glalms - rgferepce is made to secrecy order, but
¢.aim for relief limited to infringement
M i i C 1a.
Aua 74 for secrocy order ammmge COPI3int - no clain
Jan 1975 Moore files Second Amended Complaint - first
assertion of damages caused by secrecy order
:peb 1980 Action still pending in C urt of Claims

H. M. HOUGEN
LTC, JAGC

2317

Mr. PreYER. They said nothing to you along that line?

Mr. MEIKLEJOHN. No, they did not. I pursued that quite a bit
with Dr. Moore and he was quite adamant about the fact that he
never received any reason why a secrecy order was imposed.

Mr. PrREYER. Let me ask you generally, Mr. Moore, as a success-
ful inventor you have had many ideas that have been ahead of
their time. How do you think a secrecy order affects the value of
an idea?

Mr. Moore. I would say that I wanted to get it before the
Government first and then the Du Pont people would have taken
it, but when they found that the Government had hold of it, they
refused to even talk to me about it.

Mr. PrEYER. In other words, as soon as——

Mr. Moore. It killed the deal with Du Pont.

Mr. MEIXKLEJOHN. Mr. Chairman, if I might just elaborate a little
bit. The impetus for David’s filing his 1955 patent application was
the pending deal with the United Mine Workers and a second deal
with some people from Baltimore who were going to put up a plant
and produce his explosive.

Patent applications are relatively expensive matters, between
$2,000 and $3,000 in today’s dollars, to prosecute an application to
issuance. Therefore, people do not go into them lightly. A lot of
people feel that they have to have some kind of commercial appli-
cation at least pending before they will file.

This, of course, does not apply to large corporations which have
almost unlimited funds for filing patent applications. So, the deals
David is talking about are deals that he entered into with the
United Mine Workers and the people in Baltimore, and the issu-
ance of the secrecy order had the effect of totally chilling, or in his
words killing, those deals.

Mr. Moore. Definitely.

Mr. PreYER. The statutes provides for just compensation for dam-
ages that the inventor, such as Mr. Moore, sustains during the
period that the secrecy order is in effect. However, the defense
agency and the Patent Office routinely classify the supporting
documents explaining the reason for the secrecy order.

How can the inventor submit evidence that he suffered damages?
How can the inventor establish a fair market value for an inven-
tion that has never been marketed?

I wonder, Mr. Moore, if you have any suggestions for us as to
how an inventor can gather such evidence to make his case for just
compensation. Also, who do you think should have the burden of
proof in such claim actions?

There were a lot of questions in that. Generally, I am asking
whether you have some suggestions on how you can establish a
case for just compensation. v

Mr. Moore. I suggest that they should treat an inventor just as
any company on the outside would treat you, but they do not.

In other words, if I go to an explosives company, which I did,
they go through it, turn it over to their patent department, and see
if the patent has been issued and what is against it.

The way they do it makes you know they do not care. They do
not go into the detail that they should. ’
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Mr. PreYER. It may be that if other questions develop as these
hearings go forward, we would want to hear from you again.

The whole question of restrictions on information developed inde-
pendent of Government supervision by scientist, mathematicians,
and so forth is certainly a very difficult legal problem, and a very
difficult Constitutional problem on which there has not been much
guidance.

Before we go into that, we have just heard Dr. Moore testify. I
realize that Dr. Moore is currently involved in civil litigation
against the Government, and the Department normally does not
comment on such ongoing litigation. We have tried to avoid the
specifics of the litigation in this hearing and instead to focus on the
process of the Invention Secrecy Act.

However, in fairness, since he has testified to some extent about
it, does the Department have .any general comment it wishes to
make on the testimony of Dr. Moore or the problems his testimony
highlights?

Mr. Foy. Mr. Chairman, as you point out, I cannot comment
about Mr. Moore’s case in particular. I think it is clear that the
legal procedures established by statute in cases like this do not
always do justice in individual cases. I do not know whether that is
the case in the case of Mr. Moore.

Regarding the general question of restricting the use of new
ideas that miz 11t be patented, I do have a couple of general observa-
tions which I think should be kept in mind as we consider the
equities in case like this one. The first point is that not every new
and useful idea is patentable. There are many kinds of new and
useful ideas that are not patentable, and no suggestion has ever
been made, that I know of, that when a patent is properly denied
under our laws, the denial itself amounts to a taking of property
that requires compensation.

One way of looking at the Invention Secrecy Act is to look at it
in that light. What the Invention Secrecy Act says in effect is that
there are some inventions that are too dangerous to be disclosed in
the way that a patent normally discloses the invention, and the
patent will not issue for such an invention at least for a time.

The second observation I have to make is that even in a case
where patent rights can be acquired, they are acquired subject to
lawful regulations restricting their use. The classic example of that
sort of think is the case where an individual of a company acquires
a patent in a new drug but then is unable to market it and profit
by it because the FDA does not find the drug safe and effective and
will not allow it to be sold.

I think that is simply an application of the general principle that
whenever you or I acquire property, we take it subject to existing,
valid regulations restricting it use. If I buy a plot of land, and
existing zoning regulations require it be kept in its natural state, I
have no claim for loss occasioned by that regulation simply because
I wanted to build a shopping center on it.

Those are observations of a general nature. I will be happy to
answer any other questions you have.

Mr. PreYER. 1 think the legal issues here are interesting ones
and difficult ones which we will be exploring.
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I want to call on our staff counsel to outline a few questions that
will give you some indication of the way we would like to proceed
in the fuiure with your testimony. Before calling on him, I will
first recognize members of the subcommittee if they have ques-
tions.

Mr. Evans?

Mr. Evans. No, Mr. Chairman.

Mr. PreYER. Mr. Kindness?

Mr. Kinpness. No, Mr. Chairman.

Mr. PreYER. Mr. Drinan? )

Mr. DriNAN. No, Mr. Chairman. I just want to thank _the wit-
nesses. I regret that I simply could not be here at an earlier time.

Just for my own information, I would ask Mr. Foy if he could
describe, at least in general, the inventions that were developed
within the FBI and with respect to which the Justice Department
asked for secrecy. ) )

Mr. Foy. Mr. Drinan, I do not know what those inventions were,
the reason being that they are under a secrecy order. They were
developed by employees of the Department in the Federal Bureau
of Investigation. That is about all I can tell you. o

Mr. DriNan. All right. It was simply to satisfy my curiosity.

I yield back the balance of my time.

Mr. PrEYER. Thank you.

Mr. WEIss?

Mr. Weiss. Not at this time, sir. Thank you.

Mr. PreYER. I recognize Mr. Ingram. L ) ,

Mr. INGRAM. I might follow up on Father Drinan’s question. How
many secrecy orders are there now in effect, would you say, involv-
ing Justice Department—— ]

Mr. Fov. There are three orders that the Justice Department
sponsored or requested, and each of them involves an invention or
claim that was made by an employee of the Department itself, not
by private citizens or others. )

Mr. IncraM. How far back do they go? Were they first invented
some years ago? .

Mr.yFOY. 'Ighe claims were filed, I believe, in 1952 and in 1953.

I would like to add to the written statement I have submitted
with my testimony. There are three existing orders that the Justice
Department has requested. In the history of the Invention Secrecy
Act there have been more, but they are no longer in effe?ct. Howev-
er, the Justice Department, for obvious reasons, 18 not involved in
this sort of business and there have not been very many of them.

Mr. INGRaM. The Department is named as a defense agency for
the purposes of the Invention Secrecy Act. Is there any need to
continue the Department as a defense agency under the act, since
its role, practically speaking, has been nonexistent?

Mr. Foy. There may very well not be.

Mr. INGRAM. I see. .

As I understand it, one of these inventions may involve an unde-
tectable telephone tap. Is that your understanding, or do you have
any knowledge of the three inventions?

Mr. Fov. I just do not know.

Mr. INGRAM. Does the witness wish to elaborate further on that
reply?
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[No respons:.a.]

Mr. IneraMm. One of the difficulties we saw was that of the
private inventor, such as Dr. Moore, who will submit something to
the Patent Office. It will be classified and the backup documents
will be classified. He will not have access to that in formulating a
possible case.

The FBI employee, on the other hand, or the Government em-
ployees who seeks a patent, may have a distinct advantage over the
private inventor. Would the FBI employees, for example, who in-
vented these three inventions currently covered by a secrecy order
have access to the relevant materials and backup documents ex-
plaining why the secrecy order was issued?

Mr. Fov. I just do not know in those particular cases. They might
well know more, simply by virtue of their employment, than a
private individual would know, but I would point out that there are
judicial procedures available whereby sensitive information can be
submitted to a court and determinations made on the basis of it.

The fact that in these cases you do have to deal with sensitive
information is a problem, but there may, in some instances, be
ways of surmounting it. For example, cleared counsel is a very
common device used by the courts these days to handle problems of
this kind.

It may be that we need guidance from Congress on this point,
but what I an. suggesting is that the problems encountered in a
case like Dr. ::Joore’s may be ones that can be ameliorated or
overcome to sore degree by some inventive lawyering or legisla-
tion.

Mr. INGrAM. Any thoughts the Department might have further
on that would be appreciated.

Let me turn for a minute to the Department of State’s Interna-
tional Traffic in Arms Control Regulations, commonly known as
ITAR. On May 11, 1978, the Office of General Counsel of the
Department of Justice issued a legal opinion on the constitutional-
ity under the First Amendment of ITAR restrictions on public
cryptography. The opinion was addressed to Dr. Frank Press, who
is the Science Adviser to the President.

It concluded that,

It is our veiw that the existing provisions of the ITAR are Unconstitutional
insofar as they establish a prior restraint on disclosure of cryptographic ideas and
information developed by scientists and mathematicians in the private sector.

Your statement does not refer to the OLC opinion and its finding
of unconstitutionality of portions of the ITAR. Could you explain
why your statement does not include a reference to that opinion?

Mr. Foy. There was no intention on my part to obscure or hide
the fact that we issued an opinion. Our opinion was, of course,
referred to in your inquiry to the Department.

The remarks in the written statement are addressed to two
things that happended after our opinion was issued. If I may back
up for a minute and address the opinion itself, the opinion was
directed at the broad issue that was raised by the possibility of a
broad applicaticn of the ITAR regulation. The ITAR regulation is
written so broadly that it could be applied in cases in which very
serious first amendment problems would be presented.
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What happened after our opinion issued was, first, that the ninth
circuit, in pzf case called Edler, sharply limited the scope of the
ITAR regulation. It said that an individual cannot be punished for
failing to comply with the licensing procedure established by the
regulation unless, in effect, he knowmgly partlc_lpated ina combi-
nation of some sort whereby he provided technical assistance to a
foreign enterprise or group knowing that that assistance was going
to be used in the manufacture or use of weapons of war.

That is very narrow interpretation of that regulation, and I
think it goes a long way to curing the constitutional problems that
would be created by an application of the Licensing system to
routine publications of scientific ideas in this country.

The second thing that has happened since our opinion 18 that the
State Department itself, through its office of Munitions Control,
has issued an interpretation of the regulation which parallels the
ninth circuit’s view and narrows the effect, ameliorating to some
extent the first amendment problems created by the regulation on
its face. That is the state of things as I see it. ..

Mr. INGRAM. What form has the State Department’s interpreta-
tion taken? Has there been a formal change of the ITAR regula-
tion? . . 0 3 -

Mr. Foy. The regulation is still in the form it was in when our
opinion was issued. The Office of Munitions control has issued a
bulletin that explains how it understands the regulation. In fact, it
is an interpretation of its regulation. It is a formal public document
and I will be happy to provide it for the record.

Mr. IncraMm. If you would, please do. ) )

Mr. Preyer. Without objection, a copy of the bulletin will be
included in the record at this point.

[The material follows:]
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OOE 'Form DP-136

{812} (Facility or Instaliation Where Terminated)

U.S. DEPARTMENT OF ENERGY

SECURITY TERMINATION STATEMENT

NAME AND TITLE lor position): PRESENT EMPLOYER:

FUTURE RESIDENCE: NAME AND ADDRESS OF FUTURE EMPLOYER:

REASON FOR TERMINATION:

DATE OF TERMINATION:

.

I make the following statement in connection with the forthcoming termination of my security clearance or access
authorization granted by the Department of Energy:

1. | have destroyed in accordance with DOE security regulations or transferred to persons designated by the Department of Energy
all elassified documents and material which | was charged or which | had in my possession.

. { shall not reveal 1o any person any Restricted Data, Formerly Restricted Data, or ather classitied information of which | have

gained knowledge except as authorized by law, regulations of the Department of Energy, or in writing by officials of the
Department of Energy 2mpow to grant permission for such di

3. | am aware that the Atomic Energy Act of 1954 and t).S. Code, Title 18, “Crimes and Criminal P/ ' prescribe
for unauthorized disclosure of Restricted Data, Formerly Restricted Data, and other information relating to the aational defanse.

»

1 am asware that [ may i:e subject to criminal penaities if | have made any of ial facts
is talse or it | willfully conceal any material fact {Title 18, U.S. Code, Section 1001).

that such

. 1 know that the Department of Energy desires to be informed when former DOE or DOE contractor personnel enter the military
service if they have had access to Top Secret information or ctassified information currently of material sensitivity to the energy
R&D program.

. | understand that the Department of Energy desires to be informed when persons who have been granted DOE access
authorization propose to travel to Soviet blac countries. This does not apply to individuals who obtain DOE access authorization

and receive access to Restricted Data or Formerly Restricted Data solely as employees of other Govarnment agencies or their
contractors.

{Normally, an individual will not be asked to forego any travel unless the travel is of such naturs as to be considered unwise from
the standpoint of persanal safety or there are special circumstances existing which would make such travel unwise from the
standpoint of the security of the anergy R&D program. The DOE’s sscurity interest in such travel normally diminishes as the
period of access to Restricted Dats, Formerly Restricted Data or ather ified inf¢ ion b

more remots.)

(Signature of Person Conducting Interview) {Signature of Person Whose Access Authorization

Is Being Terminated)

(Title of Position) {Date}

e

!
¢
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STATEMENT OF ERIC J. FYGI
DEPUTY GENERAL COUNSEL
U.S. DEPARTMENT OF ENERGY
BEFORE THE
SUBCOMMITTEE ON GOVERNMENT INFORMATION AND INDIVIDUAL RIGHTS
HOUSE COMMITTEE ON GOVERNMENT OPERATIONS
MARCH 20, 1980
Mr. Chairman, members of the Subcommittee, I am Eric Fygi, Depu:y
General Counsel, and I will continue DOE's testimony in regard to use by
DOE of the Invention Secrecy Act and the Atomic Energy Act. In DOE, the
General Counsel's office is responsible for the review of patent applications
covering inventions made available by the U.S. Patent and Trademark Office
(PTO) to DOE for inspection to determine whether the publication or disclosure

of the invention would be detrimental to the national security, and whether

secrecy orders should be imposed.

The Subcommittee inquired as to how DOE utilizes and implements the
Invention Secrecy Act and the Atomic Energy Act in regard to the application
of secrecy orders and the treatment of classified inventions. In particular,
inquiry was made as to the overlapping nature of these two Acts and the

distinction between the powers conveyed under them.

There 1is substantial overlap in both the function and application of
the Invention Secrecy Act and the Atomic f:nergy Act. Subsection 151c of
the Atomic Energy Act of 1954 (42 USC 218lc) requires any person who makes
an invention or discovery useful in the production or utilization of special
nuclear material or atomic energy either to report such invention or.
discovery to DOE or to the Commissioner of the PTO through the filing of a
patent application. Subsection 151d requires the PTO to disclose such

patent applications to DOE. The purpose of Section 151 is, in part, to
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provide for review of such inventions to determine their classification as

Restricted Data. Any invention reported to either DOE or the PTO found to

contain Restricted Data will be classified in accordance with Chapter 12 of
the Atomic Energy Act.

Paralleling the Atomic Energy Act, the Invention Secrecy Act (35 USC
181-188) allows the PTO to disclose patent applications believed to have
classified subject matter to defense agencies, including DOE. The details
of the PTO's procesé for making these inventions available and for the
application of secrecy orders under Section 181 have been recently described
to this Subcommittee in the testimony of the Assistant Commissioner of
Patents, Honorable Rene Tegtmeyer. Both the Invention Secrecy Act as
implemented by the PTO, and the Atomic Energy Act, provide somewhat different

but similar restrictions for the handling of inventions or patent applications

classified as Restricted Data or placed under secrecy order.

The secrecy order requires the applicant, before disclosing to others,
to obtain permission from the PTO, which in turn forwards the request to
the agency sponsoring the secrecy order. This enables DOE to determine if
proper security clearances have been obtained. Violation of the secrecy
order by the applicar* subjects him to criminal penalties (35 USC 186), and
may result in the ir-ontion being held abandoned (35 USC 182). Restricted
Data must be handled in the manner provided for in Chapter 12 of the Atomic
Energy Act and DOE Order 5650.2, dated December 12, 1978. If Restricteq
Data is handled in violatipn of these requirements, the applicant is also
subject to penalties as provided in Chapter 18 of the Atomic Energy Act.

A patent application circulating under secrecy order within DOE but not

—
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pearing any security markings is handled as if i1t contains information

classified at not less than the level of "Confidential."

Finally, the Invention Secrecy Act in Section 183 provides that the
owner of any invention who is damaged by the application of a secrecy order
way obtain compensation from the Federal Govermment. There is mo parallel
provision in the Atomic Energy Act for compensation resulting from the

classification of an invention as Restricted Data.

As to your inquiry regarding patent applications in which the Government
has rights because it was made or conceived by an employee or under a
contract or subcontract, such applications which contain Restricted Data
are filed by DOE with the appropriate classification markings under cover
of a DOE letter requesting that a secrecy order be imposed thereon. Patent
applications have been filed on classified inventions generated by employees
or under our contracts dating back to the days of the Office of Scientific
Research and Development (OSRD) established in 1941 and cOntinuin; with the
Atomic Energy Commission (AEC) and its successor agencies, the Energy
Research and Development Administration (ERDA) and now DOE.

With respect to privately developed inventions and patent applications
filed in the PTO, the PTO refers these applications to DOE under Section
151d of the Atomic Energy Act (42 USC 2181d) and section 181 of the Inventions
Secrecy Act. When such a patent application bears no security markings,
but is found to contain Restricted Data by DOE, a request for issuance of a

gecrecy order is made to the PTO.
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1ln spe y »
pecific response to the inquiries for statistical 1nformation we
»

have 8pon .
a sored 1,117 secrecy order renewals in the last Year Of these
’

924 were 1.
e 1ssued on OSRD/AEC/ERDA/DOE generated inventions under Government

ownership,
P. Of the remaining 193, 117 were issued at the request of foreig
n

governments
under mutual security agreements, The other 76 renewals wer
e

on privately owned Patent applications.

Of those patent applications not owned by DOE on which renewals h
ave

been iss
ued, the average age is 8 years for those secrecy orders requested

by fo ,
¥y reign governments, and 11 years for the secrecy orders on Privately

d i O] v -
owned applicati ns. In view of the large numbers of DOE-owned patent
a ication VO 1 v W 'V V. y
rpl ions 1in ol ed, e have provided the requested infomation b age Of

th
e secrecy orders in a particular time period in the following ten~year

intervals:
TIME PERIOD SECRECY ORDER RE&EWALS
1940 - 1950 223
1950 - 1960 79
1960 - 1970 260
1970 - 1980 362

DOE B
has rzquested the PTO to issue new secrecy orders in the last five

years as follows:

YEAR égggiggggo¥:V23T?gss APnggiﬁloNS TOTAL
1979 14 6 _—;;—
1978 15 3 18 '
1977 35 15 50

1976 34 4 38

1975 60 11 71

e — -
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Regarding the question of whether DOE sponsors secrecy orders on non-
Restricted Data inventions, we sponsor many such secrecy orders on our own
patent applications covering inventions that are not Restricted Data but
contain National Security Information. As you know, Executive Order 12065
does not permit classification of non-government research and development
as National Security Information unless (a) it reveals classified information
to which the producer was given prior access, or (b) the government acquires
a proprietary interest in the product. Accordingly, the Department presently
sponsors no secrecy orders on privately owned patent applications that do

not contain Restricted Data.

In regard to DOE procedures for evaluating requests from inventors for
compensation under the Atomic Energy Act, Section 157 of the Atomic Energy
Act (42 USC 2187) provides for the designation of a Patent Compensation
Board to consider applications for compensation, awards and royalties based
upon claims under the Atomic Energy Act. In addition, the Board has been
given authority to consider claims based upon the Invention Secrecy Act (35
USC 183). Since its inception, the Board has considered 40 applications.
Thirty-eight of the 40 applications were for awards and just compensation
under the Atomic Energy Act. Two applications of the 40 included claims
for compensation because of PTO secrecy orders. In the first application,
the Board found the claim without merit. In the second application, claims
were made for compensation and award under Sections 151, 153 and 157 of the
Atomic Energy Act of 1954, as well as under 35 USC 183. The claim was
settled for $120,000, and all rights in and to the invention were assigned

to the Government without stipulation of which of the several allegations

- were relevant to the settlement.
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Mr, Eric J. Fygi

Deputy General Cowumsel
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Dear Mr. Fygi:

The Subcommittee on Gove
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Please answer the following questions:

1. On the question of DOE i
Data inemerioh . sponsorship of secrecy orders on non-Restricted

5 of i
of Executie nosl? 10 :no‘tjxrsgﬁ?ared statement), you cited provisions

"Accordingly, the Departmen
SPOnsors no secrecy orders i T ane CeH G eently
not contain recres o) Data?ﬂ privately owned patent applications that do

t However, the s

pointed to declares that the order s FFech the provizioL206S you
does not isi X

U.S.C. 181-188 (the Invention Secrecy Act?. agfzgsetg’e‘pﬁgx:}smns of 3
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dggrslsggEas;gggcy order on a privately owned

D T secrecy orders on privatel: icati
only if they contain Restricted Data? hat was poEk o corc bULications
ore E012065 went into effect? practice in such

b. Wh impo:
th::‘.l ggleis mDts‘.e:s : secrecy order on a Privately owned Patent application
tha soos Dot gxll ain Restrict':ed Data, is it classifying the informa-
Pplication? Is is acquiring a proprietary interest in

.

ding whether or not to
patent application? Why
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Mr. Eric J. Pygi
April 28, 1980

the application? Is it acquiring a property interest in the
application?

c. How does DOE acquire a property interest in a patent application
within the meaning of the Invention Secrecy Act? How does it
(or can it) acquire a proprietary interest in a patent application?
How does it acquire a proprietary interest in 'a product of non-
government research and development' within the meaning of E0120657

The DOE patent security category review list was filed with the Commission-
er of Patents and Trademarks by the Energy and Research and Development
Administration in April 1976. When the Patent Office refers a privately
owned patent application that, in its opinion, discloses an invention
covered by DOE's subject category list (e.g. materials, apparatus and
methods utilizing radioactive sources in medicine), which does DOE deter-
mine first: whether it contains Restricted Data, or whether it merits a
secrecy order? When DOE rescinds a secrecy order on a privately owned
patent application, does the rescission itself declassify the application
or does that require a second and discrete action? Could DOE then trans-
classify or reclassify that application?

In discussion of compensation cases, you mentioned (p. 43 of transcript)
a court of claims opinion in which the judgment was that, in the facts of
the case, there had not been such an encroachment upon the claimant's
property rights to amount to a compensable taking. Please furnish us

a copy of that opinion.

In response to a question (p.40-42 of transcript), you said that DOE
reads the 1954 Act as declaring that 'there was to be no such private
proprietary interest in weapon design information,' and later noted that
issues arise '"in the context of infonmation which is Restricted Data but
is not necessarily directly related to weapons design." Please expound
this d;}stinctinn. How could Congress amend the 1954 Act to resolve these
issues? .

Thank you for your helpful testimony on March 20, and for answering these

follow-up questions. Your prompt reply would be most appreciated.

Cordially,

Richardson Preyer
Chairman
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Honorable Richardson Preyer

Chairman, Subcommittee on Information
and Individual Rights

Committee on Government Operations

Housg of Representatives

Washington, D. €. 20515

Dear Mr. Chairman:

You observe correctly that Executive Order 12065 4
oes

gy its terms, affect the provisions of the Invention S:giécy

ct, 35 U.S.C. 181-188. That order nonetheless did, by
expressly exempting privately-generated information'from
class}flcatlon under the order, indicate that executive
agencies shguld employ particular restraint in considerin
whether to impose restrictions that the law may permit ——g

rather than require -- over dissemi i
emi -
generated information. nation of privately

The practice of this Department's
; predecessors a

ggve been consistent with this policy. While th£p§:§:v::t
1le§ are neither organized nor indexed to facilitate
regrleval of'thgs? of our patent files involving secrecy
orders, the individuals who administer these matters have
agylﬁed me of only one instance during the last 14 years in
Zrégr this Department's predecessors sponsored a secrecy
orae on a prlvately-deyeloped invention that did not contain
estricted Data. The circumstances of that case involved

information bearing directl i i
bilitioe of poar Department¥ on the functions and responsi-

The next questions posed in iffi
3 S your letter are difficult t
:ﬁdies§ Eecause they imply rules of general applicabilizy
Itadozlg t be suggested by extremely infrequent occurrences.
S not appear to me, though, that the sponsorship of a
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secrecy order under 35 U.S.C. 181 necessarily entails the
judgment that the information sought to be protected is
perforce classified under the pertinent Executive Order.

The legislative history of the Invention Secrecy Act, while
rather sparse, suggests that secrecy orders were intended to
be issued in a variety of circumstances not confined to the
Executive Orders prescribing classification standards, such
as inventions originating in foreign countries whose govern-
ments, of course, apply their own standards in determining
what technical information requires protection from widespread
dissemination. Nor do I believe that, by sponsoring a
secrecy order under 35 U.S.C. 181, an agency necessarily is
taking, in the Constitutional sense, a "proprietary" or a
"property" interest in the patent application, even if the
applicant is eligible for compensation under 35 U.S.C. 183.
See Farrand Optical Co. v. United States, 325 F. 2d 328,
335-37 (24 Cir. 1963).

Normally this Department acquires a property interest, as
that term is used in the Invention Secrecy Act, "in an
invention under the terms of the contracts under which the
Department provides financial assistance for research and
development activities. Such contract clauses reflect the
statutory policy common to both the Atomic Energy Act and
the Federal Nonnuclear Energy Research and Development Act
that title to inventions conceived in the course of performing
such contracts vests in the United States. Other means by
which this Department could acquire such a property interest
would include purchase of a license or an invention itself,
or by exchanges of such rights made to settle litigation.
These latter categories could include products of "non-
government research and development" within the meaning of
Executive Order 12065.

When the Patent Office refers to this Department a privately-
owned patent application for review under the Invention
Secrecy Act, the first -- and in nearly every instance the
only -- matter considered is whether the application contains
Restricted Data under the Atomic Energy Act. In every
instance of a privately-owned application, save the one
example I mentioned previously, that determination is
dispositive of whether this Department will sponsor a
secrecy order under the Invention Secrecy Act. The one
example involved an invention that, while not containing
Restricted Data, did have significance in the field of

space nuclear power systems.
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Applying these principles to the particular questions you
posed, first the rescission of any secrecy order imposed
pursuant to the Invention Secrecy Act does not itself
declassify the information contained in the patent application.
In actual practice the sequence would be the reverse; that

is, the secrecy order would be rescinded only after the
original determination had been made that the Restricted

Data contained in the application no longer requires protection
and may be publicly disseminated without undue risk to the
common defense and security. If the rescission of the

secrecy order were made in conformity with a proper original
declassification decision by the Assistant Secretary, then I
doubt that the information in any application so declassified
could be subsequently reclassified as Restricted Data. It
would not appear possible, moreover, for the information
contained in such an application to be so removed from the
Restricted Data category but retain a classification as

" national security information under Executive Order 12065,

for the Atomic Energy Act limits the circumstances in which
former Restricted Data can retain its character as sensitive
defense information. See 42 U.S.C. 2162(d), (e).

Finally, you request that I augment the remarks that I made
during the hearing in which I observed that, while Congress
in 1954 determined that nuclear weapon design information
would not be susceptible of private ownership as intellectual
property protected by the patent laws, closer compensation
guestions can arise in the context of information which is
Restricted Data but is not necessarily related to weapon
design.

This distinction arises from the Atomic Energy Act itself.

In addition to information concerning the design, manufacture,
or utilization of atomic weapons, section 1lly of the Act
includes in the definition of Restricted Data "all data"
concerning the production of special nuclear material
(elsewhere defined as plutonium, uranium enriched in its
fissionable isotopes, and similar material), and the use of
special nuclear material in the production of energy. See

42 U.S.C. 2014(y). Section 151 of the Act, however, forecloses
from patentability only inventions "useful solely" in an
atomic weapon or, as to inventions admitting of multiple

uses, "to the extent that such invention" is useful in

atomic weapons. See 42 U.S.C. 2181(a), (b). This approach
continued the patentability of a variety of inventions that
might contain Restricted Data not directly useful in atomic
weapons. Examples of inventions containing Restricted Data
but that are nonetheless patentable would include inventions
relating to nuclear vessel propulsion systems and the technology
of enriching uranium or producing plutonium.
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This survey of our experience with Restricted Data and
application of the Invention Secrecy Act does not suggest to
me any clear direction in which the Congress might consider
amending the Atomic Energy Act. On the contrary, both
Statutes appear, through the compensation provisions of the
Invention Secrecy Act and the compensation and award authorities
" of the Atomic Energy Act, to provide the tools necessary to
mitigate or avoid the adverse and possibly unfair economic
consequences to patent applicants whose privately-developed
inventions might include Restricted Data. Should any amendment
to the Atomic Energy Act in this area be introduced, this
Department would consider it carefully and I expect that our
analysis of any such proposal would be more concrete than

these responses to the general questions posed in your
letter. .

As you requested, I am enclosing a copy of the Trial Judge's
opinion in Radioptics, Inc. v. United States, 204 USPQ 866
(1979), ai-ng with the decision of the Court of Claims
adopting the Trial Judge's conclusion. I hope this infor-
mation will be helpful to you and to the Subcommittee.

Sincerel

Eric J. Fygi
Deputy General Counsel

Enclosures
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In the United States Court of Gluims

“No. 369-75

(Decided April 30, 1980)

RADIOPTICS, INC. v. THE UNITED STATES

William F. Dudine, Jr., attorney of record, for plaintiff.
Darby & Darby, of counsel.

Donald E. Townsend, with whom was Assistant Attorney
General Alice Daniel, for defendant. Richard J. Webber,
Thomas J. Byrnes and Robert Marchick, of counsel.

Before CoweN, Senior Judge, Davis and BENNETT, Judges.

OPINION

PER CURIAM: This case comes before the court on the
parties’ exceptions to the recommended decision of Trial
Judge Francis C. Browne, filed April 12, 1979, pursuant to
Rule 134(h), having been submitted on the briefs :{.nd oral
argument of counsel. Upon consideration thereof, since the
court agrees with the trial judge’s recommended opinion and
conclusion, as hereinafter set forth,* it hereby adopts the
same as the basis for its decision in this case. It is therefore

g The court does not adopt the trial judge's separate findings of .ta'ct but his adopted
recommended opinion contains such facts as are necessary to the decision.
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Even though it is out and published, if it i
, was publish
somebody who may not know, that is a much less worgisoxlrfe Z(iitulg:

- tion than if you classify it, which would lead to its authentication

by a knowledgeable person.

_But to return to the Teller issue, I am not sur
s;ldes of the argument may have been at the timee.“ih?ltli;}l}{e t%%
Ehere 1s not a large enough data base to assess whether or not over
the years there has been any systematic discrimination based on
e prestige of the person involved. I just don’t know how to assess
that. My experience leads me to believe that there has not been
Mr. Werss. ‘You rajsed the other side of it which is shown by the
apparent fact that in the Teller case the Government, or some
representative, looked at that article and diagram, knew it present-
ed problems, and made the decision to let it lie. Wouldn’t you think
]t;hat for the same reasons the better part of wisdom would have
een to allow the same thing to happen in the Morland situation
rather than the Government itself disclosing all this buttressing
material which removes any question as to whether or not this
m:]:l)n is VrVnerely glieiimgk or if it is for real?
)r. WAGNER. ink you put your finger on th
decision that had to be made at ch time. Tghere is mgrguirrll(\lr?)igggtiar}
the Morland case than just the Teller-like diagram. I am sure that
thg:it welgh%l on the s1de”of taking unusual action, that is setting
aside the “no comment” approach and actually follow,ing the

course th=t 1 i
parﬁfel. was followed. So it clear to me that they are in fact

l\l\gr. \I’YEISS. T}rxlgﬁlk iou, Mr. Chairman. »

. REYER. Thank you very much, Dr. Wagner. We a iat
your being here today. We wi : ' itnesses. for
your testionony today.y w1§h to thank all of the witnesses for

The committee will stand in recess until the call of the Chair.

[Whereupon, at 1:17 p.m., the sub i j
vene subject to the call of the Ch:lilr.fommlttee adjourned, to recon.

THE GOVERNMENT’S CLASSIFICATION OF
PRIVATE IDEAS

THURSDAY, AUGUST 21, 1980

Housk oF REPRESENTATIVES,
GOVERNMENT INFORMATION
AND INDIVIDUAL RiGHTS SUBCOMMITTEE
oF THE COMMITTEE ON GOVERNMENT OPERATIONS,
Washington, D.C.

The subcommittee met, pursuant to notice, at 10:10 a.m., in room
2203, Rayburn House Office Building, Hon. Richardson Preyer
(chairman of the subcommittee) presiding.

Present: Representatives Richardson Preyer, Robert F. Drinan,
David W. Evans, and M. Caldwell Butler.

Also present: Representative Paul N. McCloskey, Jr.

Staff present: Timothy H. Ingram, staff director; Gerald Sturges,
professional staff member; Euphon Metzger, clerk; and Thomas G.
Morr, minority professional staff, Committee on Government Oper-
ations.

Mr. PreEYER. The committee will come to order. This is the third
day of hearings by the subcommittee on the ability of the Govern-
ment to classify, restrict, or assert ownership rights over privately
generated information—the policy issue highlighted by the Pro-
gressive magazine case.

Today’s hearing will explore the interlock between invention
secrecy orders, atomic energy restricted data, and the national
security information system.

Since its inception in 1940, the Armed Services Patent Advisory
Board has requested more than 41,000 secrecy orders on patent
applications. About 3,500 new and renewed secrecy orders are in
force today—the lowest number since the summer of 1951.

One thing we hope the Pentagon witness team will make crystal
clear this morning is how and why defense agencies classify patent
applications as national security information before they request a
secrecy order pursuant to the Invention Secrecy Act.

We will also explore the Department of Energy’s use of national
security information in conjunction with the Invention Secrecy Act
and the Atomic Energy Act, and are pleased to have with us
testifying again, the DOE Assistant Secretary for Defense Pro-
grams, Mr. Duane Sewell.

I might note that Mr. Sewell has given us—as we requested—a
sanitized version of the “Study on Government Control of ICF
Research”’—that is, the so-called Moe report on inertial confine-
ment fusion activities. However, this unclassified version has been
marked, “Official Use Only,” despite this subcommittee’s aversion
to the use of administrative markings to limit the distribution or

(441) )
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lt)litélli;{egf unclassified information. We will take up this matter a
Our wi

the other departme;xtal witnesses, l;ut I wish ta:l: eg ress My egmes

that the Qfﬁce_of' the Secretary of Defense is not rggicsa:err?t);é‘ e}%é';)é;

;ngxnsfﬁﬁs Villill {abc:-f;g(sivi;:agri lrllegarings._ If you andoglnn;;rfzea}ctcoonslg:ﬁ;irllg

Jou who questions will stand, I will administer

are about 10 shvebopere yiciemnly swear that e the trory, Jou

whole truth, and nothing but
Mr. Sciascia. I do. Ing but the truth, so help you God?

Colonel Hcugen. I do.
Mr. Sincer. I do.
Mr. Niemaxw. I do.

Mr. PREYER. Mr. Sciascia, we will i
, scia, recognize is ti
Perhaps first you would introduce your ass;sogc]ilates.y ou at this time.

STATEMENT OF RICHARD SCIASCIA, C
» CHAIRMAN, A -
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PRINCIPAL PATENT STAFF ATTORN
EY,
RESEARCH, DEPARTMENT OF Tin myoy OFFICE OF NAVAL

Mr. Sciascia. Mr. Chairman.- thank
. . , ou for th i
?ﬂ%ﬁf‘z )l'&u ﬁgd yourI stlzll)lcommittee. Va,ith me to?ia(;pg(:‘?lﬁlt}(,}gf
. ugen, Intellectual Property Divisio i . s
g éldgﬁaﬁcll:g;ag% ?ﬁ:(ﬁli)gﬁp%‘tmeﬁt of t}};e Arm:{,nr’n)(l) pf;l'(éﬁleggsts};i
i » Donald J. Singer, Acting Chief, P
ents Division, Office of the Jud chel E partmont 7
) , ge Advocate General, Depart
X]t(: Air Force; and Mr. Frank G. Nieman, Principal l?:tl;ag;eg:a%
Ni)rnar; Office of Naval Research, Department of the Navy
from the Office of the Secrneary of o, cE7elS regarding someons
of ) ol Defense being here, t -
:il(l))lllht for adm‘mlstermg and processing matterg ugg(;r ?}ferfﬁggg-
ecrecy Act has been delegated down through the Secretaries
] ast history, i i
ke 12 heppened during o ato" 540 and sary 1930
] al subcommittees and i ’
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delegated by directive to the Secretaries of each of the military
departments. They in turn have redelegated their authority to
their respective sections of the ASPAB. The ASPAB is composed of
an Army section, a Navy section, and an Air Force section. Each
section comprises four members and a similar number of alter-
nates. The ASPAB elects its Chairman. The ASPAB is under the
management control of the Department of the Army, which fur-
nishes the Secretary of the ASPAB. The three men with me repre-
sent the three sections of the Board.

When the ASPAB was created, the National Security Agency
was not in existence. It has therefore not been represented in
ASPAB membership. The Office of the Judge Advocate General of
the Army has acted on behalf of the agency.

The ASPAB represents the Secretary of Defense in the secrecy
order process. Recommendations to impose, modify, renew, or re-
scind secrecy orders are made by members of the ASPAB to the
Secretary of the ASPAB. The ASPAB Secretary then transmits the
official recommendation of the Board to the Commissioner of Pat-
ents and Trademarks.

When a secrecy order is imposed, the PTO continues to examine
the patent application in a routine manner, using special patent
examiners who have security clearances. The patent applicant and
his representatives are cautioned against disclosure of the contents
of the application to new persons. When the normal examination
results in a determination that the application is in “condition for
allowance” to be issued as a patent, further action on the patent
application is held in abeyance until the secrecy order is rescinded.

Secrecy orders are imposed on three basic categories of patent
ap’glications which have been filed in the PTO.

he first category includes those applications in which the Gov-
ernment has a property interest. This would include inventions
made by Government employees either as part of their normal
duties or on their own behalf, on which patent applications have
been filed by the Government. It also includes inventions made by
Government contractors during performance of their contractual
duties. When the Government has a property interest in an appli-
cation, the security classification of the patent application docu-
ment determines whether it should be placed under secrecy order.
If a patent application is properly classified under the provisions of
Executive Order 12065, then disclosure of the contents of the appli-
cation would clearly be detrimental to national security. Such ap-
plications are prepared with appropriate classification markings. It
folciows that such patent applications must be placed under secrecy
order.

The military departments initiate the imposition of secrecy
orders on patent applications in which the Government has a
property interest, without any preliminary action by the PTO. At
some time during early stages of patent prosecution, the military
department prosecuting the application or monitoring the contract
submits a request to the Secretary of the ASPAB, who transmits to
the Commissioner of Patents and Trademarks the ASPAB recom-
mendation to impose a secrecy order on the application.

A second major category includes patent applications filed by
foreign applicants, which have been placed under secrecy order in
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the applicants’ home countries. Under bilateral agreements with a
number of allied countries or the multilateral agreement with
members of the North Atlantic Treaty Organization, there is a
procedure for mutual filing of patent applications which have been
pitaced under secrecy orders. In each of these countries, there is a
secrecy order system, similar to that existing in the United States.
V7hen the country of origin has determined that a patent applica-
tiont can be filed in the United States provided the application is
maintained under secrecy, the patent application is forwarded
through diplomatic channels to the applicant’s representatives in
the United States for preparation of a U.S. patent application. The
ASPAB arranges for such representatives to receive industrial se-
curity clearance for handling classified information. When such an
application has been filed in the United States PTO, it will normal-
ly bear security markings identifying the security status imposed
by the government-of-origin. These foreign applications may be
government-owned or, as is more likely the case, privately owned.
Upon the request of the government-of-origin or the individual
applicant, the Secretary of the ASPAB transmits to the Commis-
sioner a recommendation to impose a secrecy order in compliance
with the international agreements. This category makes up ap-
proximately one-fourth of the ASPAB-sponsored secrecy orders.

The third category of patent application with which the ASPAB
is concerned produces the smallest number of secrecy orders but
creates the greatest problem as far as the public view of invention
secrecy is concerned. This category comprises patent applications
in which the Government has no property interest, which are filed
by corporations or private individuals.

The ASPAB has provided the PTO with a Patent Security Cate-
gory Review List. This document is classified, and a copy has been
provided to this committee separately. Certain categories of inven-
tions have been identified on the list as being of interest to particu-
lar military departments or subdivisions thereof. When a patent
application which does not contain classified markings or other
indication of a government property interest is received by the
PTO, it is screened by patent examiners for comparison with the
ASPAB list. If the subject matter of the application appears to
correspond to an item on the list, a microfiche of the patent appli-
cation is prepared and sent to each military department which has
indicated an interest in that particular category of subject matter.
Within the department, the single microfiche may be circulated to
one or more offices. The application is forwarded to individuals
having technical expertise in a particular area for a determination
whether the publication or disclosure of the information in the
application would be detrimental to the national security. Each
individual who reviews the patent application must sign an access
ackn%wledgement sheet, which becomes part of the official PTO
record.

Publication or disclosure of a patent application may be deter-
mined to be detrimental to national security either because of the
claimed subject matter of the invention or because of other matters
contained in the patent application. That is, an inventor may have
devised a new explosive device or guidance system which in itself
would have been classified had it been generated by military de-
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research, and mere disclosure of the invention Qetalls
Ic)gﬁfln gg%njurious. In another case, disclosure of a particular inven-
tion may not itself be objectionable, but the portion of the apph.cka;le-
tion discussing the use of the invention may incidentally descri
the method of operation of a weapons system, where the publica-
tion of those details would be detrimental to national security. This
is somewhat common where the invention has been que by inven-
tors who have worked in other situations with classified govern-
information. )
m(’el‘lifen;xt;(;litary departments conducted a total of 4,479 reviews of
newly filed, privately owned patent applications during fiscal year
1979. Some applications were reviewed by a single department.
Others were reviewed by two or three departments, depending on
the technology involved. A total of 227 secrecy orders were imposed
as a result of ASPAB activity during fiscal year 1979; this was the
total number of secrecy orders imposed in all three categories of
inventions. The greatest number of applications were those in
which the Government has a property interest. Appyommately 25
percent of the secrecy orders involved foreign-origin cases. The
Commissioners of Patents and Trademarks has estimated at differ-
ent times that approximately 10 to 20 percent of secrecy orders are
imposed on cases in which the Government has no property inter-
es“fncidentally a recent check with the Patent Office indicated that
figure is closer to 20 percent. o
th’(i‘hfutime required to review a patent application includes the
time involved in initial screening by the PTO as well as the time
involved in actual review by the defense agencies. Attached is a
chart indicating the percentage of cases which are 3 to 6 months
old when received initially from the PTO and the percentage which
are more than 6 months old. For these cases, it is unlikely, and in
some cases impossible for the defense agencies to complete their
review and impose a secrecy order within 6 months. This 6-month
time limit is critical in the case of foreign patent applications filed
by U.S. inventors. Unless the inventor has had a U.S. patent appli-
cation on file in the PTO for at least 6 mgnths, he cannot file a
foreign patent application relating to the invention without first
obtaining a foreign-filing license from the Commissioner. See sec-
tion 184. After he has had the application on file for 6 months, he
can file anywhere in the world without any further permission,
unless a secrecy order has previously been imposed. If the defense
agencies have not had time to review the application under the
normal review process, the applicant is allo_wed to file patent appli-
cations in any foreign country. Such_filing, with its attendant
publication during the procesis of grgitntlng the foreign patent, may
trimental to the national security. )
be’I(}}?e administrative problem has been jbrought to the attention of
the PTO, which is trying to reduce this consumption of time. If
that delay is not reduced substantially or th_e‘6-month provision is
not increased to reflect administrative realities, there 'coul_d'be a
serious injury to the national security because of the }nablllty of
the defense agencies to cause a secrecy order to be imposed on
time. .
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The sponsoring military departments have procedures for review
of secrecy orders to determine whether the order can be rescinded.
During fiscal year 1979, secrecy orders were rescinded on 419 appli-
cations. There has been a steady downward trend in the total
number of secrecy orders in effect during recent years.

With the advent of the National Emergencies Act—90 Stat. 1244,
Public Law 94-412—effective March 14, 1979, it became necessary
to review all secrecy orders on an annual basis for potential renew-
al. Annual review has continued on a regular basis. Under the
annual review procedure, the rescission rate has continued to be
higher than the imposition rate. Approximately 2,200 cases were
under ASPAB-sponsored secrecy orders at the end of fiscal year
1979. Thus, there were about 2,200 annual reviews during the year.

When a sponsor determines, as a result of either annual or other
review of a secrecy order, that an application no longer needs to be
maintained under secrecy order, rescission of the secrecy order is
recommended. Under the ASPAB charter, the patent application
must then be circulated among the other ASPAB members for
their individual consideration whether the secrecy order should be
rescinded. If another department desires continuance of the secrecy
order, that ASPAB member assumes sponsorship of the secrecy
order. This occurs on occasion, particularly when the different
departments are involved in different areas of research regarding
defense systems. When each member has agreed to rescission of the
secrecy order, the Patent and Trademark Office is notified accord-
ingly, and the secrecy order is rescinded.

If the case is a foreign-origin case, the recommendation for re-
scission will normally come from the foreign government. Under
the several international agreements, both the originating govern-
ment and the receiving government normally must concur in order
to permit rescission of the secrecy order on a foreign-origin applica-
tion. - :

An applicant whose application has been put under secrecy order
is permitted under the rules of the Patent and Trademark Office,
to apply for a modification of the secrecy order. Such modifications
may include permission to make disclosure of the contents of the
application to certain categories of individuals or permission to file
identical applications in selected foreign countries. Such requests
are reviewed by the agencies to determine whether the requests
should be granted. If a patent application is to be filed in a country
- which is obligated by agreement to.maintain it under secrecy, it

would be fairly common to permit such foreign filing. Permits to
allow disclosure of the invention to representatives of the Govern-
ment for potential marketing of the invention are routinely grant-
ed at the time of imposition of the secrecy order.

Under the statute, an applicant whose patent has been withheld
by reason of a secrecy order can file an administrative claim
against the military department which caused the order to be
issued. The claim can be based on the damages caused by the
imposition of the order and on use of the invention by the Govern-
ment resulting from the applicant’s disclosure. The ASPAB is not
directly involved in processing of administrative claims. Such
claims are filed -vith the particular department which requested
imposition of the secrecy order. Most of the ASPAB members are

s
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i he same offices which process the administrative
?:;glnsein? t}tley become involved in such claims as a result of tt!sleilrx;
other duties. A list of claims involving the military departmen in
which damages caused by a secre:c-:%'t order have been in issue w

i is committee. . )
pr%\ggui%'afgnr:;il;geiie:gegh1:f August 12, inviting this testimony,
posed several specific_questions. Specific responses ::io those ques-
tions are set forth in the attachment which I will reek . lav in

Question. What role does the Central Intelhgencg gency play
implementation of the Invention Secrecy Act (ISA)? ions of the

Response. It is a government agency within the provisi
first paragraph of section 181 and the following sectlons.h vote

Mr. Preyer. If [ mighlt:i iﬁfrz;upt, Mr. fs‘:la:gi)%twi% %gini‘{:saDoes

, and I would like to recess 10T . D
(t)}rllet?:mf:g?trtee feel that it is essential for him to read the questlox;s
and answers into the record here? I do not believe it is n;cesig.?tljé
for you to do that. We may have some questions to expand a li le
further on some of those questions and answers. We appreclia

yo&rt.e sg(l:rir;g(x:i);,s prepared statement and submissions to subcom-

mittee questions follow:]
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Prepared Statcment of the Armed Services Patent Advisory other designated agencies have authority to cause a secrecy

Board (ASPAB)

Department of Defense, before the Government order to be imposed on patent applications pending in the

Information -:d Individual Rights Subcommittee of the House nited States Patent and Trademark Office (PTO). Within

Committee on Government Operations. the Department of Defense, this authority has been delegated

by directive to bhﬁlsécretaries of each of the military

Mr. Chairman: departments. They in turn have redelegated their authority

vThank you for the opportunity to address you and your Subcommittee. to their respective sections of the ASPAB. The ASPAB is
' . composed of an Army Section, a Navy Section, and an Air

I am Richard S. Sciascia, Field Patent Director, Office .

Force Section. Each Section comprises four members and

of Naval Research and Chairman of the Armed Services Patent

a similar number of alternates. The ASPAB elects its

Advisory Board or ASPAB as it is more

’ commonly known. ;

. ] Chairman. The ASPAB is under the management control of

y With me today are Lieutenant Colonel Howard M. Hougen E -
Intell : ‘ the Department of the Army, which furnishes the Secretary
preliectual Property pivision, Office of The Judge Advocate £ the ASPAR The three men with me represent the three
o e Af . r
General, Department of the Army, my predecessor as Chairman h 4
sections of the Board.

of the ASPAB, Donald J. Singer, Acting Chief, Patents q? -

Division, Office of The Judge Advocate General, Department ; When the ASPAB was created, the National Security Agency

of the Air Force and Mr. Frank G. Nieman, Principal Patent was not in existence. It has therefore not been represented
Staff Attorney, Office of Naval Research, Department of :f in RSPAR membership. The Office of The Judge Advocate

the Navy. ' } General of the Army has acted on behalf of the Agency.

Under the provisi i
P ions of Chapter 17 of Title 35, United The ASPAB represents the Secretary of Defense in the secrecy

States Cod h : s s
ode, the Secretary of Defense and the heads of order process. Recommendations to impose, modify, renew,
or rescind secrecy orders are made by membe%s of the ASPAB

to the Secretary of the ASPAB. The ASPAB Secretary then
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transmits the official recommendation of the Board to the

Commissioner of Patents and Trademarks,

When a secrecy order is imposed, the PTO continunes to
examine the patent apblication ih a routine manner, using
special pate:nt examiners who ﬁév; security clearances.

The patent applicant and his representatives are cautioned
against disclosure of the contents of the application to
new-persons. When the normal examination results in a
determination that the application is in "condition for
allowance" to be issued as a Patent, further action on

the patent application is held in abeyance until the secrecy

order is rescinded.

Secrecy orders are imposed on three basic categories of

patent applications which have been filed in the pTO,

The first category includes those applications in which

the Government has a property interest. This would include
inventions made by government employees either as part

of their normal duties or on their own behalf, on which
patent applications have been filed by the Government.

It also includ«s inventions méde by government contractors
during verform nce of their contractual duties. When the
Government has a property interest in an application, the

3
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security classification of the patent application document
determines whether it should be placed under secrecy order.
If a patent application is properly classified under the
provisions of Executive Order 12065, then disclosure of

the contents of the application would clearly be detrimental
to national security. Such applications are prepared with
appropriate classification markings. It follows that such

patent applications must be placed under secrecy order.

The ﬁilitary departments initiate the imposition of secrecy
orders on patent applications in which the Government has

a property interest, withoqt any preliminary action by

the PT0O. At some time during early stages of patent
prosecution, the military department prosecuting the
application or monitoring the contract spbmits a request
to the Secretary of the ASPAB, who transmits to the
Commissioner of Patents and Trademarks the ASPAB

recommendation to impose a secrecy order on the application.

A second major category includes patent applications filed
by foreign applicants, which have been placed under secrecy
order in the applicants' home countries, Under bilateral
agreements with a number of allied countries or the

multilateral agreement with members of the North Atlantic
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Tréaty Organization, there is a procedure for mutu;1 filing
of patent applications which have been placed under secrecy
orders. In each of these countries, there is a secrecy
order system similar to that existing in the United States.
When the country of origin has determined that a patent
application can be filed in the Unitea States provided

the application is maintained under secrecy, the patent
application is forwarded through diplomatic channels to

the applicant's representatives in the United States for
preparation of a United States patent application. The
ASPAB arranges for such representatives to receive
industrial security clearances for handling classified
information. When such an application has been filed in
the United States PTO, it will normally bear security
markings identifying the security status imposed by the
government of origin, These foreign applications may be
qovernment-owned or, as is more likely the case, privately
owned. Upon the request of the government of origin or

the individual applicant, the Secretary of the ASPAB
transmits to the Commissioner a recommendation to impose

a secrecy order in compliance with the international
agreements. This category makes up approximately one-fourth

of the ASPAB-sponsored secrecy orders,

Sl SR e
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The third category of patent application with which the
ASPAB is concerned produces the smallest number of secrecy
orders but creates the greatest problem so far as the public
view of invention secrecy is concerned. This category
comprises patent applications in which the Government has
no property interest, which are filed by corporations or

private individuals.

The ASPAB has provided the PTO with a Patent Security
Category Review List. This document is classified, and

a copy has been provided to this Committee separately.
Certain cateqories of inventions have been identified on
the List as being of interest to particular military
departments or subdivisions thereof. When a patent
application which does not contain classified markings

or other indication of a government property interest is
received by the PTO, it is screened by patent examiners
for comparison with the ASPAB List, If the subject matter
of the application appears to correspond to an item on

the List, a microfiche of the patent application is prepared
and sent to each military department which has indicated
an interest in that particular category of subject matter.

within the department, the single microfiche may be
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circulated to one or more offices., The application is
forwarded to individuals having technical expertise in

a particular area for a determination whether the
publication or disclosure of the information in the
application would be detrimental to the national security.
Each individual who reviews the patent application must
sign an access acknowledgment sheet, which becomes part

of the official PTO record.

Publication or disclosure of a patent application may be
determined to be detrimental to national security either
because oi the claiméd subject matter of the invention

or because of other matters contained in the patent
application. That is, an inventor mdy have devised a new
explosive device or guidance system which in itself would
have been classified had it been generated by military
department research, and mere disclosure of the invention
details could be injurious. 1In another case, disclosure
of a particular invention may not itself be objectionable,
but the portion of the application discussing the use of {
the invention may incidentally describe the method of

operation of a weapons system, where the publication of

those details would be detrimental to national security.

This-is somewhat common where the invention has been made

7
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by invéntors who have worked in other situations with

classified government information.

The military departments conducted a total of 4,479 reviews
of newly filed, privately owned patent applications during
Fiscal Year 1979. Some épplic;tibns were reviewed by a
sinagle department., Others were reviewed by two or three
departments, depending on the technology involved. A total
of éz7 secrecy orders were imposed as a result of ASPAB
activity during Fiscal Year 1979; this was the total number
of secrecy orders imposed in all three categoriés of
inventions. The greatest number of applications were those
in which the Government had a property interest.
Approximately 25% of the secrecy orders involved foreign-
origin cases. The Commissioner of Patents and Trademarks
has estimated at different times that approximately 10

to 20 per cent of secrecy orders are imposed on cases in

which the Government has no property interest.

The time required to review a patent appiication includes
the time involved in initial screening bylthe PTO as well
as the time involved in actual review by the defense

agencies. Attached is a chart indicating the percentage

of cases which are three to six months old when received
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initially from the PTO and the percentage which are more
than six months old. For these cases, it is unlikely,

and in some cases impossible for the defense agencies to
complete their review and impose a secrecy order within

six months. This six“month time limit is critical in the
case of foreign patent applications filed by United States
inventors. Unless the inventor has had a United States
patent application on file in the PTO for at least six
months, he cannot file a foreign patent application relating
to the invention without first obtaining a foreign-filing
license from the Commissioner. See Section 184. After

he has had the application on file for six montﬁs, he can
file anywhere in the world without any further permission,
unless a secrecy order has previously been imposed. If

the defense agencies have not had time to review the
application under the normal review process, the applicant
is allowéd to file patent applications in any foreign
country. Such filing, with its attendant publication during
the process of qranting the foreign patent, may be

detrimental to the national security.

The administrative problem has been brought to the attention
of the PTO, which is trying to reduce this consumption
of time. If that delay is not reduced substantially or

9

457

the six-month provision is not increased to reflect
administrative realities, there could be a serious injury
to the national security because of the inability of the
defense agencies to cause a secrecy order to be imposed

on time.

The sponsoring military departments have procedures for
review of secrecy orders to determine whether the order
canlbe rescinded. During Fiscal Year 1979, secrecy orders
were rescinded on 419 applications., There has been a steady
downward trend in the total number of secrecy orders in

effect during recent years.

With the advent of the National Emergencies Act (90 Stat.
1244, Pub.L. 94-412), effective March 14, 1979, it became
necessary to review all secrecy orders on an annual basis
for potential renewal., Annual review has continued on

a regul#r basis. Under the annual review procedure, the
rescission rate has continued to be higher than the
impdsition rate. Approximately 2,200 cases were under
ASPAB-sponsored secrecy orders at the end of Fiscal Year

1979, Thus, there were about 2,200 annual reviews during

the year.

When a sponsor determines, as a result of either annual

10
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or other review of a secrecy order, that an application

no longer needs to be maintained under secrecy order,
rescission of the secrecy order is recommended. Under
the ASPAB Charter, . the patent application must then be

circulateqd among the other ASpagp members for their

individual consideration whether the secrecy order should

be fescinded. If another department desires continuance

of ‘the secrecy order, that ASPAB member assumes sponsorship

of the secrecy order. This occurs on occasion, Particularly
when the différent departments-are involved in different
areas of research regarding defense systems. When each
member has agreed to rescission of the Secrecy order, the
Patent and Trademark Office is notifieqd accordingly, and

the secrecy order is rescinded,.

If the case is a foreiqn—otiqin case, the recommendation

for rescission will hormally come from the foreign
government, Under theAseverAI international agreements,
both the originating qovernmént and the receiving government
normally must concur in order to permit rescission of the

secrecy order on a Eoreign—oriqin application.

An applicant whose application has been put under secrecy

order is permitted, under the rules of the Patent and

11
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Trademark Office, to apply for a modification of the secrecy
order. Such modifications may include permission to make
disclosure of the contents of the application to gertain
categories of individuals or pefmission to file identical
applications in selected foreign countries. Such requests
are reviewed by the agencies to determine whether th?
requests should be granted. If a patent application is

to berfiled in a country which is obligated by agreement

to maintain it under secrecy, it would be fairly common

to permit such foreign filing. Permits to allow disclosure
of the invention to representatives of the Government for
potential marketing of the invention are routinely granted

at the time of imposition of the secrecy order.

Under the statute, an applicant whose patent has been
withheld by reason of a secrecy order can file an
administrative claim against the military department which
caused the order to be issued., The claim can be based

on the damaqes caused by the imposition of the order and
on use of the invention by the Government resulting from
the applicant's disclosure. The ASPAR is not directly
involved in processing of administrative claims. Such
claims are filed with the particular department which
requested imposition of the secrecy order. Most of the

12
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RESPONSES TO QUESTIONS POSED IN THE CHAIRMAN'S LETTER OF AUGUST 12, 1980

.- QUESTION: wWhat nole does the Central Inielligency Agency play in
Amplementation of the Invention Secrecy Act [ISA)?
RESPONSE:

It is a Government agency within the provisions of the first
paragraph of Section 181 and the following sections.

QUESTION: T.-s it and did it evern sponson sechecy ordens orn review patent
application::
RESPONSE :

1t has sponsored and does sponsor secrecy orders indirectly. To
our knowledge, it has never reviewed any patent applications as that term
is used in the ISA.

QUESTION: tHow ane the CIA's own on contracted {nventions placed in
secnecy?

RESPONSE: 1If a patent application filed by the Agency or one of its
contractors has been classified by the Agency, the Agency notifies the
Secretary of the Armed Services Patent Advisory Board (ASPAB) of that
fact, It is then presumed that publication or disclosure by the grant

of a patent on the invention im which the Government has a property interest

would be detrimental to the national security. Accordingly, the Secretary

of the ASPAB recommends to the Commissioner that a secrecy order be imposed
on the patent application,

QUESTION: 14 the CIA a degense agency for ISA purposes?
RESPONSE: Not to our knowledge. ’

QUESTION: What role does 4t play in evaluation of Licenses to fife patent
applicdtions in foreign countries, nequests for disclosune permiis by
applicants unden secnecy onden, and petitions to rescind secrecy ondens?
RESPONSE: To our knowledge, the Agency has played no role in these
activities. If such an action related to a patent application which had

been classified by the Agency, it is most likely that the Agency would
be consulted.

QUESTION:

463

{ited in foneign countnies?
RESPONSE: To our knowledge, the Agency has had no role in such

We are not aware of any mechanism which would im

the Agency.

on in decisions to maintain seciecy here on applications

actions.

pose such role on

z. QUESTION: The TSA allows patent applications to be sealed by the

Commisaionen upon a "propern showing

" zo him by an agency that disclosure

would jeopandize national security. What constitutes a "propen showing?”

RESPONSE: That would depend upon the specific situation.

presumably involve a written communica

in an agency asking that the patent application be sealed.

QUESTION:

of a showing by the head of a defense agency---as "propen?”

RESPONSE: We have mo information and defer to the Commissioner on this

question.

QUESTICN: How often does DOD invoke this provision?

RESPONSE: Rarely. There are two cases currently under seal at the

request of DOD.

QUESTION:

It would

tion from an appropriate official

How does the Commissionen evaluaie the showing--~in the case

To whom have you ddegatdadihaﬁi&y:;ta-.ngqtzest,4mung?

RESPONSE: This power, like the others conferred upon the Secretary in

Sections 181,

and sections of ASPAB as discussed in the testimony.

3.
patent

onden?

182, and 184 of the ISA, has been delegated to the members

QUESTION: How 48 41 the uniformed services sometimes classify
applications using Lesser standands that those set by execuidve

RESPONSE: We are not aware of any use of lesser standards. P

applications, like all other documents, are classified in acco

Execut

jve Order 12065 and its implementing regulations.

atent

rdance with



464

QUESTION:  What are the standands §on classifying patent applications?

RESPONSE : ifi
SE: In order to be classified, a patent application must contain

ized disclosure of which could be
reasonably expected to cause at least identifiable 4

information or material the unauthor

: ‘ . amage to the
nationsl security,

leizTION: Can a DOD contracton using derivative classification
authority classify a patent application be ing £

orne §&ling it wi
Patent Oggice? g L1 with the
KRESPONSE: Yes.

QUESTION: Whe neviews these classification actions ¢
meet executive onden standards?
RESPONSE:

0 see whethen they

T P :
. he same officials who review other classification actions
within the commands.

4. QUESTION: What is the. statutony authonity fon the
nule” and the ASPAB "immediate action Letten,”
RESPONSE: The "five-year rule" :
of Rule 103(c¢)

"§ive-yean
4§ these are stilf used?
is believed to have been a PTO application

(37 C.F.R. 103(c)); to our knowledge

it has not b
for the past 20 years, : N

Current ASPAB members are not familiar with the
e i
term "immeciate action letter."

QUESTION: Please catalog the authonities and

agencies and the Patent Office in conjunction
Sysiem,

procedures used by the defense
with zhe invention decnecy

RESPONSE: For the ASPAB procedures, see the above testimony.
authority stems from Sections 181,
implemented by DOD Directive 5535.2
Manual

The ASPAB
182, 184, and 188 of the 1SA, as

» the ASPAB Charter, and the ASPAB

» copies of which have previously been furnished to the Subcommittee
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5. QUESTION: Discuss your delegaiion of invention secnecy authority.
RESPONSE: See the above testimony at pages 1-2, |

QUESTION: What process Leads to the decision, and who makes it, to~
nequest a secnecy order on a Government or contractor invention?

RESPONSE: See the above testimony at pages 3-4, which describes the process
leading to the decision. The cognizant security official would already

have made a determination that the patent application should be claé&ified
under Executive Order 12065. ASPAB members have no authority in seCurity

matters.

QUESTION: Under what circumstances do you automatically clasaify a
Government on contractor application?

RESPONSE: A patent application which contained information classified
under the provisions of Executive Order 12065 and its implementing

regulations would be automatically classified.

QUESTION: Given the serfousness of invention secrecy Ln peacetime, why

do you delfegate your authonity to nequest a secrecy orden? .
RESPONSE: Invention secrecy, which is one part of the process of
safeguarding the national security, is equally important in peacetime as
in wartiye. The volume of the work, the widespread sources of inventions,
and the diversified technical expertise required to ascertain the security
aspects mandate a delegation to those personnel having the time and
knowledge to make proper determinations. In FY 1979, there were 4,479
reviews of new patent applications, approximately 2,200 renewal reviews,
and 419 rescission determinations, all of which required coordination

among the cognizant technical sections of the several services.

6. QUESTION: Why 48 DOD's gield of interest List (by which it
notifies the Patent Office which applications to refer) classifdied?
RESPONSE: The Patent Security Category Review List was classified under
a prior executive order. It contains some terms which were classified

at the time. See page 21, for example. It also designates, by the
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particular agency having interest, the specific items of technical
information of interest for security review purposes, freguently
indicating specific parameters of the technology with which the

agency is concerned.

QUESTION: How does it meet executive order standands forn classification
as "Con{idential?"

RESPONSE: Under the standards of the current Executive Order 12065, it
is believed that unauthorized disclosure of the compilatiom of technical
information in the List could be expected to cause identifiable damage

to the national security.

7. QUESTION: (hat's the basis of the DOD approach that it ttkes only
one unifonmed senvice fo request a secrecy oader but the concunnence of
all three to rescind one?

RESPONSE: .he national security is adequately safeguarded when cognizant
personnel of any one of the military departments cause a secrecy order

to be imposed. By the time the original sponsor has determined that

it has no reason to retain a particular application under secrecy order,
another military department, which may never have reviewed the application
before, may have an independent reason for wanting to maintain the secrecy
order. The case is therefore circulated to those departments for review

and coordination.’

QUESTION: What's zhe. statutony basis forn the shifting of sponsorship of
secnecy ondens among the services?

RESPONSE: Section 188, which authorizes delegation of power under the
ISA, provides for the shifting of sponsorship. As indicated in the above
testimony, authority is delegated through the three service secretaries
to their respective members and sections of the ASPAB. Thus, each member
recommending imposition of a secrecy order is acting on behalf of the
Sec}etary of Defense, and the shifting of sponsorship reflects a

sequence of determinations to impose and maintain secrecy on behalf of

the Secretary,
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QUESTION: How and when does the applicant Learn that Apor.mouhip of his
Aecnécy onden has been transfenred?

RESPONSE: If the applicant is corresponding with the original s?onsor
regarding the secrecy order, the original sponsor would advise h1T .
promptly of the transfer. If the applicant asks the PTO for the identity
of the current §ponsor or any prior sponsor, he is provided fhat
information by the PTO. 1In addition, the annual renewal notices

gsent to the applicant identify the sponsor at the time of renewal.
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IShLIS'{an;ng?ER. The committee will stand in recess for about 10 or

g\f{teccla:ss taken’ilh
r. PREYER. The committee will resume its session. j
couple of questions to Mr. Sciascia, and will recogox?izi }1:21“’ el%lllj:{;e?‘
anId oé:l}:er memberstof tﬁle committee and staff. '
n the responses to the questions which you fil i

get a little clarification on one of your aiswerseccll’eilvi:?gu lv(z'iill]l(ihtg
field-of-interest list. That is the DOD field-of-interest list by which
it not1f_ies the Patent Office which applications to refer. What I did
n}(l)t think was clear from your answer is who originally classified
t 1%} list and why. Can you expand on that a little?

N r. SglASpIA. According to my recollection this goes back to 1971
how this list has been in existence for a number of years and it
b 9a'?1been periodically reviewed. It was reviewed and revised around

, and it was provided to the security personnel. I believe it was
over in the Department of Army, and 1 could be corrected on that
by Colonel Hougen but I believe it was the Department of Arm
security personnel that.did review it, determined that there waz
classified information in there for several reasons. No. 1, there
were terms of art or_ expressions, the use of which in and of
themselves were considered to be classified. In other areas it pro-
vided definition of the parameters that the military departments
were interested in, and usually you will find that the description of
Ipferggn?:eé‘i, n;gtezd and bounds of the operations of a piece of equip-
ment, nnsidered to be classified when it falls within a certain
Then a third reason is the total picture that it provi in givi
a compilation of all of the areas o? interest to thg ;Yill(iifgr;nd%lg;?g
ments, and. in _addition it identified which military departments
were mtgrested in certain areas, and because of these reasons it
vI\vias considered to fall within the area of classified subject matter
1:.ow that list has not been completely revised, but we had addi-
622:1'3?3& tgz‘ tl}:;elx 1979, and this was reviewed again by the
m 4 :

Department of the Am y command, and that information was con-

Mr. PreviEr. Colonel Hougen, do i
théf) 1or di) ﬁou concur with tl%at?’ you have anything to add to
_Colonel HougeN. That is substantially correct. I think
t);;ts ang _pieces of classified information were probably clasgff(“:ggbg;
w:sv};;lv ;{vz‘grﬁ,tglfferﬁl_t e{emgtréts dl?‘pending on the agency which
\ L \ the particular item. For example, an item pertain-
ing to ship navigation might well h. i 5 Navy
bult/I thalg is substﬁntially cgorrect, sirfive been classified by the Navy,
r. PrEYER. Has it been currently reviewed under th
Executive order? Does it meet t i der's stant N
clal\sdsiﬁéation er “conﬁdenti:(; s hat Executive order’s standards for
Mr. Sciascia. As of the present time it has not been i
st_11%1 contains- the original classification of the 1971 tlifxreleggl('iib(lit
::llte 31:8 exr::epi(:ilon e;hat the material added in 1979 to my knowl-
orgef. considered to be classified under the current Executive
Mr. PreYEr. On another subj
] ject, when a secrecy order h
rescinded, th:e Patent Office looks at the patent agplicationaf?lg: ?;
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see if it contains classified information. If it does, the Patent Office,
as I understand it, sends a form called a markings letter, which
requests the applicant to determine the need for existing classifica-
tion markings in the case. This form, PTOL-248, revised in March
of 1978 and still in use, starts off with a reference to Executive
Order 10501. That was President Eisenhower’s order of 1953 on
safeguarding official information, and it was revoked in 1972 by
President Nixon’s Executive Order 11652. Why is the Patent Office
using a revoked Executive order?

Mr. Sciascia. Can I have a recess and discuss this with my
colleagues please for a minute?

[Short recess.]

Mr. Sciascia. Mr. Chairman, after discussing it with my col-
leagues, this is a form that is employed by the Patent Office. Why
they continued to refer to a different area I am not sure. However,
I can give you an idea as to the practice here.

If the patent application is a Government-owned or Government
prosecuted patent application, at the time that we request rescis-
sion of the secrecy order we also request removal of the security
markings.

Mr. PrEYER. Are you saying that it could never be sent to a
private citizen who holds a patent application?

Mr. Sciascia. The private citizen would have to be a company
which made the invention under a Government contract which
required certain information to be classified, and that patent appli-
cation contained that classified information, and the contractor
then placed the appropriate security marking on it at the time it
was filed in the Patent Office.

When the ASPAB recommends rescission of the secrecy order,
the Patent Office will send a letter out to the individual, which in
this case would be usually a contractor requesting removal of the
security markings.

As to privately owned patent applications, let us say a John Doe
individual who made an invention on his own, with no relationship
to any Government contract, he files this patent application in the
Patent Office. It has no security markings on it. When this is
reviewed by the military departments, if it falls within the catego-
ry list, and it is determined by security personnel that this would
contain information detrimental to the national security, then a
secrecy order is imposed on that, but it contains no classified
information. I mean it has no security markings on it, and, at the
time of the rescission, there is no need for the Patent Office to
write to that private individual to remove any gecurity markings.

Mr. PrEYER. Going to another subject, if a patent has been grant-
ed in a foreign country, and is publicly available in that country,
how does ASPAB treat a subsequent patent application in this
country? Is there a rule that the application cannot be subject to
secrecy order here because the invention or process is already
public, or are there circumstances under which you would sponsor
a secrecy order?

Mzr. Sciascia. Since that information would already be available
to the public, it is a publication. It has been distributed anywhere
in the world, there would be no reason whatsoever to place a

’
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gecrecy order on any corresponding application here in the United
tates.

As a matter of fact, what has happened at times, this is on a rare
occasion, during the review process the patent application has been
placed under a secrecy order, and it was subsequently brought to
our attention that the subject matter of it was already published.
Then we proceeded to rescind the secrecy order pro forma.

Mr. PreYEr. From our review, it seems that the fact of a prior
overseas patent may not be noted on the application or microfiche
circulated among the defense agencies. Is that a problem?

Mr. Sciascia. Not to my knowledge. Usually if the applicant is
seeking the priority date under the Paris Convention, he will be
identifying applications filed in foreign countries. Now as to wheth-
er he does not place this information in there, I do not know of any
instance where we have had any problem in that regard.

Colonel HOUGEN. Sir, one thing that I should point out is most of
the foreign applications that come under secrecy orders come
under because they are translated from a foreign classified docu-
ment. For example, the German Government may have classified a
German patent application. They, like we do for our inventors,
allow their inventors to file in the United States, provided the
document continues to be marked “GEHEIM” and translated into
SECRET, for example, in English. When that happens, the case
actually passes, through the ASPAB frequently, between the
German Government and a local patent attorney. When the local
patent attorney files the U.S. patent application, he sends a copy of
the application to the ASPAB, bringing it to our attention that a
German classified document is being filed in the Patent Office, and
we then put on a secrecy label. It is brought to our attention, in
other words, by the applicant rather than by the Patent Office.

Mr. PrEYER. Thank you. Mr. Butler?

Mr. Burrer. Thank you, Mr. Chairman. I am interested in the
so-called sealing of an application. I think that may give me a little
more insight into the problem we have got. For beginners, what do
you mean when you say an application is sealed?

Mr. Sciascia. There is a provision in 35 USC 181 that, upon the
request of a department head or agency, an application will be
placed under seal. What this means is that a patent application is
prepared in accordance with the format required by the patent
laws, and it is placed in an envelope and sealed. There is corre-
spondence on top of it addressed to the Commissioner of Patents
requesting that this application be maintained on file in the U.S.
Patent Office in sealed condition, which means that this patent
application will not be examined by anyone until some date in the

future when that seal is requested to be removed.

Therefore it is of such a classified nature that not even a cleared
patent examiner ig entitled to see it. As a matter of fact, generally
speaking, no one sees it except the individual that has placed it in
a sealed envelope and the one that has requested it to be placed
under seal.

Mr. BurLer. Why would you want to place an application under
seal? What are the indexes that determine that?

Mr. Sciascia. On that what I would like to point out first is that
the Department of Navy has no application presently under seal,
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knowledge has never had one under seal. The Depart-

ar;ﬁgltt oofmt%e Army I%as no case under seal. The Air Force has two
icati under seal. ) )

apll\)Tlésfg(snilsi what the standard is that is used to determine placing

these under seal I cannot say. All 1 know is that someone at some

very high level must have determined this invention to be of such

a highly classified nature that it should be placed under seal and
mined for some time to come. . ) )

nolﬁlltx)".3 %)?TLER. Actually it cannot be examined until the sealing

agency grants its permission, is that correct?
Mr. SciasciA. That is right. o .
Mr. ButLER. And there are no guidelines as to that, excep

‘subjective judgment of the department or the individual within the

department who sponsored the invention, is that correct?

Mr. SciasciA. That is right. -

Mﬁ BuTtLER. Who monitors this agency, the department 1tse1f_'?
Not the Patent Office but the department itself will make this
determination, i§r ltxhat it? .

Mr. Sciascia. That is correct. ] )

Mf' BuTLER. Are they required to review at any regular interval
of time, or is this too in the discretion of the department?

Mr. Sciascia. Colonel Hougen reminded me that cases under seal
also are required to be placed under secrecy orders. Now the secre-

ders——
cyl\(l)ll;. I§UTLER. Wait a minute. ‘I;et us see. How can you be more
t than putting it under seal? o
se(l:\xlie;. SCIAsgIA. Ygu have to make a distinction here between seal-
ing and a secrecy order. A secrecy order is a fact that the Commis-
sioners of Patents has issued a statement indicating that it be
placed under secrecy with the language that is provided in there,
that it not be disclosed to unauthorized personnel. )

Mr. ButLer. Would you like to clear the room while you com-

lete your answer? ) )

P ?Vﬁ'.ySCIASCIA. That is all right, sir. As I stated, it requires both a
secrecy order and a sealing when the head of an agency determines
that it be placed under seal. That is what the statute requires.

Mr. BUTLER. Yes. The secrecy order follows automatically?

Mr. Sciascia. Right. o

M: BUTLER. Frogm the presentation of a sealed application, does
it not?S v

Mr. Sciascia. Yes. o

Mr. BurLer. I am concerned. I am not really panicking about
this thing, but I am concerned that we put it under seal, and what
we are effectively doing, we are putting it out of reach forever.
Does the statute have anything to say about review of the sealed
applicastion? No. it d .

Mr. Sciascia. No, it does not. ]

Mr. BurtLer. The question of sealing. Now the secrecy order
requires an annual review of some kind, does it not? )

Mr. Sciascia. Right, except that in this particular type of in-
stance, once it is under seal, the renewal of the secrecy order is

tomatic. .
aqu. BurLer. So there is really no review of the secrecy order?
Mr. Sciascia. No.
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Oflz{}[ll; n?t}ITLER. I think you told me the number. There are only two

Mr. Sciascia. Two applications, and th i
Force as being under seal by Air Force. & are charged to the Air
Mr. PrevEr. Will the gentleman yield?
Mr. ]%’UTL R. X;‘es, certainly.
I. URE*ZR. For a question or two al t i
seeﬂ/lllngsrev 1ast bIe made through ASPAB? ong that line. Must the
r. SCIAsCIA. I would like to have the Air F. i
anlillwerP that, suice tgey are both his cases. Mi Sg;;zrrepresentatlve
. I TREYER. I understand that there is a current sealed ica-
tion that went directly from the DOD head of research eDr?II)’%lg;
‘t”o a:hﬁn(;c‘)”mmlss;‘or_ler of Patents_ and that ASPAB for over a yeali
hall\){pensed. are of it. I wonder if that is the case and how that
r. SINGER. We were not totally unaware of it but it i
1 / ur y st
Dr. Perry did request the Commissioner of Patents to pl;(l:l: g:z:
gﬁ:’rtl}cculart mvtentlon under seal. It happened to involve a Govern-
ment contractor development, and it was an Air Force develop-
Mr. PreveR. Do we need to clarif the del i i
egat
fr?\rllnr tlécleNS(fcref’;Iz‘aﬁy re}g;ardixl])g these se);ling procgdu;%rs;? of authority
. ER. lhere have been so few cases pl
they have been handled on an individual basils). aced under seal that
Id might add the other case that is under-seal is of Brit
gn.t.wasﬁ placed under seal by my office at the request of the
bn ish uovernment. It involved a joint U.S.-British development
ult{ the application was filed by the British Government. ’
r. PREYER. How old are those two applications under seal?

Mr. SINGER. One applicati i
the other o aiy 193’17%? lcation was placed under seal in 1977 and

Mr. PreyEr. Thank you.

Mr. ButLez. One more question. Prior

none sealed. Has it been usgd with any fre tx%xfcl:l; fath;(li? there been

I\Ng gﬁfﬁséf'x Not to ;ny knowl?dge tha.t(} know of.

. - I am not aware of an icati
placed under seal during my 20 yearsyvgitt}}lxegthglif%‘t;gg:. that were
thgt()lonel Hougen. Sir, 1 kqow that there were two sealed cases
i Wﬁre removed from sealing about 4 or 5 years ago, and I don’t
now how long ago they were put under seal. They were British

origin cases, incidentall , that
oriemn case Government.y at were under seal at the request of

Mr. BurLer. You removed the seal?

ingoigrée—l EOUGEN. Removed them from seal and they went back

Mr. ButrLer. Did the secrec in i
y order remain in effect?
Colonel HouGeN. So far as I know, the secrecy order was re-

moved at the same time. i is i i
back aboydoe sal yeazl'xsr.]e That is my memory, but this is dealing

Mr. BurLEr. I thank you.
I yield back, Mr. Chairman.
ﬁr. EREYER. Mr. Evans?
r. Kvans. I have no questions, Mr. Chairman
Mr. PreYER. Does counsel have any followup qﬁestions?

ish origin

-
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Mr. INngraM. Yes, Mr. Chairman, one area I would like to focus
on. That involves carbon fiber technology, which—it strikes me—
presents the balance that ASPAB is faced with most directly, an
item which has both military and civilian applications.

Briefly, as I understand it, the carbon fiber technology involves a
lightweight, high shrink material which can replace steel or alu-
minium. It can be used in aerospace, sporting goods, automotive,
industrial aplications, but has a very serious drawback; that is,
that when it is subjected to heat in a fire, it breaks down.

Polyurethane will drop out, and you are left with these carbon
fibers which have a high electrical conductivity, and then they pose
a hazard to electrical equipment.

As I recall, there was at least one instance where a plane had
crashed, which was composed of this material, and may or may not
have knocked out some communications at an airport as a result of
the crash.

There is also some concern that this material, when it breaks
down in a fire, might pose a hazard to computer equipment.

Are you aware or could you sketch out for us the Department of
Defense’s involvement with a review of carbon fiber technology and
whether any current secrecy orders are outstanding in this area?

Mr. SciasciAa. Could I confer with my colleagues for a moment?

Mr. INGRAM. Sure.

Mr. Sciascia. None of the members of this board know anything
about this type of situation that you are referring to as carbon
fibers. As to answering your question, do we have any under secre-
cy orders, what I would like to do is be permitted to send you a
written response later on, after reviewing our orders.

At this point in time we have no recollection of any area in
carbon fibers that would involve secrecy orders, or of any great
import that would require any secrecy orders, but I would like to
send to you a written response to that matter.

Mr. INgraM. But in your collective memory this was not an issue
presented before ASPAB?

Mr. Sciascia. Never to my knowledge.

Mr. IngraM. I find it curious because there has been an ongoing
review involving Public Health Service, NIOSH, OSHA, EPA, DOT,
Commerce, NAgA, and I am informed parts of the Defense Depart-
ment and CIA on this issue for at least 2 years.

Frank Press’ office had gotten involved and the Bureau of Na-
tional Standards had gotten involved and, as I say, it is an area
that has incredible commercial value, but there is the military
hazard that I mentioned earlier. It strikes me as curious that
ASPAB has not played a role in that area.

Mr. Sciascia. To my knowledge, we haven’t. As a selected area,
it may have fallen somewhere for review, but I would have to look
into our records on that.

Mr. INGraM. Thank you.

[The information follows:]

There have been no requests from the Department of Defense to classify patent

applications surrounding carbon fiber technology. In fact, most carbon fiber produc-
tion technology is proprietary in nature rather than patent disclosed.

Mr. STurGEs. Mr. Sciascia, with respect to answers to a number
of questions, does your answer on the Central Intelligence Agency
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use it, but in very rare situations, and usually it is used in those
instances where we have received a Patent Office action, which has
rejected claims, and sometimes there are objections to the subject
matter of the application as being incomplete.

The information for us to be able to respond in a timely manner
to that Patent Office action within the 6 months cannot be done
because of additional information we may have to require, tests
that may have to be conducted, or the inventor is not available to
us at that time, so we request that it be placed under the 3-year
rule to give us more time.

Now, this does not necessarily mean that we use all of the 3
years. Many times we will file a response within maybe 8, 10, or 12
months, but here again this is used on the average at least in Navy
in about two or three cases a year, if that many.

Mr. SturGges. How about the Army and Air Force?

Colonel Hougen. In the 5 years that I have been in our office,
the sole delegee of the Secretary of the Army authorized to put a
case under the 3-year rule has not put any cases under; so for 5
years it has been zero. I would assume that is probably true for
some years before that.

The Korean war is probably the last time the Army really was
involved. In time of war, patent prosecution gets a very low prior-
ity.

Mr. SiNnGeR. I have had responsiblity for the patent prosecution
effort of the Air Force since 1973, and I am not aware that we have
used that statute,

Mr. Srurces. The code section covers applications which are
owned by the Government. That also, though, embraces the situa-
tion in which the application is assigned to the Government, isn’t
that correct?

Mr. Sciascia. Right.

Mr. SturcEs. A closing question now. There are about 3,500 new
and renewed secrecy orders in existence right now, which appears
to be the lowest number since the summer of 1951. You also note
in your testimony that the rate of rescission of secrecy orders may
be climbing. At least more than 400 were rescinded last year.

Can you foresee a downward trend in the use of secrecy orders,
and what relation is there, if any, to the fact that the uniformed
services are now having to review 6,000 or more applications and
current secrecy cases per year?

Mr. Sciascia. With respect to your first question, do we see a
downward trend, with the advent of the National Emergency Act.
This meant that applications which had been under secrecy orders
and not reviewed for a substantial period of time now require
annual review in order to comply with the statutory requirements.

In other words, there has to be a request to renew the secrecy
orders, and failure to request the Commissioner of Patents and
Trademark Office to renew it means that the secrecy order is
automatically rescinded. So, therefore, it is incumbent upon the
agencies to conduct this review.

We have an initial downward trend now because all of these
cases have been on file for a substantial period of time without this
annual review requirement. Now, because of the annual review
requirement, many of these cases are falling by the wayside.
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s ago, 1 couldn’t understand

When we began this review 38 month
why there hadn’t been any litigation attacking the constitutional-

ity or portions of the Inventions Secrecy Act. Frankly, I still gan’.t.
Do you have any views as to why there have been no lawsuits 1n
this area?

Colonel HOUGEN. One thing. Most of the secrecy orders that have
been imposed have been imposed on the kinds of inventions that
could be =old to the Government for missiles, for bombs, for tanks,
whatever may be the case.

So, the existence of a secrecy order doesn’t work much hardship
upon that kind of inventor. He can still peddle his invention. What
the inventor wants to do is make money, and he is very happy as
long as we buy our equipment from him or his company. So, it has
been a quiescent area.

We are now in the throes of more litigation, as the information 1

gave you some months ago indicated. We have six cases that have
ts of the Inven-

recently been in the courts involving various aspec

tion Secrecy Act. - ]
tutionality has not been raised in any of them, I think,

The consti

probably because the act goes back so far in history. If we have had
something for 60 or 70 years, people feel a little bit odd about
raising constitutional issues, but it may be raised.

Mr. INgrAM. | think you explained to us in the staff interview,
the military-industrial complex and how to play the game, an
perhaps that does explain it.

Let me, if I might, try out a theory on you; that is, that perhaps
it is to the advantage of the contractor to use the secrecy invention
route process 10 extend the time over which the company is able to
control the invention.

The patent period does not start to run until after the secrecy
order is dropped, so that the contractor would be able to extend his
control over an invention much beyond the statutory period for the
patent application, and that it might be to the advantage then of
the contractor to pull out of the sky derivative classification on the
patent application, apply it to the application, and then what nor-
mally seems to happen, the application, once it comes in classified,
stays in that way. Tt is usually not challenged, as far as 1 can see.

This, then, would allow, as 1 say, the contractor to keep control
of that invention for much longer than a private individual woul
coming in without the ability to classify the item.

Colonel HOUGEN. That might happen in our country. In the
United Kingdom, for example, it would not happen, because there
a patent lasts for 20 years from filing. Our system gives 17 years
from date of issuance. But one thing that might affect that greatly,
if we are talking about the sort of invention where the Federal
Government is a primary customer because it deals with arma-
ments, the Government has a license in the invention by virtue of
the R. & D. investment in the contract. These are property-interest
cases. Having that Government license, the contractor really does
not have any kind of a lockout against his competitors. For exam-

ple, when a Government contractor owns patent rights in a given
invention, if we contributed to the R. & D. cost, we have a license
go that we can go ahead to his competitors, both while it is under
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secrecy order and afterwards, so he ma have lo i
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of the secrecy order process. Is that th i
. en reviewed?
Mr. Sciascia. What you are referring to is that when you do

Mr. Sciascia. No.
Mr. Moge. Is that the process?

Mr. Sciascia. Y i P
out that informatigg?mean if he wants to file an application with-

Mr. Mogr. That is correct,

Mr. Sciascia. He i
contimuarmecia:. 1 does not have to abandon it. He can file a

r. Morr. A icati
seorasy conk. re there unpatentable applications that are under

r. Sciascia. You mean b icati
r. S . by unpatentable appl
;ggéacigoirtl 21611?1 t1;)}<leen filed initially, a secrecy gfdtacf tlll(;gsbte}é?xt ii:lnn
, e prosecution of the patent applicati i ;
as normal, and upon conclusion of actions by tll)'x% P?ltlf?xrllt c(grflf";lcltlau?i

479

is determined there is no patentable subject matter, and all claims
are rejected, final rejection. That will still remain under secrecy
order. It had a secrecy order on it initially, and will remain that
way until it is reviewed on an annual basis and it is determined
that it is no longer classified. So the response to your question is
that an unpatentable patent application can remain under secrecy
order.

Mr. Mogr. Is it possible that an application would contain infor-
mation that would need to be continued under secrecy order even
though it is unpatentable beyond the period of review? You are
saying that it is reviewed, the secrecy order is going to be re-
viewed?

Mr. SciasciA. That is right.

Mr. Morgr. On an annual basis.

Mr. Sciascia. The application is reviewed on an annual basis.

Mr. Morr. The subject matter of the application is not patent-
?_ble, but the application contains information which may be classi-

ied.

Mr. Sciascia. Right.

Mr. Morgr. Can a secrecy order remain?

Mr. Sciascia. Yes, it does.

Mr. Morr. And I assume the basis for that is the classification
executive order; is that correct?

Mr. Sciascia. It is still classified information.,

Mr. Mogr. So it would remain in effect until the executive order
or until the information was declassified?

Mr. Sciascia. Until the reviewer determined that the informa-
tion contained in it is no longer classified.

Mr. Mogrr. Your testimony indicates that inventors may seek a
modification of the secrecy order, and my question goes to the little
guy. Are private inventors given notice of the fact that they can
seek modification, and how often do they do so?

Mr. Sciascia. As to how often they do so, here we are talking
about private individuals.

Mr. Mogr. I am talking about what you referred to as the John
Doe.

Mr. Sciascia. As the John Doe case. I believe our experience
indicates that there are very few of those requesting modifications
of the secrecy order. Generally you will find that it is a corporation
who has been a Government contractor that requests modification
of the secrecy order.

Mr. Mogrr. Is there anything that would give a John Doe notice
that he can request that?

Mr. Sciascia. I am pretty sure that the secrecy order notice from
the Patent Office will contain information that he may request
modification, but I would have to see the form. It says, ‘“‘Similarly,
you may petition for a permit to disclose or modify the secrecy
order s;t’:ating fully the reason or the purpose for disclosure modifi-
cation.

Mr. Morr. One last question. Are there any deadlines for an
agency to respond to a request for modification?

Colonel HoucGeN. I do not think there are any.

Mr. SciasciA. There is no deadline that I know of, but I do know
that they are acted on promptly.
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Mr. Morr. Thank you.
Thank you, Mr. Chairman.
Mr. PreYER. Mr. Butler.
Mr. BurLEr. Thank you.
Gentlemen, the Patent Office has not
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subcommittee will be t :
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ll&r. gEWELL. I do.
r. SILVERSTROM. I do.
Mr. Durr. I do. °

r. PREYER. Thank you, gentlemen. I
you Mr. Leon Silverstrom, the Assistant
Mr. SEwELL. That is correct.

Mr. Prever. And i
ClassifiomEYe: nd Mr. Robert Duff, Director of the Office of

understand you have with
General Counsel.
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STATEMENT OF DUANE SEWELL, ASSISTANT SECRETARY FOR
DEFENSE PROGRAMS, DEPARTMENT OF ENERGY; ACCOMPA-
NIED BY LEON SILVERSTROM, ASSISTANT GENERAL COUN-
SEL FOR INTERNATIONAL DEVELOPMENT AND DEFENSE
PROGRAMS; AND ROBERT DUFF, DIRECTOR, OFFICE OF
CLASSIFICATION

Mr. SEwELL. Mr. Duff is on my left; Mr. Silverstrom on my right.

Mr. Chairman, members of t{e committee, I appreciate the op-
portunity to appear before you again today. This subcommittee has
been studying the issue of the Government’s authority to classify,
restrict, or assert ownership rights over privately generated data.
Under the Atomic Energy Act, the Department of Energy is
charged with the task of protecting a special category of nuclear
information known as Restricted Data. The Congress originally
assigned this responsibility to the Atomic Energy Commission. The
responsibility was later transferred to the Energy Research and
Development Administration and then to the Department of
Energy. The primary concern at the time the act was written was
the prevention of nuclear weapon proliferation. The reason for that
concern has been demonstrated and indeed broadened to include
the need to prevent the dissemination of this type of information to
terrorists. At the same time, that part of the act which encourages
declassification and dissemination of scientific and technical infor-
mation has also proven to be more and more valid as we seek a
solution to overcome the energy crisis. This dual mandate which is
designed to protect the common defense and security and at the
same time promote scientific progress involves some very complex
issues.

As a continuation of our discussions at the hearing on March 20,
I would like to take this opportunity to briefly review the Depart-
ment’s procedures for classification and declassification of restrict-
ed data which have evolved over the past 34 years.

Under section 142 of the Atomic Energy Act, the DOE is re-
quired to maintain a continuous review of restricted data. The
purpose of the review is to establish what information must remain
classified and what may be declassified without undue risk to the
common defense and security. Over the years, the DOE and its
predecessor agencies have developed a structured system of classifi-
cation guides. These guides provide specific detailed topics covering
the classified areas under the Department’s jurisdiction. They are
used by authorized individuals in determining the proper classifica-
tion markings to be placed on individual documents.

As the Assistant Secretary for Defense programs in the Depart-
ment of Energy, I approve basic DOE policy on the classification
and declassification of restricted data, and I have been assigned the
authority within the DOE for the declassification of restricted data
in accordance with the Atomic Energy Act.

In this process, a number of factors may be considered in any
decision to change classification policy. These include: The pub-
lished state of the art in nuclear science and technology; the value
of the information to U.S. programs; unauthorized release of classi-
fied information; and the effect the information might have on the
proliferation of nuclear weapons capability in other nations. These
and other factors are weighed and a balanced judgment is made to
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III. Describe and assess the various means by which military-

related ICF technology 1s transferred or otherwise becomes

available for use in subnational or foreign national

nuclear explosive programs, including:
Official U.S. or foreign program publications;
Publications by private-écadgmic or industrial = !
researchers and reserach organizations; -
Government and 'non-government sponsored conferences,
seminars, symposia, colloquia, etc.
Informal interaction among those involved in classi-
fied and non-classified ICF research (e.g., summer
sessions for academicians in government laboratories).
Based upon the results of Tasks I, II, and III, assess
the appropriateness' of current DOE policy and procedures
for assuring that- ICF research does not inadvertently
contribute to the proliferation of nuclear weapon design
and preduction teqhnology.

As app-:priate, suggest changes in current protective
polii ‘- . and procedures.
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URITED STATES
ENEACY RESEARCH AfD DEVELIQPMENT AUMINISTRATION
CWASHINGTON, 0.C. 20525

April 26, 1876

The Commissioner of Patents and. Trademarks
Washington, D. C. 20231

ATTENTION: C. D. Quarforth, Director
Special Laws Administration Group

Sir:

PATENT SECURITY CATEGORY REVIEW LIST

Pursuant to your request, this office-has prepared as a guide a

list of subject matter categories of patent applications that

should be made available to the U.S. Energy Research and Develop--

ment Administration (ERDA) in accordance with 33 USC 1381 and/or

42 USC 2181, 2182 (Sections 157 and 152 of the Atomic Energy Act

of 1954, as zmended). p
Section 151 d of the above cited Act provides that the Commissicner
of Patents and Trademarks shall notify the Commission (ncw ERDA)
of all applicatisns for patents heretofore or hereaftter filed which,
in his opinicn, disclose inventicns or discoveries requirad to be
reported under Section 151 c of the Act and sn2ll provide the

" Commission (rnow ERDA) access to all such applications. The inven-
tions or discoveries required to be reported under Sections 151 ¢
and 152 are those "useful in the production or utilization of speciail
nuclear material or atomic energy". The definition of atomi¢ eneray
and special nuclear material is set forth in 42 USC 2014 as follows:

“The term ‘atomic energy' means all forms of ernergy
released in the course of nuclear fission or nuclear
transformation”

“The term 'special nuclear material' means (1) plu-

_ tonium, uranium enriched in the isctope 223 or in
the isctope 235, and any other material which the
Cermission, pursuant to the provisions of Section 51,
determines to be spacial nuclear material, but does
rot include source material; or (2) any material
artificially enriched by any of the foregoing, but
does not include source material."

.

ATTACHMENT A
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- Commissione- of Patents -2 -

April 26, 197¢
and Tracdemarks

APPENDIY
4 SUBJECT CATIZCORY LIST

-
A At P with nuclear ive

A. Materizls, apparatus and methods identified with nuclear explesi
devices.

:red the attached list of identified subject categories
which we .believe encompasses the most relevant areas of ‘interes

ERCA and which we desire to review under the s
Secticns 151 and 152. We recognize that it
authority of the Commissioner of . Patents and Trademarks to determine

which patent applications fall within the definition of “useful in
the production or -utilization of

special nuclear material or atomic
energy”. The attached list of categories is merely intended o
identify those areas which ERDA deems to be most pertinent to its
activities undar the Atomic Energy Act of 1654, as amended. The 1is:
is not intended to be 2n exclusive definition of patent applications
to be referred. - R : . . -

tto -

tatutory purview of B. Materials, apparatus and metvhods for aceomplishing nuclear fission

is within the exclusive - Te } T ' '
reactions

1. ALl nuclear fissicn reaecsors utilized for:
"a. power
b. prepulsicn .
. ¢, .thermal energy -
d. isotope or neutron production
‘e. experimental purposes.

If further clarification of

: : : s N . te and the iTacture thersaf such
i 5 iFi : This will include components and the manufactur er2of
any subject matter identified is needed, as fuel elements, ceoling systems, pressure vescels, shlélﬁ%?St
please Tet us know. - . i loading mechanisms, steam and power conversion svstems, auxilary
- - . Sincerely,

3 4 - 4% 5 ‘i T
systexzs and accessories, identified as having possible appl;cay on
in sucliear reactors.

3 3 fued
[ Materials, apparatus and =ethods for zgcomplishing nuclear fusicn
reactions such as:

J De
amds E. Denny - :
3 aser n
Assjistant General 1. :ase:*‘u51°ﬁ fusion
or Patents 2, Electiron beznm fusi
. 3. Ion peam fusion ) . ar reachiors
Attachment ) . ; L. Magnetically confined coairolled thermonuclear reactiorns.
vLalhiiaenc: .
Category Review List

ey .
In this regard, lasers developing energy = than 103 joules in zn
interval.of 10 nanosecords or less are of interest.
D. Meteriels, spparatus and methods concerning isotcpe and/or radio-
. M i o - 25 co
active source technology includirng:

1. Chemical processing of ores for recovery of uranium and/or
extraczion, conversion, or reduciive s:e;s;

2. Technology fcr isotope separation or ex?nanges such as

uraniuz enrichment, heavy water zreoducticn, elc.;

3. Radioactive waste processes for

or fission product rescovery;

concentraticn, decontamination,

4. Design fabrication and usage of radioisotopes {Sission
° - : Tar -
products) as sources of electric, provulsive or ermal.

e

energy in terrestrial, space and mn:in? :gplicntion:. This
would include thermoclectric i ionic converwer
nolegy which utilized energy v i

or nudlear wranzicrmation Th

ol ccmpesi e

ition and processes
having 2 product ol Figure
(27) exceeding 1.8 at T00° X.




-
-

)

2]

13

«
'Yom

@ i i
i

m}
)

=4t b4 o u b'O
ooty

3

nve

Instrw

neIrunonts

detecior in

izasi

tigaz

employin

a

T
te

oxn,
Zoas

a
5 &
avl

the c¢perat

ecclogy, disease and pest ccent

Poiymer nroquc'lon, etc,

of

T2
on

ra

[=]
Iﬁ’

» @praratus end metheds ut ilizing (in:luding
ive uo) radicactive zources :

Sciences such
hers aeuu‘c)
izal husbandry,
Ls.r:al procec

adi
t

-equipment and methods for safe
auclaar interect,

4

602

-2 .

2s medicine (diagnostic

"

ete,

Ses such as focd processing,

the environmen: or the earth.

ioactive’
herec?t,

source and/or radicactivigy

guarding and management
terials,
es to guard
zermitted

e.3., Tissionanle a2
icact: ve WaSuES, ete,, so
uclaar ials froxz uses

mzter

or energy output indicated as havin
aration, nuclear fission or nuclear

NOTE:

603

However, the areas listed as

N ing revision.
This guide is currently undergoing vision in 1972.
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Division of Classification

Washington, D.C. 20545



L

S

- available; or

692

Arreioula w
. ' Secrecy Agreemenc
[JNAI'LeE:erhead]

[Name and address of-°
individual]

Dear 2

Pursuant to a Classification and- Security Agreement. between.Jersey
Nuelear-Avco Isctopes, Ine. ("JHAI") and the United Staces Energy
Research and Developmant Adniniscration ("ERDA"), you will be given
access to certain information which is proprietary to JNAl, ‘solely for
the purpose of carrying our ERXDA's classification function. In order to
protect JNAl's proprietary interest in this information, you will be

required as a condicion for receiving such access to observe the follow-
ing terms and conditions:-

1. As used in this letter ‘agreement, the term "JNAT Proprietary
Information" means any and .all inforzation of a business or technical
nature relating to laser isotope separation or. the JNAI prograz which is
disclosed to ER74, directly or indirectly, by JNAI in conneccion wit
the Classificazion and Security dgreemear, in writing or otherwise;

provided, however, that “JNAI Propriecary Inforzmation" shall not include
inforeaticn: : -

2. VWhich at the time of disclosure vas not identified as
Proprietary tc JNAI;

b. Which at the time of disclosure is, or thereafter becones
through no fault of yours or of ERDA, generally known or publicly avail~
able from other sources by publicarion or otherwise, but only after and
to the extent that such information is generally known or publicly

€.  Which ERDA can show was in its possession prior to the
time of such disclosure and was not, directly or indirectly, disclosed
to ERDA by JNAI under an obligation of confidence.

Information which is made available to y
facilities operaced by JNAI or its contr
informacion disclosed to ERD
Further, vich raspe
information shal:

ou in the course of .visirs to
actors will be deemed to be

A for purpossds of this lecter agreement.

2t to the exceptions stated above, specific technical
3 not be deemed to fall within such axceprions si=mply
because it (s encompassed by more general descriptive informaziog wihich

falls within tho exceptions abova, unless and to the extent that such

specific technical information itsalf falls withia the exceptions. The

fact ﬁha: Particular informatien, data, or material 4s or is not "Restric:zaed
Data,” or has been classifiad or declissified, has no bearing on the
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-2,

question whether such information, data, or material is JNAE Propfie:;:z
Inforration. JNAIL documents containing JNAI Proprietary In.ornaE;:n:Q v
be marked "Business Sensitive" or "Propri&:arv“.or otherwise m:rnri e
indicate its proprietary nature. Any such markings which s:bi;azstis‘;
identify a docuzmeat 3s containing proprietary Lnfor:asic: SJ:AI o 1:;
the requirecents of subparagraph a. above, vhether made by I .
consultants Oor contractors.

2. You agree that each time you have access to 2 docu:en:'in S§;1
possession of ERDA which contains JNAL Proprietary Information, you wi
sign a2n access sheet indicating the dare upon which you had access te
that docuzen:.

3. You agree that "JNAI Proprietary Infzr:a:ion:siillwzilu::d by
i tion and security review purp ,
Z:za§:§e§§ ;g: :iaﬁjéiic;roprie:ary Iniorm§cion." and will not be dis-
closed or made available to anyone (including a?y ERDA consul:i:: SZfied
contractor personnel) other than designated E%Dn persgn;el aitte:n.
in Appendix C attached hereto, without the prior specific wr
agreement of JHAL.

4, You agree that you will not disclose "JR%I Proprietary Igfor-
mation” to the ERDA personnel dasignated in Appendix C except to t s
extent necessary for ERDA to carry our its classification aﬂd’se;:;;:)
functions. The disclosure of "JNAL Prop:ietéry Infofmation -70 ERD:
personnal identified in Catagory B of Appendix C shall be l%uxce_ to .
unusual situations, as when a classification problem or policy issue is
presented.

5. You agree and understand that disclosure to you of "JWAI Pro-
prietary Informatior" shall not be construed as granting to y:uhfny
rights in or under any patent applicatien or patent, or iny r E:hi Srk
licenses to use any invention or "JNAI Propriastary Infor.gnian 3 fucther,
that such disclosure is solely for the purpose of classificacion anf ne
security review. You represent and agreﬁ that you will assert no rights
in and to "JNAL Propriecary Information.

6. You agree that you will make no copies of documents containing

- “JINAI Proprietary Information" withour the express written consent of

JNAL, and that upon your termination of qmploy:en; ?y EﬁD% you wiil not
take froa the custody of ERDA any docudents containing "JNAL Proprietary
Infornacion."

7. You fecognize that your obligations to treat "JMAI Proprietary
Informacion" as proprietary to JWAI will continue even %hough ydu may
leave the employ of ZRDA.
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Please indicate your acceptance of the foregoing conditions by signing

the duplicate copy-of this lecter -agrecaent in the space provided
below and returning that copy to me.

Very truly yours,

JERSEY NUCLEAR~AVCO 1SOTOPES, INC..

By
Attachment: Appendix C
Accepted by and agreed to:
By . )
fitle
Date 7
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GENERAL HISTORY OF THE HANDLING OF

25 "SPECIAL PATENT APPLICATIONS"

During the period November 1944 through December 1946, 25 patent applications
covering inventions emanating from the Manhattan Project were filed in the

U.S. Patent and Trademark Office (PT0), assigned serial numbers, and under
special arrangement sealed in individual packages and placed in the custody of
the U.S. Atomic Energy Commission (AEC) for safe keeping because of the special
security sensitivity involved.

On September 14, 1950, the 25 patent application files, in sealed packages,
were hand-carried by officials of the AEC to the PTO for inspection and for
the purpose of adding certain papers to the files. Before those present,
including the Commissioner of Patents, the packages were checked by serial
number, and the packages were opened and inspected to compare with the file
wrapper index the number of sheets of drawings and the number of papers in the

specification. When the inspection was completed, the following papers were
added:

(a) change of address,

(b) power of attorney (original),

(c) assignment papers (original), and

(d) signed copies of the letter of tramsmittal for (b) and (c).

In January of 1979 the U.S. Department of Energy (DOE) decided to review from
a clagsification standpoint the files corresponding to those in the sealed
packages, The object was to determine the current sensitivity of the files,
and to return to the PTO those sealed packages corresponding to the files that
were found to be no longer of such sensitivity as to warrant the special
handling status previously accorded them.

As a result of the classification review, 17 of the 25 applications were
determined to be Secret Restricted Data, and the 8 remaining were classified
as Confidential Restricted Data.

On June 7, 1979, the 25 sealed patent applications were returned to the PTO
and, before several witnesses, inspected for evidence of tampering, the seals
broken, and the applications reopened and carefully reexamined for verification
of contents. The Commissjioner of Patents and Trademarks acknowledged receipt
of the 25 patent applications. In a separate, subsequent letter, DOE expressly
abandoned each of the 25 patent applications, since they were deemed to be
unpatentable under Section 151 of the Atomic Energy Act of 1954, as amended.
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MEMORANDUM FOR THE FILE - "ITEM 25"

On Thursday, June 7 1979
at 2: t
turned over to' the éommis;ioner.gg iﬁM. atent e o Sdemayorere

by representatives of the Department :fPE:::;yand Tredenark oftice

Present were:

_ PATENT AND TRADEMARK OFFICE
= A DRNARK OFFICE
Donald W, Banner,

"ty

Commissioner of Patents and Trademarks
C. D. Quarforth, Director, Group 220

Edward Drazdowsky, Chief, Licensing and Review

DEPARTMENT”OF'ENﬁRGY

James Denny, Assistant General Courisel for Patents

Dean Carlson, Patent Coungel

Anthony Campana, Technical Advisor

" PRIOR HISTORY

=20 R0 10RY
Prior to September 14, 1950

0 . twenty~fivy,
placed in the custody of th; AtomiZ Ene: Pé;ent eoron foions were
safe—keeping. 8Y- Commigsion for

g:egzgtezgzzil4é 1950, the files were returned to the Office
N ned for content, repackaged, sealed before witn;cses

and returned to the custod
Commissioner John A, Marzail?g fhe Aconte Fnergy Comnission o

JUNE 7, 1979

Events of thig meeting were as follows:

(1) Representatives of
DOE proffered
:iv: applications in sealed packages along 5:5:
m;et;:e-s;agzed.June 7,.1979, 3:17 p.M., at the conclusion of th
ot ng; nz ;atiyg that the subject matter of these applicatio:
accornos chm av;at:e ;pecial security sensitivity Previously °
. ch of the tw -
eéxpressly ‘abandoned, erty-five patent #Pplications vere

rn of the twenty-

a letter, Attachment .
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MEMORANDUM FOR THE FILE - "ITEM 25" ~2-

* (2) Commissioner Banner inspected the seals on each
package, comparing the seals with a seal used to close the
envelopes of the twenty-~five applications on September 14, 1980,
Attachment B, The Commissioner was satisfied that the seals
placed on the envelope of each package were original, intact
and had not been tampered with.

(3) Mr. Quarforth broke the seals on each package and
withdrew the application.therein. The Serial No. was identifted
and checked off by Mr. Drazdowsky against a master list, Attachment
C, of applications prepared from a list of cases identifying
applications in the custody of Atomic Energy Commission.

(4) Mr., Drazdowsky and Mr, Quarforth verified the contents
of the applications as to original application papers, pages of
specification, sheets of drawing and oath, any additional papers
filed as a transmittal letter, power of- attorney, assignment and
change of address., A paper with the information indicated above,
dated and signed by E. Drazdowsky was placed in the file wrapper
of each application. Mr. Quarforth and Mr. Drazdowsky were
satisfied that the returned applications were in regular form.

(5} Commissioner Banner acknowledged receipt of the twenty-
five applications, Attachment D. '

(6) Meeting adjourned at 3:15 P.M.

Attachments:
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Minutes May 25, 1980 -3 -

unt%l the details of such a s
decisions on whether such
was 7-1 in favor.

ystem are elaborated, any final
& system would be desirable. The vote

Following the vote, th dai
how the ¢roup would “ ¢ h
decided: ) proceed.

cussion turned to fetails of
The following measures were

of prééeder::bggmmltFee would be estab
princ eoures t“zt right be suggested for governmentay use should
int € necessary. ‘The draft would cove o
definitions: what is covered i i

process: voluntary, coerced,

feedback to author /4ournal
adverse decision »

ipgglgate processes and burden of proof

Jucicial review? 1f 80, how does it work?

lished to Prepare a draft

combinations
in the event of an’

2, A second subcommi i
) rmittee will
scstigement abcut the nature of crvp
£ group's final! re p
with the subject, port who are

be establighed to prepare
telogy suitable for readers
not at present conversant

3. The g¢- i i
he s ~committees will convene during the summer ang

t n I £ ¢+ b ] b ¢ pMON AY & TUESDAY
he ext meeti: - Q he full g laded
‘Ir\ . 1 roup, to e hel MOND. ’

4. Three Fall meetings of the fu11 grou

clanned and additional fun Pear then being

ding will be sought for them,

Hote: Subsequent to the
ané Mr. Baum would serve
Heyman will chair the Oct
in touch directly with gr
subcommittees. )

meeting, it was agreed that

g 1 Mr. Heyman
az co-chairmen of the dgroup; that‘Mr.
ober 6-7 meeting; and that he will be
oup members to serve on the summer

WTF 5/30/80
Attach: Membership list
Munitions Control Mewsg)
L. letter Mo. B8
(for those not at meeting) 0 2/80
Papers pregared by Schwartz & Heyman for
Neeting of 5/29 (file copies onlv)
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DEPARTMENT OF STATE

Washington, D.C. 20520

MUNITIONS CONTROL NEWSLETTER

NO. 80
2/80

CRYPTOGRAPHY/TECHNICAL DATA

Concern has been voiced that ITAR provisions relating
to the export of technical data as applied to cryptologic
equipment can be so broadly interpreted as to restrict
scientific exchanges of basic mathematical. and engineering
research data. The Office of Munitions Control wishes to
clarify the.application of the technical data provisions of
Section 121.01, Category XVIII, of the ITAR as applied to
equipment found in Categories XI(c) and XIIXI(b) of the
Munitions List.

Cryptologic technical data for which a license is
required under Section 121.01, Category XVIII, is inter-
preted by this office with respect to information relating
to Munitions List items in Categories XI(c) and XIII(b) to
include only such information as is designed or intended to
be used, or which reasonably could be expected to be given
direct application, in the design, production, manufacture,
repair, overhaul, processing, engineering, development,
operation, maintenance or reconstruction of items in such
categories. This interpretation includes, in addition to
engineering and design data, information designed or reasonably
expected to be used to make such equipment more effective,
such as encoding or enciphering techniques and systems, and
communications or signal security techniques and guidelines,
as well as other cryptographic and cryptanalytic methods and
procedures. It does not include general mathematical,
engineering or statistical information, not purporting to
have or reasonably expected to be given direct application
to equipment in such categories. It does not include basic
theoretical research data. It does, however, include
algorithms and other procedures purporting to have advanced
cryptologic application.
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The public is reminded that professional and academic
presentatione : 4 informal discussions, as well as demon-
strations of .-;uipment, constituting disclosure of cryptologic
technical data to foreign nationals, are prohibited without
the prior approval of this office. Approval is not required
for publication of data within the United States as described
in Section 125,11 (a) (1). Pootnote 3 to section 125.11 does
‘not establish a prepublication review requirement, ’

The interpretation set forth in this newsletter should
exclude from the licensing provisions of the ITAR most basic
scientific data and other theoretical research information,
except for information intended or reasonably expected to
have a direct cryptologic application. Because of concerns
expressed to this office that licensing procedures for
proposed disclosures of cryptologic technical data contained
in professional and adcademic papers and oral presentations
could cause burdensome delays in exchanges with foreign
scientists, this office will expedite consideration as to
the application of ITAR to such disclosures. If requested,
we will, on an expedited basis provide an opinion as to
whether any proposed disclosure, for other than commercial
purposes, of information relevant to cryptology, would
require licensing under the ITAR,

William B. Robinson, Diréctor
Office of Munitions Control
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F cY
NATIONAL SECURITY AGEN
CENTRAL SECURITY SERVICE

FORT GEORGE G. MEADE, MARYLAND. 20733

6 May 1980

Y
MEMORANDUM FOR MEMBERS OF THE PUBLIC CRYPTOGRAPHY
STUDY GROUP AND OBSERVERS

SUBJECT: PUBLIC CRYPTOLOGY

‘Eﬂclosed is a statement-of NSA's concgrni.;ilggézgng
to.public.cryptography which I agreed at F e r: Seiee
to circulate. I apologize for the delay in p gl g wary
this Statement. Also enclosed is a copy of 2: L Januar
1979 speech to AFCEA given by VADM B. R.';nt 8hr thinkiég.
NSA, which supplies some further imsight-into k:

on this subject.

I welcome your views and comments on-these'papers;.

DANIEL C. SCHWARTZ
General .Counsel

2 Encls:
a/s
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STATEMENT

The principal issue is the extent to which national security
concerns should influence research, commercial'development, publica-
tioh, or di;c.ssion of cryptography in the non~-governmental arena;
This §rowing on-governmental interest in cryptography has been
generated in part in the course of spec1flc or general research (in
some cases funded by the Government), and in some cases in pursult
of a commércial interest in developing cryptographic or other.
telecommunications protection devices or systems, particularly those
associated with computer or data transmissions.

In some instances, increased activity in cryptography by per-
sons and institutions in the non-governmental arena may have
commercial and academic benefits. wWork directly in cryptography
or in related fields may have a beneficial impact on developments in
mathematics, computer science, and engineering which have potential
‘benefits to fields apart from cryptography. If aimed at recognized

customer needs, some products developed in the course of this

—aetivity can experierice a commercial success and may provide mean-

ingful telecommun1cat1ons protection useful for both non-governmental
and some governmental purposes. Although governmental efforts in
the cryptologic sciences have traditionally led private efforts,
private efforts may develop new techniques or insights that would
benefit broader dgovernmental interests.

At the same time, however, extensive public work in cryp-
tography and related fields can have a significant potential

adverse impact in a number of related ways on the national security,

RS
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This risk may become greater to the extent that work moves away from
pure research into development and application. The first area of
concern relates to the ability of the United States Government to
gather foreign intelligence from the communicatiqns of foreign.
governments or other foreign parties. As information relative to
cryphography proliferates, our potential sources of intel%igenee are
reduced by making foreign governmente or other forefgn parties. aware
that their cryptographic systems are vulnerable to attack or by
encouraging them to develop or adopt more sophisticated systems that
are much more difficult for the United States to exploit.

There is a second general area in which extensive work in
public cryptography may have an adverse imﬁact on our natiocnal .
security. Substantial work in the cryptographic and cryptanalytic
fields, together with a wide-spread dissemination of result?ng
discoveries, could lead to the publication of cryptographic prin-
ciples or applications similar to those used by the United States
Government. Such work may enable foreign powers to more success-

fully engage in cfyptanalytic attack upon U.S. telecommunlcatlons.
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[White House statement] . B ?

r d‘ﬁo .
16 F}:B ’Q/J b. The Secretary of Defense shall initiate through the
: industrial security mechanism, new an§ improved
NATIONAL TELECOMMUNICATIONS PROTECTION POLICY personal and telecommunications sgcurlty measures
among business organizations holding classified
defense contracts.
1. The President has reviewed the results of the NSC Special
Coordination Committee's consideration of the PRM/NSC-22
study and has reached the following conclusions. It is

[

c. All departments and agencies shall revitalize

: programs of security training for U.S. government
the President's intention that the following statement personnel who use telephones agd.other means of )
of national policy be used to guide the conduct of ) communication for both unclassified and classified
U.S. government activities in and related to security . purposes.
of telecommunications. s

d. Subject to continuous review of available technology
Z. The National Telecommunications Protection Policy shall and reassessment of the foreign intercept tpreat,
consist of the following major elements: the following immediate technical actions shall be
undertaken:
a. Government classified information relating to )
national defense and foreign relations shall (1) The Government shall conduct a multifaceted
be transmitted only by secure means., :

research and development program covering
‘ m " both system and user oriented protection
b. Unclassified information transmitted by and between . approaches.
government agencies and contractors that would be o

useful to an adversary should be protected. (2) Phase I and II of the DUCKPINS cable program

' shall be completed as soon as possible.
¢. Nongovernmental information that would be useful to R ‘

an adversary shall be identified and the private
sector informed of the problem and encouraged to

(3) Executive Secure Voice Network (ESVN) systems
take appropriate measures.

shall be installed when appropriate high

) priority requirements can be validated.
4. - As a precautionary measure, the responsible agencies

should work with the Federal Communications Commission 4
and the common carriers to adopt system capabilities *
which protect the privacy of individual communicaticns
and to carry out changes in regulatory policy and
draft legislation that may be required.

for
Management and policy review responsibilitigs
telegommunication protection, shall be organized as
follows:

a. The NSC Special Coordination Committee (SCC) shall

: be responsible for providing policy gu%dance.and
. Further, the laws which protect against criminal for ensuring full implementation oI ?h:s policy,
_ domestic acts such as wiretaps or intercept shall including effective protection techniques for the
be strictly enforced. : Government and maximum assistance to the private
. sector, to enhance its protection Irom %nterceptlon.
—The_following activities should be.pursued in support of : The SCC shall exercise this responsibility through
the above policy. a special Subcommittee on Telecommunications
" protection chaired by the Director, Office of
a, The private sector telecommunications carriers should science and Technology Policy, with administrative
be briefed on the nature of the threat and appropriate support provided by the Secretary of Commerce.
- wrmee—-_government research and develooment information shall The Subcommittee shall include, but not be limited
be made available so as to help and encourage them to, representatives of the following departments
to devise adequate protection strategies. A similar

program shall be pursued for government contracters
and ccher most likely affected industries, corporations
. end private sector entities.

o
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and agencies: State, Treasury, Justice, Commerce,
Defense, Transportation, Energy, Central Intelligence
- Agency, General Services Administration, the

National Security Agency, and the National Security
Council staff. .

- b. The Secretary of Defense shall act as the Executive
Agent for Communications Security (COMSEC) to protect
government—derived classified information and
government~derived unclassified information which
relates to national security. COMSEC is concerned
with protective measures designed for the security
of classified information and other information
related to national security. :

C. The Secretary of Commerce shall act as the Executive
Agent for Communications Protection for government-
derived unclassified information (excluding that
relating to national security) and for dealing with
the commercial .and private sector to enhance their
communications protection and privacy.

d. It is recognized that there will be some overlap
between the responsibilities of the Executive Agents,
in that Defense will continue to provide some
noncryptographic protection for government-derived
unclassified information as it does now, and Commerce
will have responsibilities in commercial application
of cryptographic technology. The subcommittee will

review such areas on a case-by-case basis and attempt
to minimize any redundancies.

e. The subcommittee should choose a future implementation
strategy based on cost-benefit analysis, legal
- -=~conziderations, and regulatory policy.

£. The heads of all departments and agencies of the

T "™ Federal Government shall organize and conduct their
communications security and emanations-security
activities as they see fit, subject to the provisions
of law, the provisions of this policy and other
applicable directives, and the decisions of the

. Tme—"subcommittee. Nothing in this policy relieves the
heads of the individual departments and agencies of
their responsibilities for executing all measures
required to assure the security of federal

TTTTT T telecomnunications and the control of compromising
emanations.

990
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467 FEDERAL SUPPLEMENT

UNITED STATES of America, Plaintiff,”
v.

The PROGRESSIVE, INC., Erwin Knol),
Samuel Day, Jr., and Howard
Morland, Defendants.

No. 79-C-98.

United States District Court,
W. D. Wisconsin.

March 26, 1979.

Findings of Fact and Conclusions of
Law March 28, 1979..

The United States sought a temporary
restraining order ta enjoin the publishers of
a magazine from publishing or otherwise
communicating or disclosing allegedly re-
stricted data contained in an article entitled
“The H-Bomb Secret; How We Got It, Why
We're Telling It.” The District Court,
Warren, J., held that publication of the
article would likely constitute a violation of
the Atomic Energy Act and endanger na-
tional security, and that a. preliminary in-
junction should therefore issue despite t.he
fact that it would result in a prior restraint
of the publisher’s First Amendment rights.

Preliminary injunction issued.

1. Records =31

Provisions of Atomic Energy Act would
likely' be violated if magazine publ'istler
were permitted to publish article describing
method of manufacturing and assembling
hydrogen bomb. 28 US.CA. § 1345
Atomic Energy Act of 1954, §§ 224(b), 232,
42 U.S.C.A. §§ 2274(b), 2280.

2. Records =31

As applied in proceeding by United
States to preliminarily enjoin publication of
magazine article describing method‘ c?f man-
ufacturing hydrogen bomb, provisions of
Atomic Energy Act were not unconstitu-
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APPENDIX 4—SELECTED CORRESPONDENCE
KEANCO HCEOF
NE

W EQS[Y | :
MIORRS AVENUE : . ; (Laguna
L){\”\\/NI NJO/OGS 10 June 1980 LOZ 2 ,Aegean Parx Press {Laguna 1ills, Ca.)

153 3,IEFE Journals and related publications
5% 1., Others

gx:.];.fichael Heyman, Cochairman
uolic Cryptography Study Grou
Cn'ancellox"s Offize, 200 Cahfgrnia; Hall . | “
University of California’ : In spite of this fact, no one at Cry;tologia Fagarzine or Aegean “ark ress

“ . Berkeley,.Califorria 94720
knew of the group's formation or existence, Further, when the editors

Sear-Drs f okt .
Sear-Dry Heyman;, of Cryptologia asked to have a representative appolnted to the comnittee, we

Pirst nk : : vips : T at - s
> let.me thank you for-allowin; me to attend the.second mee’ ing- were told that no additional funding was available. {7 see from the minutes

Oi: the Public Cryptograghy Group in ‘{ashington on 29 Hay of this year. of the second meen ng however that dddltmnal funding will apparertly be
I'am writing this letter ta make several comments which I telicwve may available for further meetings of the group.) )
a-zlthe .rjembex-s ‘of the commitbee this Summer in thefr delibeorations a The study group contains some very distinguished individuals, but,
well as o reiterate s

to reitarate some-of my comrcats ah themeeting for Wi - ritt. as, I think, most of them would admit, few of them have any knowledge of

record
cryptology. This is, in essence, like gathering a group of biologists to

It sUill seems -t s
to me-that. the compositian of the Study Grow.. itself . . ) _
- ) s®ss research in physics. Sone of the commitiee'’s memders are now, or

is not as representati.
ve as.it shoull be,. .Bec % j
t - -Because an ohjeet ol rour g 15 -
J four groups - - nave been, consulbants for NSA- this hardly makes them impartial as regards

study is to :
Y consider a system of prior restraint.on publication in the
cryptologic field,. it would th tnis matter. If we consider the seriousness of a coucept like prior re-
3- 4 then seem appropriate thnat-persons coing non- '
Jovernmer: R g s i ubli i i 2 societ it is seel inoe i
s tal crytologic research as well as iie publishers of rsh mecerial straint frr?m publication in a free socievy, it is seen to be inmnerative
: Shbieh soshomeiirial
should be.re s LArS 3 i ; wh i 5 . [1OnN-
presented-onthe sommitice. In this couwtry, the - i/lishd that persons conversant with cryptolopy and who, 1n addition, are non
. SV L AN
of crypt - s s 5 te
ypuologic related work is highly corcencrated with: the o eovernuental be included when the committee does its work.
-4 nitay

cIstribukk . N N . s - -
s ution. being approximately as Jellows: Although I appreciate the job HSA does for this cownury, io would

be a mistake to vest them with the power to prevent punhlization o naterial

Log 3
2 1.Cryptologia Magazine (Albien, Michigan)

that they corsider harmful, AS anyone who has dealt with the agency knous,

constantly refuses o declassify material which is of histarical interest

even after the eryptogranhic methods involved have ceased to Ye us

generations vefore.

N3A considers just about eveinghing related to cryptology sensitive. The ageroy
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In one case involving William Friedman, K54 classified a paper
which had been freely circulated throughout the world for 30 years,
One of the major allegations against one former NSA employee whoe was
sent to jail was that he took a copy of the Chinese.Telegraphic Code
and gave it to an unauthoriéed_individual. HSA had classified this

particular code as SECRAT although it was in commereial use throughout

the world, Prior to the ‘publication of David Kahn's The Codebreakers

hie director of NSA personally tried to prevent its appeareace through

appeals to the publisher, Kahn's took is a history, not a technical
treatise, and was based on publically available documents,

The idea that was put forth at the meeting regarding a eritical core

knowledge which should be subject to censorship is specious, Due to the

tremendously wide range of cryptographic sysitems in use at any given time,

almost any selected concept could be declared critical mnowladge. Further,

orne could justify the classification of such material merely on the grounds

that somewhere a related eryptographic system is in use,

As an illustration of some of the ideas involved here, I will give an

actual example, Enclosed is a message which was intercepted and solved

during World War I. The cipher method employed is termed columnar trans-

position. HNote that this document was classified as SHCRXT,

Let us inquire

Just what it is that is "secret" in this case, Is it the knowledze that

ciphers eanloying this method of ercipherment can be solvad? No. It was

common inowladge in 1918 that columnar transpositions were often solvable

by elementary methods. What is "secret" here is that this message was

intercepied and solved, Further it is importance that the Allies knew

the German Admiralty was using this particular cipher methnd,
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The assumption is, of course, that if country X learns there are
methods' of solving its cryptographic systems then those systems will
be altered, This is frequently not true., In one known example, the
defection of NSA cryptologists Martin and Mitchell to thae Soviet Urion,
exposure of NSA's success in reading the civhers of a number of IZuropean
nations did not lead to wholesale switches in eryptoyraphic systems,
For the third world natioens to alter their systems is even more difficult
since they are at the mercy of commercial manufacturers many of whose
devices are not all they should be. NSA gleens most of its cryptanalytic
results in breaking the codes and ciphers of these countries,
People who want high grade cryptographic protection will continue
to find means of obtaining it regardless of what is or is neot said or
published. Conversely, other people will continue to ermploy faulty
cryptographic methods éven if they are knnwn to be weak. I can'i sec
that this situation, which has held true for years, will ever al%er much.
The U.S, government itself probably gave away wmore computer cryptographic
"tricks of the trade" in publishing the Data Zncryption Standard (DES)

than all of the hardware and software venders even knew,

Best wishes,

Ci.pher A, Deavours ) ) )
Associate Professor of Hatnematics
Yew Jersey

Kean Colleye of

Copies: All committee members
’ Authorised Observers
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GENERAL EZADQUARTERS, AMERICAN EXPEDIT1ONARY FORCES

GENERAL STAFF, SECOND SECTION (G.2, A.€) (a.em)

(SISTRIBIVION »av) lay 16, 2918,

"ty following measags was intere +34

;t chesg_ﬂea.dq*mrte?s: ;f‘epted &t 1134 p.m., May 13th,
T LTHARK A"LTMARK 13 MAI 41 GRUPPEN

. ! . -

" EZLNS ‘”I/EUAG * HRLWY R3NDC -, ECNOA  AGIFK  FNFPE  O3GAA
«;@DE DMULR  RTHNA TOSON SNU'IK LNICP USUSS  HFERIN
-F2DF  HNRNE/ . FAEUN EMBAS. RTARR NUZRI  MGURE  KCOBT
CHOF ILTAN : 'NUAEEI EIODE DEHZK  GNTCH  WADU'G URSR?
,':ELL'R -, 1CAUY ZDMAF . ALCNL REULﬁ BESDH TENAH  DNUST
srsg '

It yields -to the nimple col'umna:: trans 6 11 ey 3
S - 8 8lits - [y J R
i reads as followst position - Hey 3-3-1-4-5,

i v Ty
+ A0 BORD . BEFINDLTICHEN LANDSTURMMANK WENZEL UND FRAU MARCARTTHE
SERMARY LELEA I'TCHT VON BORD LASSEN SCNDIRN DEUTSCHLAND ZURUECX

Rinoey KOHST‘}L;‘.T BENACHERICHTIGEN EMPFANG UND AUSFUEHRUNG DES

 FUKSPRUGHES SOFORT BESTAETIGEN AN ADMIRALSTABR 72"

'5'3 eddress nor signature -were given.
' < PRAISTAR IO,

1 col

29 mot ley Heservist Venzel and lrs. Iy sovet “uhrnsn Leles,
»Egti;ro on hoard, d%se@bark. but briong theghb&ck to Gernmony.
._u_-fy Consulate. Confirm at oance to the Admircliy Sioff
~’£ receipt and earrying out. of this wireless message.”
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DEPARTMENT OF THE ARMY
OFFICE OF THE JUDGE ADVOCATE GENERAL
WASHINGTON, D.C. 20310

REPLY TO
ATTEMTION OF:

14 MAR 1930

Honorable Richardson Preyer

Chairman, Government Information and
Individual Rights Subcommittee of the
Committee on Government Operations
Rayburn House Office Building

Room B-349-B

Washington, D.C. 20515

Dear Mr. Preyer:

During the testimony of Mr. Rene Tegtmeyer, Assistant Commis-
sioner for Patents, at a hearing before the Subcommittee on
February 28, 1980, he was asked for but unable to provide
information regarding the amount for which claims had been
settled under the provisions of the Invention Secrecy Act.

For those claims which our records reflect were settled in
whole or in part under that statute, the following information
is provided, in response to an informal request by your staff.
It should be noted that claims under the Invention Secrecy Act
generally are encompassed within a much more substantial claim
for infringement of a subsequent patent, and the secrecy order
damages frequently reflect a small part of the total settlement.

In 1946, the military departments settled an administrative
claim filed by the Massachusetts Institute of Technology for
use of an invention disclosed in a patent application which was
under secrecy order from 1942 to 1945. The invention pertained
to a servo-mechanism used during World War II. The Government
agreed to pay MIT a lump sum of $50,000 and to pay royalties
with a 50,000 ceiling to Sperry Gyroscope Corporation. The
Government received a release from the secrecy claim and a
paid-up license under the patent application and any resulting
patents.

In 1956, enactment of Private Law 84-625 resolved a request in
the nature of a claim by William F. Friedman. Friedman, an
employee of the National Security Agency and its predecessor
organizations, had made several inventions relating to cryptog-
raphy. All Government use of the inventions was authorized by
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its ownership of invention rights or its shop right license

in its employee's inventions. Friedman had requested payment
from the Government for the lost commercial rights in his
inventions, resulting from his inability to market the inventions
in other countries because of the secrecy orders imposed on the
inventions. Congress awarded Friedman $100,000 for those
commercial rights, with the concurrence of the Army.

In about 1959, a law suit by Dr. Otto Halpern was settled during
the course of litigation. Halpern's patent application relating
to radar was put under secrecy order in 1945 and remained there-
under until 1959. The claim for damages for use of the invention

while it was under the secrecy order was settled by payment of
$305,000.

In 1961, the military departments settled an administrative
claim filed by the International Telephone and Telegraph for
use of a radar invention. The invention was disclosed in a
patent application which was under secrecy order from 1941 to
1945 and which finally issued as a patent in 1957. The claim
asserted use resulting from disclosure incidental to the invention
secrecy process, infringement of the patent, and use of the
patent in foreign assistance programs. Settlement involved
payment of $1,000,000 for all past claims and a future license
for an annual ceiling of $300,000 for five years, reduced to
$200,000 for the following seven years.

In about 1964, litigation by Farrand Optical Company was resolved
by settlement and payment of $657,622.17 as damages and delay
compensation for use of an invention which had been placed under
secrecy order in 1949 and remained thereunder until 1954. The
patent issued in 1955. The damages were apparently computed

on the basis of the Government's procurement from 1950 until
1960.

In 1977, litigation by the General Electric Company was settled

by the Government. The case involved the Government's use of

a radar invention. The patent application was under secrecy

order from 1941 to 1945, and the Government's use of the invention
had been licensed in part. The claim for use during the period

of the secrecy order, for use of the invention incidental to
foreign assistance activities, and for infringement of patent
which issued in 1958 was settled by payment of $400,000. By
concurrent liconse agreement, the Government purchased a paid-up
license for future use of the patented invention for $875,000.

b
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iti i h Company was resolved

, litigation by Atlantic Researc _

i; izzzlement? The claim involved Governgentfuse 2363 Ego§§§4
i der secrecy order from
lant invention which was un to LaTat
i i t in 1977. The se el

ich resulted in an issued paten ) 1
?:301323 payment of $300,000 for past infringement ind secrecy
order damages and a paid-up license under the patent.

In 1979, the Air Force settled an administrative Clilgrgtéed
by McDonnell Douglas Corporation for use of algzggio droee
invention which was under secrecy order from 1990
Government paid $450 for a release from the claim.

The

i ding a copy of a newly

information, I am also forwar y
iﬁglngZd comparative study*on Methods Employed in NATO Countries
for Imposing Secrecy on Pa

pertaining to Defence.

tent Applications and Inventions

I hope this information will be useful to you.
Sincerely,

WILLIAM G. GAP
Chief, Intellectual Property

Division

* - -
Available in subcommittee files
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DEPARTMENT OF THE ARMY
OFFICE OF THE JUDGE ADVOCATE GENERAL
WASHINGTON, D.C. 20310

27 February 1980

Honorable Richardson Preyer

Chairman, Government Information and
Individual Rights Subcommittee of the

Committee on Government Operations

Rayburn House Office Building

Room B-349-B

Washington, D.C. 20515

e 271900

Dear Mr. Prey:r:

Reference is :ade to your letter of Febr

R : : uary 11, 1980 requestin

information on implementation and operation of the Invengion g
Secrecy Act, addressed to Dr. William J. Perry, Under Secretary

of Defense for Research and Engineering.

There are no recent statements or o
feasibility of the Act. The materi
gathered to provide such informatio
your request.

pinions on constitutionality or
als discussed below have been
n as is available in response to

Inclosure 1 is a memorandum prepared in this offic i i
admlnlst;ative claims activity under the current iﬁ&egtfgﬁszéggec
law and its predecessor. Attachment 1 to that memorandum lists tKe
?9 known c}alms in which Department of Defense agencies have been
involved since 1945. Attachment 2 is a table indicating the final

results of the claims Attachment 3 i
S . . is a memorandum i i
of claims in foreign-origin cases. regarding waiver

Inclosure 2 is a copy of the Manual of th

e Armed Services Advisor
Boa;d (ASPAB). sections ITI D and IV D are undergoing current oY
revision, as are several forms relating to Board procedure.

Inclosure 3 is a copy of the NATO A

y greement for the Mutual §
of Secrecy of Inventions Relating to Defence and for Which A
For Patents Have Been Made and the
Other international agreements are

afeguarding
pplications
Implementing Procedures thereto.

listed in Appendix G of Inclosure 2.

Inclosure 4 is a table showing ASPAB activity during recent years.
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Inclosure 5 is a table of the number of cases received from the
Patent and Trademark Office for review. Under 35 U.S.C. 184, an
inventor of an invention made in this country cannot file a foreign
patent application within six months of the filing of a U.S. appli-
cation without special permission. Experience indicates that the
median time for review of a patent application, to determine whether
a secrecy order is required, is about three months. Inclosure 5§
thus indicates the percentage of cases which could not possibly have
been reviewed within the six-month period because they were not
received within that period and the number which probably were not
reviewed in time, given the age of the application when received.
This delay is believed to be caused by personnel shortages in the
Patent and Trademark Office and the length of time taken to screen
and prepare microfiche reproductions of selected patent applications
for review by the defense agencies.

Inclosure 6. is a memorandum concerning the relationship of invention
secrecy activity to the Patent Cooperation Treaty. Under the current
regulation issued by the Commissioner of Patents and Trademarks, 37
CFR Part 5, there seems to be no conflict between U.S. law and the
treaty. So far, we have not had any experience with claims resulting
from lost treaty priority dates.

We are not certain how much additional time is required for annual
review for secrecy orders caused by National Emergencies Act. The
greatest amount of time is required from technical personnel familiar
with the technology, who must individually determine whether an appli-
cation should be retained under secrecy. Those personnel are scattered
through the military department field agencies. 1In the Air Force
which has the smallest number of cases under secrecy order, review

has always been performed on an annual or more frequent basis. Thus,
apart from minor paperwork requirements, there appears to be no
increase in Air Force workload. The Navy determined that its addi-
tional administrative workload required 1,885 manhours during calendar
year 1979, excluding the time of technical review personnel. The

Army field activity is undergoing a substantial change in its review
system, . and the additional workload cannot be determined. The ASPAB
Secretary spends approximately 20% of her time on increased paperwork
caused directly by annual renewal requirements.

I hope that this information will be useful to you.
Sincerely,

il D, :

6 Incls WILLIAM G. GAPCYNSKI

as Chief, Intellectual Property
Division

* Inclosures 2 and 3 available in subcommittee files,

2
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DEPARTMENT OF THE ARMY
OFFICE OF THE JUDGE ADVOCATE GENERAL,
WASHINGTON. D.C. 20310

27 February 1980

MEMORANDUM FOR THE RECORD

SUBJECT: Categories of secrecy order cases and related claims

1. Background The reci i
1 a . pients of invention secrecy orde
;:g:ﬁ:g gﬁr:gi?zi::r3iiusc 181 fall into a variety gf cat:;ories
c 1ir ative claim is likely to be a )
pends in part on the category i i of the ines
: i Y in which the owner of the i
tion fits. A claimant ma i a £ the
; i Y seek compensation for u £
invention res' lting from disclosur S eoreon’
i € as part of the secr
order process or compensation for damages caused by theeggcrecy

order. This memorandum i
OF those fagymeme discusses administrative claims in light

2. Attachments. Attachment 1 is a list of all secrecy order

;i:imgfizxglzigg ;hehDepaEtment of Defense known to this office
t ords have been retired, and the c )
various claims are based upon curr "£4 o5 shete pers
ric ent files or lo h
taining to retired files The i i ol
i ) . e information has b
by discussions with claims i T DD Sgenci
personnel in the other DOD a i
The tabulated results of the 29 known claims are given ?ﬁnﬁtizéh-

ment 2. A memorandum relatin i i i
contained at mrtamem rels g to partial waiver of claims is

3. In-house Government resea
eLn rch. Secrecy orders are not im-
g::ﬁgig: un;%a:slftedtpate?t applications filed by Governmégt
ies. batent application filed by the G
Ssecurity markings, it is handled b H 8 Trademeri TS
” A ’ the Patent and T
Office (PTO) in accordance wij Turs sodemark
with security requi
does not refer such cases to the defensg a oncies tor revsow O
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in abeyance until the application can be published as part

of the patent process. No administrative claim would accrue,
because the Government itself owns the invention or otherwise
is authorized to prevent publication of classified information.
This category makes up a substantial portion of all secrecy
order cases.

4. Government contractor research

a. Classified contracts. By contract clause, the con-
tractor is required to supply the contracting officer with a
copy of any patent application relating to the classified con-
tract and disclosing classified information. Upon receipt of
a copy of the application, the agency initiates action to obtain
a secrecy order. The PTO does not normally refer such applica-
tions to the defense agencies for secrecy review, but an occa-
sional application is referred before a secrecy request has
been received from the agency. In such cases, the PTO sends
only an abbreviated disclosure, calling the agency's attention
to the existence of an application relating to a particular
contract.

b. Classified information. If any contractor patent
application contains any classified matter, the contractor will
mark the application with appropriate security markings. The
contractor understands that a secrecy order will be imposed
because of the classified material. As in the case of Govern-
ment-filed applications, the secrecy order allows the PTO to
hold patent prosecution in abeyance from the time the applica-
tion is otherwise in condition for allowance and the time when
the contents can be published as an issued patent.

c. Unclassified material. If an application relating to
a contract does not contain classified material, it should not
be subject to a secrecy order. The agency primarily concerned
has determined that the subject matter is not of a nature that
requires classification. However, such applications do not
necessarily indicate on their face that they relate to Govern-
ment contracts. The PTO may pull the application as part of
its screening process and refer the application to another
Government agency for secrecy review. That agency may request
a secrecy order. On request from the contractor and upon co-
ordination between the agencies, such secrecy orders may be
rescinded quickly. If not, a claim would accrue.

d. Claims. Secrecy order claims involving contractor

research are rare. The owner of the patent application is already
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working with the potential customer for the invention. The
permit routinely issued at the time of the secrecy order allows
the owner to disclose and attempt to market the invention to
other Government agencies. The actual cost of making the in-
vention has been borne by the Government, so the owner has

lost no investment. There is not likely to be any actual dam-
age to the contractor. 1In addition, the Government's license
rights in the invention allow royalty-free use of the invention
while the secrecy order is in effect. A claim by a Government
contractor is more likely to turn on a dispute whether the in-
vention in question is in fact a subject invention under a
Government contract.

5. Private research and development. This category includes
what is believed to be the smallest number of secrecy orders
but generates nearly all administrative claims relating to
secrecy orders. The patent application may be owned by a cor-
poration or by an individual inventor. Except as indicated in
f. below, the inventors usually intend that the invention will
relate to national security. These inventions involve weapons
Systems or other technology similar to the research done by
the defense agencies.

a. Classified information. Inventors obtain access to
classified information as part of their work on contractor re-
search or as Government employees. If such information is in-
corporated into a patent application, the application should
bear security markings. The classified material is frequently
inserted merely to illustrate the utility of the invention. If
so and if the ‘2 is a nonmilitary use of the invention which
would justify a patent which excludes the classified informa-
tion from the “ody of the patent document, it may be possible
to remove the classified information from a subsequent patent
application and avoid a secrecy order. The modified second
application mitigates the damages of the inventor and can avoid
the need for ‘an administrative claim. See the ACF and Lear
Siegler claims discussed in Attachment 1.

b. Sales to intended market. -As indicated, most inventors
in this category intend that the invention will be sold to the
Government. The defense agencies are the primary market for
explosives, missile guidance systems, and similar military in-
ventions. At the time the secrecy order is issued, the inventor
usually receives a permit allowing disclosure of the invention
to Government agencies potentially interested in the invention.
The applicant may sell to the Government the product to which
the invention relates or may receive development contracts as
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a result of the applicant's knowledge acquired in the course

of making the invention. On petition, the appligant may also
obtain special permission to disclose the invention to other
parties for marketing purposes, if the disclosure does not
conflict with the underlying reasons for the secrecy order.

In these cases, a claim would accrue, but it would not be likely
to be asserted. The applicant has achieved the desired market
for the invention. When the secrecy order is finally rescinded,
the owner still has the full 17-year patent life to continue
exclusive marketing of the invention.

c. Foreign applications. The United States has agree-
ments with the NATO countries and with Sweden and Australia to
allow cases which are under secrecy order in the United States
to be filed in those countries and receive protection in those
countries similar to that provided in the United Statest An
applicant can petition for a permit to file an application ig
those countries. Such foreign filing will mitigate the appll—
cant's damages. When the secrecy order is eventually rescinded,
the applicant will have foreign rights. If the.owner of the
application wants to sell the invention to fore}gn Governments
while it is under the secrecy order, he can petition for a per-
mit as discussed in b. above. Generally, the procedurg fo;
obtaining permission to file a foreign patent application is
easier than obtaining permission to export other kinds of tech-
nology or information under the Arms Export Control Act.

d. PFailure to gell the invention. If the Governmen?, as
the primary potential customer, is not interested in.the inven-
tion, the owner of the application may file a claim in an effort
to recoup his investment or obtain anticipated profits. The
Government's lack of interest is frequently the measure of the
value of the invention in such cases. If there is no willing
customer for the invention, it has no value. The damages be-
come nominal. Such "paper patents" are common in the patent
system. They are not successfully exploitable.. If the owner
had reasonable opportunity to market the invention and was
unable to make a profit because the invgntion is worthless,
the secrecy order has not caused recognizable damages.

e. Use of the invention

(1) The exclusive rights of a patentee are normally
limited to the l7-year period from issue of the patent until
its expiration. There is no statutory liability for unautho;— )
ized use of an invention which is described in a patent application.
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The Inventior Secrecy Act extends the rights of the owner of
the patent z:plication to cover use of the invention by the
Government prior to issuance of the patent, if such use re-
sulted from cisclosure of the invention during the secrecy

order process. (The Farrand Optical Case discussed in Attach-
ment 1 is an exception to this statement.)

(2) Actual use of the invention by the Government has
been the real measure of the value of the invention and extent
of injury to the owner of the patent application. 1In every
case listed in Attachment 1 in which a claim has been resolved
favorably to the applicant, whether at the administrative level
or during litigation, the amount of damages has been predicated
on the amount of use of the invention by the Government. Fre-
quently, use during the term of the secrecy order has been
combined with use after issuance of the patent in determining

the amount of damages. When denied, the denial of the claim
appears to have been based on:

(a) Lack of any Government use of the invention;

(b) Lack of validity of the issued patent or the
claims in the pending patent, in effect asserting that the
Government used technology that was in the public domain; or

(e¢) Assertion of a prior right allowing royalty-
free use of the invention by the Government.

£. The surprised inventor. Occasionally, a secrecy
order will be imposed on an invention which the inventor did
not intend the invention to have military implications, as in
the Nicolai claim discussed in Attachment 1. The application
falls within 2 broad category of inventions having potential
effect on the national security. In some cases, the inventor
may be able to establish that the secrecy order should be
rescinded, thereby avoiding the need for a claim.

6. Foreign-¢:-igin applications. Under the same international
agreements which allow United States inventors to file foreign
applications while a secrecy order exists in the United States,
discussed in 5c. above, foreign applicants can file applica-
tions in the United States, Such applications are accompanied
by a request from the applicant or the Government of origin for
imposition of a secrecy order in the United States. As in-
dicated in Attachment 3, most of these applications involve an
automatic waiver of any claim for damage except that damage
resulting from use or unauthorized disclosure of the invention
by our Government. The Homa claim discussed in Attachment 1

is the only known claim in this category.

A ///%;
H. M. HOUGEN
Lieutena Colonel, JAGC

Army Member, Armed Services Patent
Advisory Board
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26 February 1980
ADMINISTRATIVE CLAIMS INVOLVING INVENTION SECRECY ORDERS

The following information has been obtained from a review
of current administrative claims files and older log sheets
maintained in the Office of The Judge Advocate General
Department of the Army. The information has been augmented
by reports from the Department of thg Navy, Department

of the Air Force, and National Security Agency. It is
believed to contain most claims relating to invention
secrecy which are currently pending'or have been resolved
by Department of Defense agencies since 1945.

ACF Industries, Inc.

A claim against the National Security Agency (NSA! resulted
from a secrecy order imposed on a pateng appl%cat1on
prepared by former NSA employees. The.lnventlon, a
synchronization device usable on classified encryption
equipment, did not itself require a secrecy order. _The
secrecy order was imposed because the application discussed
the classified equipment used by NSA and known to the
inventors by reason of their prior employment. An NSA
offer to allow a related application to avoid a secrecy
order, if the discussion of classified equipment were
expunged from the application, was disregarded. The claim
is pending at NSA.

Colonel William F. Friedman

A Government employee who made a number of encryption
inventions filed a claim for invention gecreC{ damaggs.
There were serious employee invention rights issues in

the claim. The matter was resolved by enactment of Private
Act 84-625, May 10, 1956.

Robert W. Heineman

A Government employee claimed ownership of a patent ]
previously assigned by him to the Govergmen?. The claim
was denied. 1In subsequent, pending litlg§t1og, the employee
alleges secrecy order damages as well as infringement during
the time the invention has been owned by the Government.

Norman A, MacLeod

The inventor of an anti-personnel mine filed an invention
secrecy claim. It was denied in 1961, because the
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Government had obtained a royalt i
; . : y-free right to use of
the invention under pPrior Government contgacts.

Meyer Piet and Futurecraft Corporation

A secrecy order claim was denied in 1958 be
cause of
Government property rights in the invention.

American Standard, Inc.

The claimant acquired the assets of anoth
er compan which
énciuded several patent a?plications relating to exéryption
Aggng;s. ngcla%mt;s ?endlng at the National Security
. e o e inventions appare
Government contracts, pparently were made under

Atlantic Research Corporation

An administrative claim was filed for use o

propellgnt while the application was under ﬁ :eggggstorder
The'c}alm was denied for technical reasons concerning the )
Yalldlty of the patent claims and an apparent license right
in the Government. Suit in the Court of Claims resulted

in a $§00,000 settlement, based on actual use of the
invention before and after the patent issued,

Farrand Optical Company

An administrative claim for use of a hemispheri i
involvegd use of the invention prior to thepsec;:csoggdZ;ght
and after issuance of the secrecy order. The claim wasg
termlpated by litigation. See Farrand Optical Co., Inc.

V. United States, 325 F.2d 328 (2d Cir. 1963). The suit
;esuited in settiement. The facts indicated a breach of
1mpl%ed contract rather than a true secrecy order problem
The inventor's disclosure was not related to the secrecy )
process, and_the existance of the secrecy order merely
served as a jurisdictional vehicle for the court.

General Electric Company

The claim involved a radar patent The th
T volv . rust of the claim
glleged 1nfr§ng1ng use of the patent, but there was an
issue invo%v1ng a secrecy order. The case was eventually
::gtled préor to trial in the Court of Claims, and the
recy order issue was resolved
eTeioy orc as part of the overall

2
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General Tire and Rubber Company

A secrecy order claim by General Tire and Rubber Company
was denied in 1962 for undetermined reasons.

Goodyear Aerospace Corporation

Goodyear filed a claim for alleged use of a lightweight
armor invention while a secrecy order was in effect, as
well as for infringement of the subsequent patent. Among
the reasons for denial of the claim were lack of use of
the invention and absence of damages cause by the secrecy
order. The case is now pending in the Court of Claims.

International Telephone and Telegraph Corporation

An infringement claim filed by ITT was settled in 1962.
A portion of the claim related to invention secrecy.

Lear Siegler, Inc.

Lear owned three patent applications relating to proximity
fuses and detection systems. After imposition of a secrecy
order, one of the applications was redrafted at the
suggestion of the Government, so as to avoid a subsequent
secrecy order, and filed in the United States Patent and
Trademark Office. Over several years, Lear received
research and development contracts from the Air Porce and
the Navy to develop these inventions further., Eventually,
the military departments decided that they had no further
interests in adopting the invention. Lear then filed
administrative claims against the military departments.
Because there had been no unauthorized use of the inventions
by the agencies, Lear had only a claim for damages caused
by the secrecy orders. The agencies determined that the
owner had not established the existence of any compensable
injury, and the claims were denied. The claimant has
subsequently brought suit in the Court of Claims.

Massachusetts Institute of Technology

An invention secrecy claim was settled in 1951.

Mcbonnell Douglas Corporation

An administrative claim against the Air Force was settled
in 1979 on the basis of the single infringing use of the
3
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invention. The portion seeking recoupment of lost
investment caused by the secrecy order imposed by of the

British Government has been
that Goveouernme referred for settlement by

Solar Aircraft Corporation

A claim for infringement and secr
] ; ecy order damages was
denied by the Air Force, for undetermined reasons, in 195¢.

Subcom, Inec,

A secrec: claim for 'a range and i
is pendin- with to Navy.g depth detection system
Howard r. aiken

A secrecy order was imposed on a
. i cryptography inventi
gn peha;f of the National Security Agency.p ¥he clai;OSas
enied in 1971 for undetermined reasons,

Emil J. Bolsey

322032252§::égff?§ glectfo-optical device relating to aerial
: led a claim for damages cause b a s
order and by infringement of the subsequent pategt. ;g:ecy

The Air Force, which imposed the Secrecy order,

working on other aspects of the claim. '8 currently

Eugene Emerson Clift

A claim for alleged use of an inventi
r on while a se
order was in effect was denied in 1970, for lack ogrgﬁgh

use. Litigation against the Nation i
pending in federal court. 2l Security Agency 1s

David Frales

Tpe inventor of an energy detection system f£

g;;hdrew a secrecy order claim in 1965. -Theiigsei:gr's
bylih:e3:¥§d theic}alm in 1978. -The second claim was denied
o ous military department in 1979 and 1980, for

ack of govgrnment use of the invention and lack of'
substantiation of any damages caused by the secrecy order.

4
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Dr. Otto Halpern

A claim relating to an anti-radar invention was denied

for lack of Government use or other damages. The subsequent
litigation (Halpern v. United States, 258 F.2d 36 (24 Cir,
1958)) resulted In settlement with the inventor.

A Canadian inventor filed a secrecy claim for an electronic
device., The United States secrecy order was imposed upon
request of the Canadian Government, because of a prior
secrecy order imposed in Canada. The claim was denied

by the Navy in 1971, for non-use of the invention.

Eugene Maynor

A secrecy claim relating to a rocket motor was denied in
1950, for undetermined reasons.

David Pelton Moore

In 1966, the inventor of an explosive compound asserted

a claim for infringement of the patent., The claim was
denied in 1967 for lack of Government use of the patented
invention., Moore later brought action in the Court of
Claims. The secrecy order, which had been imposed in 1956
and rescinded in 1957, was not asserted as a basis for
action until Moore's Second Amended Petition was filed

in the Court of Claims in 1975. That case is still pending
in the Court after a long series of delays by plaintiff's
counsel, The secrecy order does not appear to have been
a serious issue in the case, despite its mention in the
petition.

Carl Nicolai

Private inventors (one of whom is believed to be a
Government employee) were working on commercial encryption
of computers. The patent application was placed under

a secrecy order because of the relationship of the invention
to technology of concern to the National Security Agency
(NSA). During a major media attack on the secrecy system,
the secrecy order was rescinded, before the invention was
placed in condition for allowance by the Patent and

5
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Trademark office, Thus, the patent was never withheld,

and there were apparently no injuries caused by the secrecy
order. The Army denied the inventors® claim for $2.5
million on the basis that their patent hag never been
withheld, so they had no standing to make a claim. There
has been no Army use of the invention. The claim is pending

Marion B, Robinson

A claim relating to a Projectile was denied in 1952 for
undetermined reasons. The case was the subject of

A secrecy order claim relating to a radar guidance system
was denied by the Army in 1970, for lack of injury. "a
subsequent clainm of infringement of the issued patent was

et ol
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RESULTS OF ADMINISTRATIVE CLAIMS FILED WITH

DEPARTMENT OF DEFENSE SINCE 1945

Pending claims

Settled claims

Settled by DOD . .
Settled by private relief bill

Denied or withdrawn claims
Settled during litigation
Litigation favorable to Govt

Litigation pending
No litigation

TOTAL

[« E R )

20
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DEPARTMENT OF THE ARMY -
OFFICE OF THE JUDGE ADVOCATE GENERAL
WASHINGTON, D.C. 20310

18 JAN 1935

MEMORANDUM FOR MEMBERS, ARMED SERVICES PATENT ADVISORY BOARD

SUPJECT: Waiver of Claims in Foreign-origin Cases

iéveizzjffn flll:g Eermits issued to US inventors provide that the
use of the permit constitutes a wai i i i
A ; ver, if waiver is
E:qulredt§y aireement with the receiving country,,of any claim for
mpensation for damages caused b i iti
c o Y mere imposition of a
in the receiving countr i  remmiting t
b y. This does not apply to dama i
Lv-ng doe ges resulting fro
zizszf th; imvzntion ?y thg receiving government or unauthorized d%s- "
re of the ‘avention within the foreign country. The inventor's

Tight of acti:n against
sefrecy order Te §naffec€2§.us Government for damages caused by the US

:éingng:rt:11;tiial'agreements, such waiver applies to US~origin cases

€ Iollowing countries and to cases comi

t 0 ; d ming from the same
countries under a US obligation to impose secrecy on the US application:

Australia
Belgium
Denmark
France
Germany
Greece
Netherlands
Norway

In addition, U§-?rigin cases forwarded to France and Norway require a
separate, specific waiver statement from the inventors

3. There are no waiver provisiors i x agreeme w
p ™ in the bilateral greements with

4. NAT
rov?ge hA;O Agreement.uqder which we operate with the following countries
p ides that the receiving country is entitled to demand a waiver:

‘oLUﬂQMQ
%

)

o
LYERN

ERICAY
W e R

2

7754910
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Canada
Luxemburg
Portugal
United Kingdom

We have not had a practice of demanding any such waiver on incoming cases
from these countries. To my knowledge, there has been no requirement
from these countries for such waiver on US-origin cases.

5. Recent correspondence from the inventors in a UK-origin case highlighted
the potential problem. In that case, the inventors threatened a claim

for damages caused by imposition of the secrecy order. The Lear Siegler
case in the Court of Claims is the first known litigation in which mere
secrecy order damages, without any alleged use of the invention by the
Government, has been the only basis for action. The time has come to
consider whether the US Government should require a waiver on foreign-origin
cases from the four countries listed in paragraph 4 above. Canada and the
United Kingdom present the only real invention secrecy activity among the
four.

6. At the time the NATO Agreement was adopted by the US, there was serious
concern about the absence of an automatic waiver provision, but several

of the countries objected to revision of the agreement. The ASPAB con-
sidered the liklihood of a damage claim based solely on the imposition of

the secrecy order as being remote. Correspondence from this office indicated
concern with the paperwork involved in obtaining a specific waiver, but it
appears that explicit waivers were considered to be desirable.

7. It is probable that the UK and Canada might ask in turn for waivers
from our nationals if we ask for waivers on cases originating in their

countries.
llwllﬂ%
H. M. HOUGEN

Lieutenant Colonel, JAGC
Member, Armed Services Patent
Advisory Board
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ARMED SERVICES PATENT ADVISORY BOARD

Activity in Review of Cases and Imposition and Rescission of Secrecy Orders

Number of

1623
1787
1562

1433
1623
1326
1332

1248
1563
2080
1446
1155
1488
1334

1043

1077
913

1358

1131

786

Patent Applications
Reviewed in DOD*

Number of " Number of

Secrecy Orders

Imposed by DOB

74 52
61 156
78 118
57 72
74 52
68 85
44 79
51 82
58 96
49 61
60 62
64 107
82 113
59 53
61 65
67 76
24 147
53 66
83 159
59 . 47

Secrecy Orders

Rescinded by bop

:oes ;o: ;nclude classified patent applications filed by the Government or by Government contractors
re placed under secrecy order by defense agencies without referral from the Patent & Trademark Offiée

vSL

.ARMED SERVICES PATENT ADVISORY BOARD

Tables of (ases Received for Review 3 or More Months After Filing Date

Total Cases
Received For
Review

1369
1743
1751
1514
1487
1333
1267
1322
1530
2238
1390
1200
1631
1242
1150
1152
1103
1272
1021
758

Number 3 Months
01d or Older
When Received

67
106
102

39

25

33

50

55

69
400
55
48
50
59
.47
46
67
187
119
333

2 of " Number 6 Months % of
Total 0ld or Older Tota}
‘Received ' - When Received Received
4.60 7 0.51
6.08 4 0.23
5.83 7 0.40
2,58 9 0.59
1.68 9 0.61
2.48 1 0.08
3.95 8 0.63
4.16 13 0.98
4.51 19 1.24
17.87 35 1.56
3.96 19 1.37
4.00 17 1.42
3.07 14 0.86
4.75 18 1.45
4.09 14 1.22
3.99 7 0.61
6.07 8 0.73
14.70 - 27 2.12
11.66 19 1.86
43.93 40 5.28

GGL
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"RTMENT OF THE ARM e
OFFICE OF THE JUDGE ADVOCATE GENE\R,AL .
WASHINGTON. B.C. 20310

3 May 1977

Commissioner of Patents and
Washington, p.cC. 20231 Tradenarks

Dear Sir:

The proposed rule changes to im
: S plement the pat
g:gﬁgiatign freaty, pPublished in 42 Federal Resgzter 2632
memberg of,th977, have begn reviewed and.discussed_by the’
Thaers of e Armed Services Patent Advisory Board (ASPaB
owing comments result from that discussion, &

The proposed changes to 37 CFR S
regire a foreign filing license
gspélcatlons which dc not corres
ates national application, even fo i
‘ : ; 1 0 r those inte i
app}lcatlggs'tohbg filed in the United States REEZ?S;g;al
€0 Submit an advance copy ot his torecant Yould be requires
U t : S 1ntended internati
application for review prior to filj there s
be'no taemrireiplS o ; lling, because there would
: S erence in the Patent d
Office nor any microfiche o lable gopark
f ) r other co availab
Circulation and review under el Tey reviior
Present security revi
proigdurgs. Thus, that copy of the intendedy terna
application would be reviewed first by the L

ections 5.1 and 5,11 would
for all international
pond to a prior United

of time in obtaining his priority date.

Under Ehis proposed procedur

: e there ini
subject'matter, such as a numbered ntane bo 79 definite
upon whlc@ a secrecy order could b
that the invention does affect nat

language of 35 y.s.c. 181 gives thlonal security. The

e Commissioner

157

DAJA-PA
Commissioner of Patents and Trademarks

authority to place secrecy orders only on applications
for a patent. There is no statutory authority to place

a secrecy order on an invention which is represented only
by an intent to file a foreign application combined with
a request for a license. The provisions of proposed 35
U.S.C. 368 make the provisions of Chapter 17 of that Title,
including Section 181, applicable to international
applications; under the proposed rules, no international
application would be in existence at the time of
consideration for a foreign filing license. The ASPAB
does not provide a suitable mechanism for subsequently
monitoring cases which have been denied foreign filing
licenses, without the existence of a secrecy order and
an application for subsequent ASPAB review. Moreover,

“the remedy provided by 35 U.S.C. 183 for damages resulting

from a secrecy order would not apply to the denial of a
license.

The applicant could circumvent the delay in obtaining a
priority date by first filing a United States national
application, asking for an international-type search, and
filing a subsequent international application more than
six months after his United States application has been
filed, claiming the Convention priority date. This
procedure would be cumbersome and demanding of excess
paperwork.

It appears that the proposed rules take too restrictive

a view of the Patent Cooperation Treaty and the implementing
statute. Article 27(8) of the Treaty provides that the
Treaty and implementing Regulations should not be construed
to limit the freedom of any country to apply measures deemed
necessary for the preservation of its national security.
Rules 22.1{(a) and 22.2(d) of the Regulations under the
Treaty contemplate a national security review of an
invention while the international application is in fact

in the hands of the Receiving Office, during a 13-month
period after the international application has been filed.
such delay for security review does not cause an applicant
to lose his priority filing date. In addition, Rule 22.1(a}
permits a Receiving Office to refuse to transmit an
international application to the International Bureau if
the transmittal would be detrimental to national security.

The implementing statute, 35 U.S.C. 368, provides that

2
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DAJA-PA
Commissioner of Patents and Trademarks

the international application will be subject to licensing
and security review; that language presupposes the existence
of .an .nternational application which has been filed in

the Uni-=2d States Receiving Office prior to such review.

It furtaer provides specifically that the filing of an
international application in a country other than the United
States =:hall be considered to constitute foreign filing

fer the ~urposes of Chapter 17; the obvious corollary is
that the statute contemplates that an international
application on file in the United States Receiving OQffice
should not be considered to be a foreign filing. Finally,
the statute discusses treatment of an international

. application in the United States Receiving Office prior

to the time that a license for foreign filing is denied

or a secrecy order is imposed. Therefore, the international
application would have to have been filed in the United
States Receiving Office prior to the existence of a foreign
filing license and prior to secrecy consideration in orderx
for the statutory language to be meaningful.

It is therefore urged that the proposed rules be changed

to permit the United States Receiving Office ‘to accept
international applications without prior issuance of a
foreign filing license, even though no corresponding United
States application is on file, A simultaneous reguest

for a foreign filing license should be required. The
international application could then be reviewed for
licensing consideration. If the invention is not on the
Patent Security Category Review List, the license could

be issued immediately, and further processing of the
international application could continue. If the invention
is on the Category List, the applicatior could be duly
circulated in microfiche form to the appropriate defense
agencies for normal security review. If a secrecy order

is required, the order could then be placed on the
identifiable international application, and the license
request could be automatically denied, The applicant could
file a corresponding United States national application

and seek modification of the secrecy order to permit
subsequen* filing of selected foreign applications. The
United St:_es Receiving Office could defer transmittal

of the international application to the International Bureau
or the International Searching Authority of Washington

for twelve wonths pending review without causing any loss
of priority for thc applicent.

3
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DAJA-PA

commissionetr of Patents and Trademarks

S 4 m o] propose i 1
u te amen a rules and a sectiona
gges 4 dinents t the rop .
ana' 1 ysS is are attached . These amendmeuts WO\lld rel le‘ ve
the ](:enS]'n L view burden on the Patent and I[ade.“ark
i g evie urde

fEic and defense agencies and should be more SatlsfaCtOfY

(o] ice

to applicants and the patent bar.

a brief oral presentation

i ke
1 reguest the opportunity to ma 2 D e on Hay e bsiy

of this matter at the hearing to b

Thank you for your consideration.

Sincerely,

’

/ e
i :\!‘""/"l' { N pn
H.M. HROUGE®
Lieutenant colonel, qAGC
Chairman, Armed services
patent Advisory Board

2.1nel i d Rules
Changes 1n Propose i
;. Sect?onal analysis of Changes





